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THe United STATES TRADE-MARK ASSOCIATION 


522 Fifth Avenue, New York 18, N. Y. 


An Organization for the 
Protection of Trade-Marks and Trade-Names 


The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its seventy-one years of existence the Association has been accumulating comprehen- 
sive records, files and a general library information on trade-mark matters. Members or their 
counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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PART I 


RADIO SERVICE MARKS 
By Abraham S. Greenberg* 


“Legal history shows a continual recognition of new interests, and a gradual willingness to 
protect interests in intangible things.” The “radio service mark” has attained its present status 
by virtue of the operation of precisely that legal philosophy. A considerable body of decisions 
and authorities, discussed herein, exists to illuminate the characteristics of the “radio mark.” 


Some History 


The medium of radio broadcasting is but a specie of the genus “communication 
of ideas,” and is a relatively new art. It was only 28 years ago that station KDKA 
of Pittsburgh went on the air with a radio program thereby initiating radio serv- 
ice. The historical record tells us that back in 1899 the New York Herald, with 
its usual enterprise, invited Marconi to come over to the United States, and send 
‘‘wireless” telegraph reports of the International Yacht Races from boatside to 
shore. This was the germ of news broadcasting in America. The human voice 
was broadcast in 1908 by Lee DeForest and Reginald Fessenden. The great 
Enrico Caruso, about this time, sang by radio to a few scattered listeners. Many 
“hams” were broadcasting phonograph record concerts in the 1916 to 1919 period.’ 
They were the first disc jockeys! Some of these amateurs had visions of the future 
radio broadcasting industry. In late 1919 Dr. Frank Conrad of Westinghouse 
was testing at his home a special radio telephone transmitter by playing phono- 
graph records and broadcasting the music. Before long he had a considerable 
audience of some 1,500 amateurs using home-made radio receivers and even fan 
letters! His Wednesday and Saturday night broadcasts became so well known 
locally, that in the late summer of 1920 Doctor Conrad’s concerts were being 
advertised by Pittsburgh department stores selling radio receivers. The “Con- 
rad Concert” may well have been the first radio service mark. 

The elections of 1920 were coming on; Harding and Cox were preaching the 
gospel of “Return to Normalcy.” On November 2, 1920, the Westinghouse station 
at East Pittsburgh, later to become famous as KDKA, went on the air to broad- 
cast the election returns to a listening audience of 500 to 1,000. Station WJZ 
at Newark and station WBZ at Springfield, Mass., followed as Westinghouse sta- 
tions. By December, 1921, there were 23 stations broadcasting ; by the end of 1922 
there were about 580 stations on the air. In 1923 national radio broadcasting 
commenced with B. F. Goodrich Rubber Company; Eveready Batteries, and the 


* Member New York and D. C. Bars; Contributing Editor of Trade-Mark Reporter. 

1. Warren and Brandeis, 4 Harvard Law Review 193. 

2. Paul Schubert—“The Electric Word,” published in 1928 by The Macmillan Co.; also, 
H. L. Jome “Economics of the Radio Industry,” published in 1925 by A. W. Shaw Co. 

3. One of these amateurs has told the writer that in those early days he tried by letters 
to interest retail firms in advertising on his radio concerts, but received only a single inquiry 
from a record dealer. 
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Happiness Candy Company. They spent the sum of $50,000 for the year in their 
radio programs.‘ 

In November, 1926 RCA acquired station WEAF from the Telephone Com- 
pany, and created the first truly national network in the form of NBC, the National 
Broadcasting Company. Broadcasting became Big Business, paid for by radio 
listeners. The radio boom was well on its way by 1928. At the start of 1921 there 
were not more than 6,000-7,000 privately owned receiver sets. By 1938 the world 
had become a public hall. Radio broadcasting brought the day of Amos and Andy, 
Graham McNamee, Charlie McCarthy, The Lone Ranger, Superman, Mr. District 
Attorney, and other characters and programs familiar to millions between the 
ages of 6 and 60.° 

In this present quarter of a century the local broadcast station has evolved into 
national broadcasting networks (NBC, by way of illustration, or CBS), and now 
we have witnessed the addition of sight to sound broadcasting. With the advent 
of television™, we may expect a number of novel radio mark problems to arise. 
These will be solved in accordance with the existing law of unfair competition as 
applicable to radio service marks. 


Some Economics 


Stated tersely, and somewhat categorically, unique attention-arresting devices 
of radio broadcasting are subject to ownership. Such devices include program 
titles, station call letters, melody bits, musical tones, unique sounds, character 
names and slogans. A legal right to such devices is established by proof that they 
have been used in radio broadcasts, and that they have become recognized by the 


radio public by virtue of persistent publicity on the radio. The legal treatises 


adequately support these assertions.” * * * ”° 


4. Compare that to the reported national chain sales of $96,659,862 of NBC and CBS for 
the first nine months of 1948 (Publishers’ Information Bureau). 

5. This very sketchy review of the history of radio broadcasting may be augmented by those 
interested in the subject by resorting to the following : 

a. “History of Radio to 1926” and “Big Business and Radio,” by Gleason L. Archer; 
published by American Historical Society, Inc.; see especially Chapters 11, 13, 14, 20 of the 
second book. These two books are definitive. 

b. “The Radio Industry”—a series of lectures at the Graduate School of Business Admin- 
istration, Harvard, published by A. W. Shaw & Co., 

c. “The First Quarter- Century of American Broadcasting,” by E. P. J. Shurick, 1946; 

pp. 7 to 22 for “ham” broadcasts. 
ox “The WEAF Experiment 1922-1926,” by W. P. Banning, Harvard University Press. 

1946. 

e. “This Thing Called Broadcasting,” by A. N. Goldsmith and A. C. Lescarboura; Henry 
Holt & Co., 1930; see Chapter 19. 

- “Sound and Fury,” by Francis Chase, Jr., Harper & Bros., 1942. 

“This Fascinating Radio Business,” by R. J. Landry; Bobbs-Merrill, 1946. 

Sa. orhe mushroom growth of an entire new industry since just after VJ day i is amazing. In 
1948, 850,000 TV receivers were built and sold; for 1949 the estimate is 2,000,000 and upwards. 
By 1953, it is expected to have 5,000,000 TV sets produced a year. Problems in television law 
have recently been considered by David M. Selinger, Esq., “Unauthorized Uses of Television 
Broadcasts’; pages 848-875 of the September 1948, Columbia Law Review (Vol. 48). 

6. “Trade-Mark Protection and Unfair Trading,” by Walter Derenberg, pp. 98, 99, 100, 321. 

7. “Unfair Competition and Trade-Marks,” by Rudolf Callman, Vol. 1, p. 225 et seq. 

8. “Unfair Competition and Trade-Marks,” by Harry Nims, 4th Ed. Vol. 2, p. 921. Nims 
treats the “radio-title” as a development of book, play and movie titles. 

9. “Trade-Mark Law and Practice,” by Leon Amdur, particularly pp. 42, 43, 44, for an 
excellent chart of modern radio marks. 

10. “The New Trade-Mark Manual,” by Daphne Robert; pp. 40 to 44 for her views on the 
legislative history of radio service marks. 
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Historically, it appears that the “radio trade-mark” as such was first discussed 
in an article appearing in the Bulletin of this association back in July, 1928. By 
almost 20 years the radio service mark of the Lanham Act of July, 1946, was antici- 
pated in this quoted characterization :” 


artistic and original, signifying by sound the product, the hour, or the station, taking the 
place of the pictorial design used on the product. 


The article analyzed the various “radio marks,” and developed four classes or cate- 
gories of them. The classes described were the musical sounds; songs or tunes; 
the distinctive spoken slogan; and the name of the feature or hour. The article 
included a plea for a method of registration of radio marks. In the absence of 
such a method the U. S. Trade-Mark Association announced a Register for radio 
marks. Some two years later about 400 radio marks had been listed with the 
Association Register (25 T. M. Bulletin 95). 

The economic aspects of radio broadcasting have been carefully studied in the 
last decade.” It seems well established that a radio broadcast company is a serv- 
ice firm which earns revenue by rendering service through its equipment and per- 
sonnel. Radio broadcasting is simultaneously a theater, a lecture hall, a newspaper 
and a billboard. Essentially the four basic units required for our American system 
of broadcasting consist of: the broadcaster (stations and technical operators re- 
quired to operate them) ; the sponsor (the industrial firm whose advertising fees 
sustain the broadcaster); the agency (the program producer who supplies the 
talent, music, copy and program packages) ; finally, the listening or looking public 
(the set owner). 

T. T. Eoyang™ developed a chart entitled “Economic Cycle of Radio Broad- 
casting.” In it he sought to demonstrate visually the economic aspects of the radio 
broadcast industry. His theory was that: 


Radio broadcasting, as it stands today in the United States, and when it is viewed 

as an industry, begins nowhere and ends nowhere, although it takes the form of a business 
enterprise in which time is sold in terms of a commodity which requires no capital for its 
procural and possession. . . . 
.... Although entertainments and programs may be considered as services, yet they are 
intangible, in that they can hardly be appraised in a concrete sense in terms of monetary 
units. The money invested in one way or the other is, however, ultimately brought back 
with more or less multipled increment. 


The intangible asset flowing to the public is entertainment, whether the spon- 
sor or broadcaster provide the program. The sponsor derives good-will and trade- 
mark acceptance as his intangible asset for his service, and the broadcaster secures 
revenue for his service. It is self-evident that the marks used in these services at- 
tain values of considerable magnitude, and represent “radio service marks.” 

With the enactment of the Trade-Mark Act of July 5, 1946 (The Lanham Act) 


11. “Radio Trade-Marks—A New Field”; 23 Bulletin of the U. S. Trade-Mark Association 
143, July, 1928. 
12. a. “An Economic Study of the Radio Industry in the United States of America,” by 
T. T. Eoyang; published by RCA Institutes Technical Press, 1937. See pp. 151, 152, 153; 
chart 45 of this detailed study of the radio industry. 
b. “The Radio Station,” by Jerome Sill; G. W. Stewart Publisher, Inc., 1946. 
c. “An Economic Study of Standard Broadcasting,” by FCC; issued October 31, 1947. 
d. “Radio Station Management,” by J. L. Reinch; Harpers, 1948. 
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the radio service mark achieved statutory recognition. The effect of the Lan- 
ham Act on radio has been studied by Sherman R. Barnett.” He injected a note 
of caution in the construction of the Lanham Act so far as radio marks were con- 
cerned, stating : 

Indeed, it may well develop that but relatively few distinctive features of radio advertis- 
ing can be protected. . . . How far the courts will go in protecting “radio marks” under 
the new act is a matter of conjecture... . 

He believed that network chimes or the identifying jingle or symbol of a loca! 
station might be protected. The Lanham Act uses the word “radio” exactly once. 
In the definition of a “service mark” it is said of this novel category that it is: 

A mark used in the sale or advertising of services to identify the services of one 
person and distinguish them from the service of others and includes without limitation 
the marks, names, symbols, titles, designations, slogans, character names, and distinctive 
features of radio. .. . 

Both Daphne Robert” and Sherman Barnett’ have raised a question concerning 
who may register the distinctive radio feature: the sponsor, talent, agency or broad- 
caster ? 

The Lanham Act Hearings 


As far back as the so-called Vestal Bill in 1928 it was sought (Section 23) 
to protect the radio mark by permitting registration of a device used in commerce 
in relation to a specific service. In March, 1938, Section 4 of H. R. 9041, intro- 
duced by Representative Fritz Lanham, relating to “Service Marks” covered any 
trade name or device used in relation to a specific service. The same idea as was 


earlier in the Vestal Bill was thus carried over. Not any mention of distinctive 
marks of radio is found, but it appeared realized that the service mark definition was 
broad enough to cover words spoken on the radio. 

It was not until the Lanham Bill H. R. 5461 was considered that there was in- 
cluded a specific reference to a radio service mark.* What is a “radio service 
mark” within the meaning of the Lanham Act? The answer can only be found in 
the definition of a service mark in Section 45 of the Act. A search of the Congres- 
sional hearings held on the successive bills, which eventually resulted in the Lan- 
ham Act of July, 1946, reveals that the legislative intent behind the “radio fea- 
ture” definition can only be found on pages 170 to 177 of the hearings held on 
November 4, 12, 13, and 15, 1941. It is believed that this fact alone warrants a 
full reproduction of that section of the debate before the Subcommittee on Trade- 
Marks. 

The specific definition of “service mark” in the bill (H. R. 5461, page 27 of 
Hearings) was: 

The term “service mark” means a mark used in the sale or advertising of services 


to identify the services of one person and distinguish them from the services of others 
and includes without limitation the marks, names, symbols, titles, designations, slogans, 


13. “How Lanham Act Will Affect Radio,” by Sherman R. Barnett in Broadcasting, for 
April 28, 1947, pp. 30, 32, 34. 

14. In Section 45 there was included substantially the present definition and reference to 
radio (p. 133 of Hearings before the Subcommittee on Trade-Marks “effective protection for 
marks, titles, character names and so forth used in radio . . . . for which there is no protection 
except the common law.”). 
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character names and other distinctive features of radio or other advertising used in 
commerce. 


Beginning at page 170 of the transcript’ we find Professor Handler initiating 
the discussion (all emphasis is mine) : 


Mr. Handler. Might I ask whether the latter part of the definition “service mark” on 
page 44, lines 16 to 21, relates to marks used to identify services which are sold and 
advertised, or does it relate to any advertising used in commerce? The language in lines 
19 to 21 is rather unclear and is broad enough to cover any advertising matter, because 
it is not expressly limited to the advertising of services. 

Mr. Lanham. The paragraph itself seems to relate to service. 

Mr. Martin. That would be certainly my construction of it. That with service marks, 
and the particular phrase relating to distinctive features of radio and other advertising 
used in commerce was suggested at the February meeting of the section of Patents, Trade- 
marks and Copyrights in Washington, and was expressly passed on by the section at that 
time, and I have never felt free to change that particular section, because it received con- 
siderable discussion at that time and was expressly approved at that time. 

Mr. Louis Robertson. It does, however, on its face seem to include within the defini- 
tion of “service marks” things which are not necessarily service marks, and unless the 
intention of the committee is clear that only such things are intended to be included as 
are advertisements of services or something of that kind, it would seem to include more 
than is intended. 

Mr. Handler. I took the liberty of revising that language so as to make it conform 
with the definition of “trade-mark” which immediately precedes, which is a very broad 
definition and which covers everything; whereas, the present definition by its enumera- 
tion might lead to difficulty. So, if I may, I would like to read the substitute into the 
record. 

Mr. Lanham. Very well. 

Mr. Handler. I follow very closely the definition of “trade-mark” in lines 12 to 15, 
only I related it to services, and it reads as follows: 

The term “service mark” includes any word, name, symbol, or device, or any 


combination thereof, adopted and used in the sale or advertising of services to identify 
such services and to distinguish them from the services of others. 


Mr. Fenning. That, of course, does not include a radio broadcast, which probably 
is not service, and the American Bar Association was very definite in wanting to have a 
radio slogan protected. 

Mr. Handler. Is this radio slogan, Mr. Fenning, used in the advertising of serv- 
ices? 

Mr. Fenning. Used in the advertising of anything. Radio is analogous to something 
which is service. It is not goods. It is not attached to goods. When you consider this 
you should bear this in mind: This section is doing a very serious thing. Heretofore, 
marks which have been registered have always been applied to the goods, and that is the 
common law. That is what the court protects. That is what Congress protects. Now, 
you are saying to a man that he may mark his goods with his own trade-mark and sell 
them as such, but he can use 92 other trade-marks in 92 separate advertisements for 
the same goods, and register all of those marks, although only one of them is on the 
goods and only one identifies the goods. The others are merely used in advertising. 
Now, it seems to me that possibly the committee should realize that fact and I wonder 
if they are not going too far. I do not think a word, slogan, or what not, that is used 
in advertising alone identifies any goods. One advertisement is written this way this 
week, another one next week, and before very long, if a man registers every one of his 


15. Hearings before the Subcommittee on Trade-Marks; Committee on Patents, House 
of Representatives, 77th Congress, First Session on H. R. 102, H. R. 5461 and S. 895, Novem- 
ber 4, 12, 13, and 14, 1941. 
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advertisements, there will be nothing left. Nobody can use anything because—you know 
what the advertising people do. Along this line, if you are using advertising, the idea 
has been this: There are two kinds of advertising at least. One is printed advertising 
and the other is the advertisement which goes over the radio. Now, if you are going to 
say that an advertisement which is printed is registrable, then you should say that the 
slogan which identifies a radio performance should be registered, and if you are going to 
take in advertising, then certainly keep radio in somehow or other, but what Mr. Handler 
has suggested omits the radio business entirely, as I understand it. 

Mr. Handler. Is this correct, Mr. Fenning, that as you read the section, this really is 
a substitute for the copyrighting of advertising, which as I understand it would be pos- 
sible where the advertising satisfies the copyright law? 

Mr. Fenning. No; it might be a substitute for a thing which should be in the copy- 
right law but which is not. That is the protection of a slogan or a section of an ad- 
vertisement. You can copyright an entire advertisement which has little value, but the 
single word used in the advertisement cannot be copyrighted. This provides that it can 
be registered. 

Mr. Handler. If you read the latter part of the paragraph, “distinctive features of 
radio or other advertising used in commerce.” That would cover an exclusive feature 
in newspaper advertising. 

Mr. Fenning. It covers the mark, not the advertising. 

Mr. Handler. But the whole advertisement may be distinctive or it may have 
numerous distinctive features. 

Mr. Fenning. Yes. 

Mr. Handler. That would substitute a new test unknown to any lawyer today, because 
it is not the test of trade-mark, it is not the test of patent, it is not the test of copyright. 

Mr. Fenning. It is a protection of advertising. 

Mr. Handler. Might I ask what is the legal test of what is a distinctive feature of 
a newspaper advertisement ? 

Mr. Frazer. I would like to ask this question: How else can a service mark be 
used except in advertising ? 

Mr. Fenning. By putting it on the goods, the goods that are serviced. You go to 
a laundry, and the clean laundry comes back to you in a box which has a mark on it. 
You go to Byron S. Adams to get your printing done, and your printing will come to 
you in a wrapper which has on it “I never disappoint.” That is applied to the goods. 
It may be that the owner of the mark sells the goods, but the same thing applies to any 
sort of services. 

Mr. Fraer. What about a bus-line operator? How is he going to use a mark except 

advertising ? 

Mr. Fenning. They put it on the bus. 

Mr. Frazer. The trade-mark is for the service, not the bus. 

Mr. Fenning. It is advertising of a type, but it is carried by goods. It is on the 
goods. 

Mr. Thomas Robertson. In some cases the user of the mark does not own the 
goods, never has owned the goods. In the case of a laundry the patron takes his goods 
there to be cleaned or dyed, and a mark, a service mark, is put on them when they are 
returned, and the man who uses this service mark gets nothing except his fee for doing 
the dyeing or cleaning. He never has had any title whatever to the goods. 

Mr. Rogers. Under existing law those marks are not registered because they are 
not affixed to the goods. 


At this point Wallace H. Martin (page 173) introduced his construction of the 
definition. A more detailed discussion of radio marks resulted. 


Mr. Martin. With reference to Mr. Fenning’s remarks, it seems to me that they 
might be construed in a way different from what certainly those with whom I have 
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worked have construed this provision with reference to service marks. This language 
mentioning the features of radio and other advertising, we have always considered was 
limited to the definition of a service mark which immediately precedes it, namely, only 
those radio features and advertising would be included in this particular provision which 
consisted of a mark used in the sale or advertising of services, to identify the services of 
one person and distinguish them from the services of others. With that limitation on it, 
it seemed to the committee that there could be no harm in this particular language, and 
certainly any radio advertising which fits that definition of a service mark should be 
properly registrable. 

Mr. Lanham. This whole section is taken up with the connotation of the respective 
terms that are used in the act. This particular paragraph has to do with service marks 
exclusively, and therefore this paragraph would apply only to services. Is that not 
correct ? 

Mr. Martin. Exactly. 

Mr. Lanham. However, Mr. Savage brings up the suggestion that in line 20, page 44, 
the word “other” should be omitted before “distinctive.” I have heard no expression on 
that. 

Mr. Martin. I see no reason why it should not be omitted. 

Mr. Lanham. If there is no objection, we will omit it. 

Mr. Fenning. I think we ought to take up the question of advertising and make up 
our minds whether we are going to let an advertisement be recorded as a trade-mark. 
Remember, these service marks are put on the principal register. They are given all the dig- 
nity of a registered trade-mark. They are never applied to the goods, and a man may put 
out a 52 weeks’ advertisement, using a different term each week. 

Mr. Lanham. That is an objection to the paragraph itself, is it not? 

Mr. Fenning. That is an objection to the word “advertising.” If you take out in line 
17 the words “or advertising” so that it reads “The term ‘service mark’ means a mark 
used in the sale of services.” 

Mr. Savage. A mark used continuously, not changed every week. 

Mr. Fenning. He might be using 50 advertisements in 50 magazines. 

Mr. Savage. But as soon as he discontinues the use of it, he abandons it and it is 
no longer a valid registration. 

Mr. Fenning. If he intends to abandon it. 

Mr. Savage. If he does abandon it, whether he intends to or not. If he discontinues 
its use, he abandons it. 

Mr. Martin. May I say this, Mr. Fenning: This radio feature was intended to cover 
such advertising features, radio advertising features as Amos and Andy, for example, 
where “Amos and Andy” would be a service mark owned by these particular individuals 
who use those names. 

Mr. Fenning. What service is there, there? 

Mr. Martin. The service varies with different goods. In one instance it would be 
one goods, and if it changed their sponsor it would be other goods. But the mark be- 
longs to Amos and Andy. Now, that was a typical example to fit this radio feature. 
That is what I had in mind. 

Mr. Fenning. One of the other things was a score of music which was used as an 
introduction to a radio feature, such as Charlie McCarthy. 

Mr. Lanham. Would not that come more under copyright than trade-mark? 

Mr. Fenning. It was thought if you are going to protect advertising which is printed 
and give the man the benefit of that protection, then you ought to give the man who 
advertises over the radio the same benefit, and I think maybe there is some justification 
in that, if you are going to take care of advertising which is not a mark placed on the 
goods. Personally, I think advertising should be omitted. 

Mr. Stevenson. So do I. 

Mr. Lanham. Well, if you omit it there, would you omit it in line 21 also? 
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Mr. Fenning. Yes; because radio cannot apply to the goods. It is pure advertising— 
unless you look on the radio program itself as a service. 

Mr. Martin. How would the sponsors of Amos and Andy protect that mark? 

Mr. Fenning. Take out “or other advertising” in line 21, so it would read “and 
other distinctive features of radio advertising used in commerce.” 

Mr. Martin. That would do it. 

Mr. Fenning. Take out “advertising” in both instances. It seems to me that will take 
care of Amos and Andy. 

Mr. Handler. Would not Amos and Andy be covered by the title of the radio pro- 
gram rather than “distinctive features’? 

Mr. Lanham. Leave out “or other advertising” and it would certainly be covered 
by this, would it not, “distinctive features of radio used in commerce”? That is certainly 
a distinctive feature of radio used in commerce. 

Mr. Rogers. We can hear these programs all night and never hear the sponsor. Of 
course, everybody knows Bergen is the sponsor of Charlie McCarthy. 

Mr. Lanham. The public knows who the sponsor is. 

Mr. Fenning. The “other distinctive features” was put in here to cover music, which 
is brought in by many radios. I think I can say that reasonably, because I was the one 
who suggested that it be put in. 

Mr. Lanham. Does that inhere in trade-mark legislation? 

Mr. Fenning. Just as much as Amos and Andy does. 

Mr. Rogers. Many of these programs are identified by a theme song or bar of music 
at the beginning, and people get to recognize that program in that way. 

Mr. Lanham. Could we not protect that by copyright? 

Mr. Rogers. Frequently it is old music. 

Mr. Stevenson. What right would they have to any protection on that, any more than 
I would? 

Mr. Fenning. Because it has acquired a secondary meaning. 

Mr. Rogers. It is used to identify a particular program. 

Mr. Stevenson. I could play or sing as well as they can and I should have that right, 
too. Why should they exclude anybody else from using a bar of music? 

Mr. Rogers. They should be able to exclude them only at one point, to introduce a 
radio program with that particular bar of music, so that particular program would get 
the advantage of registration. 

Mr. Stevenson. . But why are they any more sacred or entitled to protection more 
than anybody else because they happened to think of using Annie Rooney or some other 
song to start a program? 

Mr. Fenning. But let us put it this way: You would not think anyone could use Amos 
and Andy merely because they used that slang talk on the radio, and if a man introduces 
a program by a bar of music and that is always the way he does introduce it, then ‘that 
bar of music, in effect, is Amos and Andy. 

Mr. Rogers. If he uses it often enough. 

Mr. Fenning. Then you should not be allowed, after he has adopted that, to go on 
the radio the next hour or the next day at the same time, or some other time, and use 
the same introduction and let the public think that he is going to come on instead of you. 
You use it to mean that that is your problem. 

Mr. Handler. That, of course, is not clear from the wording of this provision, and 
that is a question for judicial construction, as the Congressman states. One program 
starts with the opening bars of Beethoven’s Fifth Symphony. Now, supposing New York 
Philharmonic starts their program next week with Beethoven’s Fifth Symphony ? 

Mr. Lanham. Of course, the sponsor of a radio program might adopt a certain piece 
of music as its introductory theme. All that is intended to be done here is to protect 
the use of that music from use as an introductory theme of another program, but not 
otherwise than as applied to some other radio program. 

Mr. Rogers. Like the slogan of the American Tobacco Co., the tobacco auctioneer. 
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There is no exclusive right in that, but if someone else started a program that way, 
people would say “That is the Lucky Strike program.” And so, to that extent, it identi- 
fies the program and ought to be protected. In other words, give no monopoly on the 
general use of a piece of music, but only as applied in that particular way. 

Mr. Fenning. And generally only one bar or two or three bars, not the whole piece 
of music. 

Mr. Pohl. Might not the word “symbol” take care of it? The word “symbol” is a 
pretty broad term, not confined to any particular form of rendition. 

Mr. Fenning. Maybe so, but the chances are that “symbol” would be interpreted to 
be something written, because that is what a trade-mark is. One of the definitions of 
trade-mark is “symbol.” 

Mr. Louis Robertson. This again brings up the question of incontestability. I think 
maybe Mr. Stevenson has something really important there. The thing that is registered, 
supposedly distinctive, may be quite a long piece that does not have any secondary mean- 
ing, but if the registrant gets away with using it for five years he has got an incon- 
testable right to use it. 

Mr. Fenning. The feature of incontestability probably is not going to work satis- 
factorily—certainly not as drawn here. It probably will cause a great many headaches, 
but it is the protection generally. If you think it is desirable, I suppose we will have to 
stand for it. Personally I never had any interest in incontestability. 

Mr. Louis Robertson. I do not believe the profession generally thinks so. The only 
time the question was presented to the American Bar Association it was taken out. At 
the February meeting of the patent section and at Indianapolis the question of incon- 
testability was not separately presented. 

Mr. Lanham. Now, gentlemen, it all resolves itself to this; whether the advertising 
slogans that have nothing to do with the goods but are simply used by particular firms 
or concerns to show the advisability of utilizing their services should be included, and 
whether it should be extended to other advertising. 

Mr. Fenning. I would take out “or other advertising.” 

Mr. Lanham. You would take out “or advertising” in line 17, “or other advertising” 
in line 21. 

Mr. Fenning. I would take out both of them. 

Mr. Lanham. So far as radio is concerned, that would not interfere. 

Mr. Fenning. No; because it is not an advertisement. In radio it is an identification 
of that particular service. 

Mr. Lanham. Then the question reverts to whether or not it is advisable to have it in 
line 17. 

Mr. Savage. I think it ought to stay in 17, because the mark is used either in the 
sale or advertising of services. I think that should stay in line 17. It is distinctly tied 
up with services. Down below the clause “or other advertising” might stay in. It is 
in the subjunctive. It is not tied up with anything. But I am opposed to striking it 
out in line 17. 

Mr. Martin. I might point out, Mr. Lanham, that some services are such that 
you cannot use the mark on the services. For example, take an advertising agency or a 
bank. A bank has never been able to register a trade-mark because it did not use the 
mark on the goods. They perform a service, and the only way they can use their mark 
on the service is on advertising literature. They can put out a little pamphlet with their 
advertising on it. 

Mr. Pohl. They can put it on their bank books and checks. 

Mr. Martin. They have never been able to register a mark. Now, with “advertising” 
in here, that would permit a bank to register a service mark, and that is why this 
language was used here, to cover banks, advertising agents who perform services and 
cannot use a mark on the service. 

Mr. Fenning. But a bank could register under this without advertising the service, 
because the bank puts it on something, on a circular, on the passbook, on the check- 
book. 
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Mr. Savage. Bnt when you get down to fundamentals, is not a service mark always 
an advertisement of the service? It cannot be anything else. 

Mr. Fenning. Every mark is an advertisement of the goods. 

Mr. Savage. It cannot be anything but an advertisement. 

Mr. Fenning. A trade-mark is advertising the goods. 

Mr. Pohl. But where you have goods, you can apply the mark to the goods, but 
where you have services you can only apply it to something that comes with the service. 

Mr. Savage. To advertise the service is its sole function. 

Mr. Lanham. Well, gentlemen, we will just have to settle this as best we can. 

Mr. Fenning. I would like to take out “all advertising” in line 21 anyhow.” 


Current Patent Office View 


The current Patent Office attitude with regard to this definition of Section 45 
appears to be set forth by Walter J. Derenberg” in his excellent booklet “The Lan- 
ham Trade-Mark Act After One Year’s Administration.’”"* He specifically dis- 
cusses service-marks on pages 15 to 20, and it is recommended to all readers inter- 
ested in service marks that they carefully study these pages. He sets forth four 
‘indispensable prerequisites for registrable service marks” as follows :** a, the appli- 
cant must be rendering a service; b, such service must be rendered in commerce; 
c, the applicant must be using a mark; d, the service must not be entirely inci- 
dental to the advertising or sale of merchandise. His views are of particular in- 
terest in connection with registration of radio service marks, and the following 
quotation” illustrates his viewpoint as to the latter : 

.... house marks used by broadcasting stations or railroads for all their services would 

unquestionably qualify for registration. But doubt begins to arise immediately if registra- 

tion is sought of the name of a particular service such as a name of a particular radio 
program or train or the like. 


This view as to radio program titles seems inconsistent with the views quoted 
above from page 173 of the 1941 Hearings. Further, it is a construction not in 
the spirit of the following dictum expressed recently by the California Court of 
Appeals : 


The title of a radio program is subject to ownership, and right in it is established by 
proof that it has been used in radio broadcasts, has been announced and advertised and 
has reached the public in other ways.” 


“Radio Mark” Decisions 


Adjudicated cases involving character names, program titles and unfair compe- 
tition in radio broadcasting have been collected and grouped. Sufficient discussion 
and comment are given in each decision to indicate the significance of the case. 


Character Names 


“AMOS AND ANDY”—Dave Feldman v. Amos and Andy, 68 F. 2d 746; 20 U. S. P. Q. 189; 
C. C. P. A., February, 1934. 


16. Trade-Mark Counsel, U. S. Patent Office. 

17. Published, 1948, by The Bureau of National Affairs, Inc., of 1231 24th St., N. W., Wash- 
ington, D. C.; also, 38 Trade-Mark Reporter 831, October, 1948. 

18. Page 17. 

19. Page 19. 

20. Johnston v. 20th Century Fox Film Corp., 75 U. S. P. Q. 138. 





39 T. M.R. RADIO SERVICE MARKS 85 


Since January, 1929, Charles J. Correll and Freeman F. Gosden had been doing busi- 
ness under the partnership name “Amos and Andy.” They were in the business of produc- 
ing and presenting in person and by radio broadcast, dialogues or performances for enter- 
tainment. Feldman in 1930 sought to register as a trade-mark under the Act of February 
20, 1905, the expression “Amos n’ Andy” for work shirts. The firm of “Amos and Andy” 
opposed under Sections 5 and 6 of the Act of 1905 on the ground that it would be damaged 
by the registration since the applicant sought to register a mark which consisted merely 
in the name of a firm; such registration being prohibited by Section 5 of the Act of 1905. 
(There is omitted the discussion of whether or not the expression “Amos and Andy” was a 
firm name.) The C. C. P. A. ruled that the firm name “Amos and Andy” could not be 
registered for work shirts, despite the fact that the firm was not engaged in commerce 
but only in broadcasting and in theatrical performances. 


“OLD MAESTRO”—Premier-Pabst Corp. v. Elm City Brewing Co., 9 F. S. 754; 23 
U. S. P. Q. 84; D. C. Conn., September, 1934. 


Premier-Pabst Corp., the plaintiff, had made and sold its beer under its “Blue Ribbon” 
trade-mark since 1919 in New England and in other territories. In 1931 it contracted for 
the exclusive weekly radio broadcast services of Ben Bernie, a famous radio performer, 
whose radio name was “Old Maestro.” In these radio programs the Blue Ribbon malt 
and Pabst Blue Ribbon beer were intensively advertised. Ben Bernie himself received 
$4,000 per week; the NBC network, which broadcast the programs, received about $5,000 
per week. All in all the plaintiff had paid over a million dollars in broadcast sums up to 
the time the defendant began to sell in New England “Old Maestro Brew.” By virtue of the 
exclusive association of Ben Bernie with the plaintiff's program, the term “Old Maestro” 
became associated with plaintiff and its beer. 

Accordingly, the Court held that it was unfair competition for the defendant to use 
the name “Old Maestro Brew.” After a careful legal analysis of the plaintiff's right in 
the case before him, the Court stated that the real question before it was whether the plain- 
tiff, through its employment of Ben Bernie, had created in the public mind an association 
with the “Old Maestro” which served as a means to accentuate the identity of the plaintiff 
or its products. Further, “. . .. the evidence relating to the nature, scope and duration 
of the plaintiff's radio advertising, coupled with the evidence of its popularity, convinces me 
that the radio public is numerically a substantial part of the beer-purchasing public and 
that it necessarily, human nature being what it is, in substantial part has become impregnated 
with a conscious or subconscious association between ‘Old Maestro’ and the plaintiff’s prod- 
ucts.” 


“GRAHAM McNAMEE—Uproar Company v. National Broadcasting Company, et al., 81 
F. 24 373; 28 U. S. P. Q. 250, C. C. A. 1, January, 1936 (Certiorari denied 298 U. S. 
670). 


The Texas Company, a large gasoline dealer, had contracted to sponsor the weekly 
radio broadcasts of the famous comedian Ed Wynn. The sponsor contracted with the NBC 
for use of its network for the broadcasts, and for the services of the famous NBC an- 
nouncer Graham McNamee. Texas Company was to have sole use of his broadcast serv- 
ices and all public uses of his name. The sponsor paid a total of about $13,000 for each 
broadcast performance; these turned out highly successful. The plaintiff contracted with 
Ed Wynn to publish a weekly pamphlet entitled “Uproar” based on the broadcast pro- 
grams. Both Texas Co. and NBC protested these publications. The plaintiff sued at law 
for damages incurred by Texas and NBC in interfering with plaintiff’s attempts to secure 
radio advertising of its weekly pamphlets. While holding that under the specific contract 
between Texaco and Wynn the latter retained the right to publish scripts supplied by him, 
yet the Court denied that plaintiff could publish such scripts if they tended to injure or 
interfere with the sponsor’s benefits derived from its broadcasts. As to the appearance of 
the name “Graham McNamee” (or even “Graham”) the Court ruled that plaintiff had no 
right to use his name in its publication, either in full or under the abbreviation “Graham.” 
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The wrong to Texaco and NBC was that the “Uproar” pamphlet tended to cause confusion 
in the minds of the public with respect to the relationship between the plaintiff and the de- 
fendants, and to create some degree of impression that the defendants were responsible for 
what the plaintiff might do. The plaintiff’s action was dismissed; in addition it was en- 
joined from publishing the pamphlet. 


“AUNT JEMIMA”—Tess Gardella v. Log Cabin Products Co., et al., 89 F. 2d 891; 34 
U. S. P. Q. 145, C. C. A. 2, May, 1937. 


The name “Aunt Jemima” was a registered trade-mark (1890) of Quaker Oats Co., and 
was famous for the latter’s pancake flour. A contract was entered into between Log Cabin 
Products and Quaker Oats Co. for a joint radio advertising campaign wherein there should 
be an “Aunt Jemima” character, and “Log Cabin” syrup was to be promoted along with the 
pancake flour. These broadcasts took place with the facilities of the NBC network. Tess 
Gardella was an actress who had used, since 1920, the stage name “Aunt Jemima”; had 
appeared on radio programs; and had sung for records. The sponsors tried to secure her 
services, but had to use another actress. Gardella sued for damages at law claiming unfair 
competition, and, also, violation of Sections 50, 51 of the N. Y. Civil Rights Law. On 
the second cause of action, the Court found for Quaker Oats Co., since its rights went back 
to 1890 and it violated no right of Tess Gardella in radio advertising its “Aunt Jemima” 
pancake flour under that name. The Court devoted considerable discussion to the “unfair 
competition” cause of action. (The District Court had found for Tess Gardella.) The 
Court ruled against the actress Tess Gardella, since she had not proved that persons listen- 
ing to the broadcast program of “Aunt Jemima” flour had been confused into associating 
the natural Aunt Jemima with the program. Quaker Oat Company, by virtue of its trade- 
mark rights stemming back to 1890, could advertise its product in whatever form it pleased 
and could freely employ its fictitious character, Aunt Jemima, in so doing. While Gardella 
had built up a theatrical “Aunt Jemima” reputation, Quaker Oats Co. had not used its radio 
character “Aunt Jemima” in such a manner as to confuse her with the theatrical character. 
(Indeed, the “Aunt Jemima” pancake flour had received judicial protection in Aunt Jemima 
Mills Co. v. Rigney & Co., 247 F. 407.) 


“WILDCAT”—Wiley v. National Broadcasting Company, 45 U. S. P. Q. 203; 31 F. S. 568, 
D. C. Calif., February, 1940. 


One Wiley sued NBC for unfair competition. Wiley claimed to be the creator of a 
humorous negro character “Wildcat” who he included in stories and movies. He accused 
NBC of using the name in a radio program as the name of a character. NBC produced a 
sustaining serial program in which appeared a minor negro character named “Wildcat.” 
The program itself was called “Sons of the Lone Star.” The program appeared to be of 
minor importance. The plaintiff claimed an exclusive right to the name, while NBC argued 
that “Wildcat” was a descriptive word having no secondary meaning. The Court found no 
intention by NBC to deceive the public; no deception of the public; and Wiley is no way 
damaged by NBC’s program. Hence, it concluded that no “unfair competition” existed. 


“TOM, DICK AND HARRY’—Van Dover, et al. v. R. K. O. Radio Pictures, Inc., 50 U. S. 
P. Q. 348; 31 T. M. R. 251, D. C. Ill, June, 1941. 


Three radio actors and singers, Fred and Gordon Van Dover and Marlin Hurt had used 
the trade name and style of “Tom, Dick and Harry” since 1929. They had mainly acted on 
the radio, but also made records. The movie firm, R. K. O. Radio Pictures, did not know 
of plaintiffs, and produced and distributed a picture entitled “Tom, Dick and Harry.” The 
radio actors brought suit. The Court, while noting the generic aspect of the phrase “Tom, 
Dick and Harry,” assumed for the purpose of its decision that the plaintiffs had developed 
a secondary meaning for the words in the field of radio entertainment. However, there was 
no evidence to establish that the words had a secondary meaning in the field of moving pic- 
ture production, distribution or exhibition. The Court did not believe that the average per- 
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son would be deceived by the movie advertising, or for that matter even the average radio 
listener or average movie attendant.*' 


Program Titles 


“STELLA DALLAS’”—Prouty v. National Broadcasting Company, 26 F. S. 265; 40 U. S. 
P. Q. 331, D. C. Mass., January, 1939. 


The plaintiff, the author of a copyrighted novel “Stella Dallas,” brought suit against 
NBC charging that the network was broadcasting a radio program in the form of episodes 
in the life of Stella Dallas, and was misappropriating the title Stella Dallas to the detri- 
ment of the author’s good-will in the novel and was a deception on the public. On motion 
by NBC to dismiss, the Court denied the motion. It pointed out that plaintiff as a novel 
writer and defendant as a broadcaster were not in competition, but that fact alone was not 
fatal to plaintiff’s claim. If it developed that defendant’s appropriation resulted in injury 
to work and author’s reputation, and was a deception upon the public, it might well be that 
relief would be afforded by applying well-recognized principles of equity which have been 
developed in the field known as “unfair competition.” 


“MARCH OF TIME”—Time, Incorporated, v. Barshay, 27 F. S. 870; 41 U. S. P. Q. 647, 
D. C. S. D. N. Y., May, 1939. 


Time Incorporated, the plaintiff, published Time, a weekly news magazine, and Life, 
a weekly pictorial magazine. It, also, produced periodic radio broadcasts designated “The 
March of Time,” and motion pictures under the title “The March of Time.” In March, 1931, 
the “The March of Time” broadcast was begun, and was carried for a 13-week schedule. 
The “The March of Time” newsreel was first produced under that name in February, 1935. 
It appeared every four weeks, and was exhibited to an average of 5,500 theaters throughout 
the United States. In connection with its radio program the slogan “The Voice of Time” 
was first used in Time magazines on October 5, 1936. The defendant, in December, 1936, 
published an advertisement in the Herald Tribune of “The Voice of Time” records. Such 
phonograph records, offered by the defendant for distribution, entitled “Farewell Address 
of His Majesty, King Edward VIII .... The Voice of Time,” were produced at the trial. 
It appeared beyond any question that the plaintiff had built up a well-identified good-will 
through the use of its trade-marks “Time” and “The March of Time” and that these trade- 
marks were directly associated with its publications, its radio program and its newsreel 
productions. It likewise appeared that the plaintiff had built up a certain good-will in con- 
nection with the legend or slogan “The Voice of Time” and that the defendant’s use of a 
similar phrase was an infringement of the plaintiff's trade-mark “The March of Time” as 
well as unfair competition with the plaintiff in connection with its trade-marks and the good- 
will attending the plaintiff’s slogan “The Voice of Time.” The Court ruled: “The general 
use of the name and its identification with the business of the plaintiff would be interfered 
with by the use of an essentially similar trade-mark in a closely affiliated art. Indeed it 
appears that the “March of Time” division of Time, Incorporated has already experimented 
with the recording of radio broadcasts wherein they investigated the possibilities of record- 
ing their radio broadcasts for use in schools and other places. Motion picture films involve 
the reproduction of sound. Phonograph records do the same. In the ordinary marts of trade 
it is most likely that a phonograph record stamped with the mark “The Voice of Time” 
would be associated with “The March of Time” as generally used by the plaintiff. With 


21. An English decision of a radio character name has been called to the writers’ attention. 
In Hines v. Winnick (1947), 64 R. P. C. 113 (Chancery Division), there was considered a 
radio program entitled “Dr. Crock and His Crackpots.” The Court said: “Dr. Crock—became 
the admitted theater name or professionel description of the plaintiff, and such reputation, for 
good or evil, as was obtainable from the hearing of these broadcasts attached to the plaintiff 
and to no one else.” 

The recent Canadian decision of Zlata v. Lever, et al. (9 Can. Pat. Rep. 34; Sept. 24, 1948, 
Quebec Sup. Ct.) involved a radio character “Becassine.” Relief was granted against unau- 
thorized use of a character by that name. The Editorial Note calls attention to the Dr. Crock 
case, as well as the Uncle Mac case (McCullough v. May; 2 All. E. R. 845; 1947). 
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a wide variety of choice available there should be no effort, conscious or otherwise, to 
invade plaintiff’s good-will.” 


“INFORMATION PLEASE”—Golenpaul v. Rossett, et al., 45 U. S. P. Q. 45; 18 N. Y¥. S 

(2) 889, N. Y. Sup. Ct., March, 1940. 

Since May, 1938, the title “Information, Please” denoted a weekly radio program broad- 
cast. Plaintiffs, originators and owners of the program, also used the title for a book and in 
the movies. The program was sponsored by a particular manufacturer who advertised his ° 
product during the program. The program was broadcast over a large network of radio 
stations, and was listened to by vast numbers of radio owners. The idea of the program was 
to “stump the experts” with questions. The defendants used the title for a magazine, and 
plaintiffs charged that unfair competition existed. The Court granted an injunction. Rec- 
ognizing that no competition existed between the radio program and a periodical, the Court 
stressed the element of unfairness. There would be created “a false impression of a trade 
connection” (citing Phila. Storage v. Mindlin, 163 Misc. 52; Tiffany v. Tiffany 262 N. Y. 
482 and others). It, also, appeared that defendants had published two issues of a periodical! 
entitled Information Please about 114 years before the program started. The venture ap- 
peared abandoned. Only because the program title became prominent and popular did the 
defendant resume the magazine with the desire and intent to take advantage of the plaintiffs’ 


popular program. 


“DOUBLE OR NOTHING”’—American Broadcasting Co. v. Wahl Co., 151 F. 2d 412; 59 
U. S. P. Q. 146, C. C. A. 2, June, 1941. 


The American Broadcasting Co., a national network, broadcast a radio quiz program 
entitled “Double or Nothing”; the program content was copyrighted. About four month; 
after this quiz program began, the plaintiff began to broadcast an uncopyrighted program 
under the title “Take It or Leave It.” This title was used under a so-called license ar- 
rangement with the owner of the program. Defendant broadcast a similar quiz program under 
the title “Take It or Leave It.” The plaintiff’s suit for copyright infringement, trade-mark 
infringement and unfair competition was dismissed. The alleged licensed right in “Take It 
or Leave It” was an attempt to license a trade-mark in gross, and not valid. The unfair 
competition cause was based on an alleged loss of a contract due to defendant’s use of a 
similar quiz program. No jurisdiction existed on this cause; the plaintiff failed to allege 
copyright of the program relative to this special cause. The Court, by way of dictum 
said: “We doubt whether there is any right to claim a trade-mark in such a name as ‘Take 
It or Leave It” for a quiz broadcast program. It seems to have been a mere descriptive title 
and not to have been affixed to any goods.” 


“MR. DISTRICT ATTORNEY”—Cole v. Phillips H. Lord, Inc., 30 U. S. P. Q. 490; 262 
N. Y. App. 116, N. Y. Appell. Div. Ist Dept., June, 1941. 


Plaintiff A. D. Cole sued defendant to recover for use of his original combination of ideas 
for a radio program serial dealing with a crusading district attorney fighting rackets. He 
charged that the “frame” of the entire radio program “Mr. District Attorney” of defendant 
was a misappropriation of the plan entrusted to defendant by plaintiff. In 1938 the plaintif, 
a writer, had dealings with defendant concerning a novel radio program, and submitted a 
program script under his own title. The same basic idea of the program was later sold 
under the “Mr. District Attorney” title to NBC. The Court stated: “That a property 
right exists with respect to a combination of ideas evolved into a program, as distinguished 
from rights to particular scripts, find support in defendant’s own course of conduct. When 
it transferred any rights to ‘Mr. District Attorney’ it sold not scripts but the basic idea. . . . 
As already appears, we are here dealing with a specialized field having customs and usages 
of its own.” 


“TOWN HALL,” The Town Hall, Inc. v. The Associated Town Halls, Inc., 52 U. S. P. Q. 527, 
D. C. Delaware, December, 1941. 


The plaintiff was founded in 1894, and until 1938 had the name “The League for Politica! 
Education, Inc.” In 1938 this title was changed to “The Town Hall, Inc.” Since 1921, how- 
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ever, the plaintiff had used the phrase “Town Hall” as a means of identifying itself and its 
activities. The plaintiff's primary purpose had been to disseminate views on all sides of 
controversial public questions, and thus to educate the public. For six years it had broad- 
cast a radio program entitled “America’s Town Meeting of the Air,” over a network reach- 
ing almost every part of this country. For the last five years the plaintiff rendered service 
by mail to individuals or groups of individuals in different parts of the country helping them 
to organize gatherings of persons brought together to listen to “America’s Town Meeting 
of the Air” and to discuss the subjects thus broadcast. The defendant was a Delaware 
corporation incorporated in December, 1938. Its corporate purposes as stated in its charter 
were to “... . prepare, furnish, produce and conduct lectures, . . . . and to cater to public 
diversion by and through .. . . any other educational .. . . devices.” Its incorporation 
was caused by one Benjamin Franklin, who was its first president and apparent predecessor 
in the use of the name in question. In February, 1937, Franklin wrote to the plaintiff 
and obtained one of the plaintiff's pamphlets dealing with its radio program. The Court 
stated: “Franklin’s activities resulted in the issuance of an injunction by the Supreme Court 
of New York County in March, 1940. He was enjoined from further acts of unfair competition. 
See Town Hall, Inc. v. Benjamin Franklin, doing business as Associated Town Halls, 174 
Misc. 17, 19 N. Y. S. 2d 670. I entertain no doubt that through the medium of the defend- 
ant Franklin has continued those objectionable acts not only in New York but throughout 
the United States The other defenses which are asserted by the defendant may be 
disposed of summarily. The defendant asserts that the words ‘Town Hall’ constitute a 
generic term which has one meaning and which defines itself. I cannot agree with the con- 
tention. The words ‘Town Hall’ as employed by the plaintiff have attained a clear sec- 
ondary meaning associated with the educational program and activities of the plaintiff... . 
The defendant has appropriated that name for its own purposes in the same field as the 
plaintiff or in a field very closely related thereto. It did so with knowledge of the plaintiff's 
activities. There is actual confusion in the public mind between the plaintiff and the defend- 
ant caused by the defendant’s acts.” 


“LONE RANGER,” The Lone Ranger, Inc. v. Cox, 124 F. 2d 650; 52 U. S. P. Q. 146, C. C. A. 
4, January, 1942. 


This was an action for damages and for an injunction based upon alleged infringement of 
copyright and unfair competition. The plaintiff the Lone Ranger, Inc., which since the year 
1933 had been broadcasting over the radio copyrighted dramatic serial stories featuring 
the heroic exploits of a mythical western cowboy, “The Lone Ranger,” who rode about 
masked and on a white horse, called “Silver,” championing the cause of the oppressed and 
redressing the wrongs of the community. Plaintiff had licensed a comic strip, entitled “The 
Lone Ranger,” appearing in a number of newspapers and had licensed the use of the name, 
“The Lone Ranger,” as a trade-mark to vendors of various articles. The radio programs 
of plaintiff were broadcast from 100 or more radio stations, were very popular, and ap- 
pealed particularly to children. The defendant Powell was a motion picture actor, who in 
1937 played the part of Allan King as the “Lone Ranger” in a motion picture produced 
under license from plaintiff. He had been appearing, under contract with the defendant Cox, 
in a small circus in which he took the part of the “Lone Ranger,” riding masked on a white 
horse and giving the cry “Hi, yo, Silver,” or “Hi, yo, Silver, away!”, which was the dis- 
tinctive call of the “Lone Ranger” to his horse in each of plaintiff's radio programs. In 
this 1942 decision the Court stated: “Here it is the use of the term ‘Lone Ranger’ and his 
distinctive call to his horse in such way as to lead to the belief on the part of children inter- 
ested in the programs of the radio broadcast that the entertainment of defendants is con- 
nected in some way with these programs. In all, there is involved the element of fraudulent 
attempt of some one to ‘reap where he has not sown’ and too appropriate to himself ‘The 
harvest of those who have sown.’ Cf. Chaffee, Unfair Competition, 53 Harvard Law Re- 
view 1289, 1311. Even if relief under the principles of unfair competition were confined to 
cases of palming off of goods or services, we think that the case at bar would be one calling 
for relief ; but we do not understand that relief in this class of cases is so limited.” 
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“LONE RANGER,” Lone Ranger, Inc. v. Currey, et al., 78 U. S. P. Q. 245; 38 T. M. R. 891, 

D. C. Pennsylvania, July 28, 1948. 

In this 1948 decision the Court reviewed the growth of the program. From the time of 
the first radio broadcast, January 30, 1938, over Station WXYZ, Detroit, and seven other 
Michigan radio stations, the Lone Ranger program had been broadcast, each script with but 
few exceptions being a complete episode, continuously three times weekly and had grown 
in coverage. In 1948 it is broadcast over 179 stations of the Pacific and Blue networks and 
67 additional stations in southeastern United States. The program appeals particularly to 
children. Commencing November, 1933, the program has had various sponsors and is pres- 
ently sponsored by General Mills, Inc., and the American Baking Company. The name of 
“The Lone Ranger,” the Indian “Tonto,” and the phrase “Hi, yo, Silver” and “Hi, yo, Silver, 
Away” have become by-words in the national vocabulary. The result is that the plaintiff has 
built up immense public good-will and a business of great value. Said the Court: “The use 
of a term which has attained a clear secondary meaning associated with a radio program 
will be enjoined as presumptively fraudulent where the defendant with knowledge of the 
plaintiff's activities under such a term appropriates the term for his own use in a closely 
related field, and creates confusion in the public mind. ... The law of unfair competition 
protects trade-names used in radio broadcasting against unfair simulation. These are dis- 
tinctly radio trade-names, exploited and enhanced by radio broadcasting by means of which 
they have acquired their secondary meaning. The ‘Lone Ranger’ indicates the origin of the 
production and proprietorship of the business, just as the name ‘Donald Duck’ calls to 
mind Walt Disney, ‘Charlie McCarthy’ the name of Edgar Bergen, ‘Amos and Andy’ the 
names of Gosden and Correll. . . . In considering the nature of the relief to be granted we 
feel that defendants should be enjoined from any use whatsoever of the words ‘Lone Ranger’ 
either alone or in conjunction with other words or symbols.” The defendant was enjoined 
from using the name “Lone Ranger” and the unique calls used on the program.*"™* 


Radio Artist’s Performance 


FRED WARING—Fred Waring v. WDAS Broadcastnig Station, Inc., 327 Pa. St. 433; 
35 U. S. P. Q. 272, 194 Atlantic 63, Pennsylvania Supreme Ct., October, 1937. 


Fred Waring was the conductor of an orchestra since 1917 incorporated under the name 
“Fred Waring’s Pennsylvanians, Inc.” It attained a great repute, and contracted with Ford 
Motor Co. to broadcast weekly for $13,500 for each performance. Fred Waring had recorded 
for Victor Talking Machine Company, and they agreed that records should carry a label 
“Not licensed for radio broadcasts.” The records were sold in the usual way to dealers 
and then to the public. The radio station defendant purchased the records, and broadcast 
them. (It had secured a license to broadcast from ASCAP, the assignee of the copyright.) 
Fred Waring sought to enjoin the radio broadcast of his records. The Court found that he 
had common-law rights of property in his orchestra’s rendition of the songs, and that there 
was no logical or practical reason why the restriction placed upon the use of the records 
should not be enforced in equity. As an additional ground, the Court found “unfair com- 
petition” by the radio station, finding support for its views in the Jnternational News Service 
case (248 U. S. 215). The radio station, while it secured the record honestly, did appro- 
priate and utilize for its own profit the musical genius and artistry of plaintiff’s orchestra 
in commercial competition with the orchestra itself. The defendant, said the Court, “can 
in effect ‘sell’ to its advertising customers and to the public, at practically no expense to 
itself, the identical musical renditions of plaintiff's orchestra.” The effect on the plaintiff 
was judged, when it was noted that between 350 and 450 stations used records almost ex- 
clusively instead of live talent. In a special concurring opinion Judge Maxey disagreed that 


2la. The most recent decision of this “program title” group is Monroe, et al. v. Lewis, 
et al., N. Y. Sup. Ct. (“Broadcasting” for Jan. 17, 1949, page 36; Jan. 31, 1949, page 31). The 
plaintiff did not succeed in stopping the TV program “Hollywood Screen Test” of 1948, because 
the plaintiff’s radio show “Screen Test” of 1944 had been “abandoned” before the TV program 
began. 
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“unfair competition” existed. Instead, he argued that it was the “right to privacy” of Fred 
Waring which had been violated. 


FRED WARING—Waring v. Dunlea, 26 F. S. 338; 41 U. S. P. Q. 201, D. C., E. D. North 

Carolina, January, 1939. 

Fred Waring sought to enjoin the defendant from using or playing on his radio station 
WMED, certain electrical transcriptions of musical interpretations or renditions of Waring’s 
orchestra. A notice appeared on the record or electrical transcription that the record or 
electrical transcription was to be used only on the Ford Motor Program and limited to such 
use on the part of the distributee. The defendant was not a distributee, and the record 
was played by him on a program other than the Ford Motor Program. The Court stated: 
“It appears to the Court that complainant has created by his efforts and talents a distinctive 
style known as his style, in the interpretations of musical numbers. He desires to sell or 
license such renditions. This presents the first question: Does complainant have such 
an interest in his unique rendition that it is a distinct and separable property right? My 
answer is, Yes. ... The radio, motion picture, television have great value and are the 
subject of popular demand and are as much the subject of property rights and deserve the 
protection of equity as the more concrete and definite easements in land. . . . To allow re- 
spondent to benefit financially by complainant’s work and skill would be an unfair trade prac- 
tice and equity will enjoin such an effort on the part of the respondent.” 


PAUL WHITEMAN—RCA Manufacturing Company, Inc. v. Whiteman, 114 F. 2d 86; 46 

U. S. P. Q. 324, C. C. A. 2, July, 1940. 

The plaintiff a, manufacturer of records, sought to restrain WBO Broadcasting Corpora- 
tion from broadcasting phonograph recordings of musical performances by Paul White- 
man’s orchestra. Paul Whiteman himself was involved in that he sought to restrain the 
broadcast of his recordings; the plaintiff sought a decree that Whiteman had no interest 
in the records due to contracts between them. The records were ordinary phonograph 


disc records, were sold to the public at large, and bore a restrictive notice to the effect that 
the records were sold for home use only. The defendant broadcast the records on its radio 
system with knowledge of the restriction. The Court concluded that the plaintiff and 
Whiteman lost any “common-law property” right in the recorded performances upon the 
sale of the records, and that the restrictions did not save such right. (In this respect the 
Court disagreed with the opposite conclusion reached by the Pennsylvania Supreme Court in 
Waring v. WDAS Broadcasting Co., 327 Pa. St. 433; 35 U. S. P. Q. 272.) Whiteman 
and the plaintiff, also, based their case on the theory of unfair competition, contending that 
defendant unfairly appropriated for its broadcasting use the industry, skill and talents of 
plaintiff and Paul Whiteman. The Court could not see how this theory could apply to 
the facts, although it readily conceded that Whiteman could well enjoin a radio announcer 
from asserting that the broadcast of a Whiteman record is the broadcast of a Whiteman 
performance on the ground of “unfair competition.”™ 


News Broadcast 


The Associated Press v. KVOS, Inc., 80 F. 2d 575; 26 T. M. R. 107, C. C. A. 9, December, 

1935. 

Associated Press brought an unfair competition action against station KVOS, located in 
the State of Washington, based on alleged pirating of news and broadcasting thereof by the 
station. AP gathered, through its special devices, news from all over the world, and dis- 
tributed the news daily to its 1,200 newspaper members. It was charged that KVOS appro- 
priated news from several newspaper members of AP in the broadcast area of KVOS thereby 
injuring AP. AP based its case on the prior holding of the U. S. Supreme Court in 


22. The C. C. A. 2 realized its dilemma in permitting the defendant to broadcast into 
Pennsylvania, and thereby commit a tort—due to the Fred Waring decision—in that state. Yet, 
the Court could not see itself enjoining the defendant from broadcasting throughout the Union 
and Canada in order to prevent a tort in Pennsylvania alone. 
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International News Service v. Associated Press, 248 U. S. 215, that such news appropria- 
tion by a news organization was news “piracy.” KVOS sought to distinguish this case 
from the International case on the ground that it broadcast to a non-paying listening public ; 
that both the taking and circulation of the pirated news are so completely eleemosynary that 
the court had to find that the “purloined news is in no way the defendent’s weapon in its 
competition with the press for the patronage of advertising merchants.” The Court rejected 
these contentions of KVOS, and ordered an injunction restraining KVOS from appropriat- 
ing and broadcasting any of the AP news for the period following its publication in the 
AP newspapers during which the broadcasting of the pirated news to KVOS’ most remote 
auditors may damage the AP papers’ business of procuring or maintaining their subscription 
and advertising. The Court in reaching its conclusion was unable to see any theory under 
which a diversion of advertising income, such as appeared in the record, from AP to KVOS, 
with its incidental destruction of subscriber income, could be called anything but “unfair 
competition.””*: 74 


Station Call Letters 


“WOR”—Bamberger Broadcasting Service, Inc. v. Orloff, 44 F. S. 904; 53 U. S. P. Q. 228; 
32 T. M. R. 276, S. D. N. Y., February, 1942 


The plaintiff was the operator of the radio station WOR which had been operated 
since 1922 The station had a large listener area along the Atlantic coast. It advertised 
the products of some 200 sponsors, and employed music and other entertainment to make 
its programs entertaining. WOR, in addition, was affiliated with Mutual Broadcasting 
System made up of about 190 stations (at the time of trial). The defendant originally was 
called the Orloff Press, but several years before the trial changed his name to W. O. R. 
Printing Company. His business was general job printing, and he knew, by operating a 
radio receiver, of station WOR. The Court found that it was sufficient to show that plain- 
tiff’s good-will was likely to be endangered by the defendant’s use of plaintiff’s name as a 
trade-mark. The defendant contended that the plaintiff as an FCC licensee could not have 
a proprietary interest in the call letters WOR. The Court rejected this argument saying: 
“So long as the licensee conducts any business his property rights are entitled to protec- 
tion... .” The Court enjoined the use of W. O. R. by the defendant as an unfair trade 
act.75 


“KWK”—Thomas Patrick, Inc. v. KWK Investment Company, et al., 76 U. S. P. Q. 77, Mo. 
Sup. Ct., December 8, 1947. 


The plaintiff and its predecessor had operated station KWK since 1927. In 1946 the 
defendant incorporated in Missouri as “KWkK _ Investment Company,” with the purpose of 
engagement in general real estate and to operate hotel and apartment properties. The sta- 
tion was affiliated with Mutual Broadcasting system, and sponsors using the plaintiff's 
facilities included firms in the real estate field. While the call letters KWK were assigned 
to the radio station by FCC, yet the Court held that these letters had become the station’s 
trade name. On the basis of the Bamberger case, the plaintiff was said to have a pro- 


23. See commentary on this case in “Legal Rights for News,” April, 1938; 20 Journal 
Patent Office 351. See, also 20th Century Sporting Club v. Trans-Radio Press, 71 Misc. 
71 (N. Y.), prize fight. 

24. This decision was reversed in the U. S. Supreme Court, 57 Ct. Reporter 197, on the 
ground of want of jurisdiction, since amount in controversy was not alleged to exceed $3,000. 
However, the doctrine of this case was followed in Pittsburgh Athletic Co. v. KQV Broad- 
casting Co., 39 U. S. P. Q. 263 (D. C. W. D. Pa.), where right to restrain others from 
broadcasting ball game from vantage point overlooking ball park was granted. The opposite 
view was reached in National Exhibition v. Tele-Flash, 39 U. S. P. Q. 266 (D. C. S. D. 
N. Y.) (1936). The learned analysis of D. M. Solinger, Esq. (48 Col. Law Rev. 848-875; 
Sept. 1948) “Unauthorized uses of Television Broadcasts” should be consulted for cases of this 
type. 

25. See in this connection the article by the writer “The Grouped Letter Type of Trade-Mark,” 
37 T. M. R.; September, 1947; reprinted with additions to 30 Journal Patent Office Society 299 
(April, 1948) 310-314 and Appendix Chart of letter-type cases. 
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tectible interest in the letters “KWK.” The Court granted relief to the radio station, since 
“There is also an element of competition of service and business and the designation used by 
the defendants in their business is likely to be regarded by prospective purchasers as asso- 
ciated with the source identified by the trade name.” 


SOME UNIQUE FEATURES IN THE SELECTION AND PROTECTION 
OF PHARMACEUTICAL TRADE-MARKS* 


By Walter J. Derenberg 


Trade-Mark Counsel, U. S. Patent Office 


Since the enactment of the new Trade-Mark Act of 1946, which became ef- 
fective last year, not only pharmaceutical manufacturers but business and industry 
generally have become acutely trade-mark conscious. While the new Act was 
immediately hailed in many quarters as a decisive step forward in the protection of 
registered trade-marks and in the struggle against unfair competition, it soon be- 
came apparent that even the new Act, its many improvements notwithstanding, also 
includes a number of provisions which in effect curtail the scope of trade-mark 
protection in situations in which a conflict between the private rights of the trade- 
mark owner and the rights of the general public might result. Probably no industry 
is affected in all its phases with as paramount a public interest as the pharmaceutical 
trade. The most important practical problems which arise in determining a sound 
trade-mark policy for manufacturers of pharmaceutical products can find only a 
partial solution in a trade-mark registration statute, no matter how liberal its pro- 
visions may be. Since trade-mark problems cannot well be divorced from labeling 
and advertising problems generally, their solution dependh to a very large degree on a 
proper understanding and evaluation of the provisions and requirements of numer- 
ous federal and state statutes which govern the sale, advertising, and labeling of 
pharmaceutical products. Moreover, these collateral statutory provisions have in 
many instances been further elaborated upon or enlarged by the rules and regula- 
tions of the Council on Pharmacy and Chemistry of the American Medical Asso- 
ciation, and other similar bodies. 

It is the purpose of this brief paper to discuss some of the current problems 
which confront manufacturers of pharmaceuticals in trade-mark matters as a con- 


26. See, also, Radio Corporation of America v. Rayon Corp. of America, 6&0 U. S. P. Q. 246; 
139 F. 2d 833, C. C. P. A., December, 1943. This was an opposition proceeding. The applicant 
sought to register “R. C. A.” as a trade-mark for knitted rayon material under the Act of 
February, 1905. Opposer, Radio Corporation of America, opposed on the ground that “RCA” 
was understood by the American public as signifying its name, and, therefore, applicant was 
actually seeking to register as its trade-mark the name of a corporation, which was prohibited 
by Section 5 of the Act of 1905. The C. C. P. A., finding that the record abundantly estab- 
lished that the combination of letters “RCA” was generally understood by the public as mean- 
ing “Radio Corporation of America,” noted that radios and knitted rayon fabrics are used in 
homes and are often bought by the same class of people. Hence, opposition was sustained on 
the ground that purchasers, upon seeing the “R. C. A.” mark upon rayon materials would rea- 
sonably conclude that RCA was engaged in, or was sponsoring, the manufacture of such goods. 

* A paper read before the Midyear Meeting of the American Pharmaceutical Manufacturers’ 
Association, December 6, 1948, New York City. ; 

1. The views herein expressed are those of the speaker and do not necessarily reflect the 
views of the Patent Office. 
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sequence of the unique position of this industry. Since, as indicated, most of these 
problems have their origin in regulatory provisions outside the scope of a trade- 
mark registration statute, the new Trade-Mark Act has accentuated rather than 
eliminated these problems. The more obvious advantages of the new Act, such as, 
for instance, registrability of service marks, so-called “secondary meaning” marks, 
registration of packages and labels on the supplemental register as basis for pro- 
tection in foreign countries, the more flexible rules for assigning and licensing of 
trade-marks, and many other distinct advantages of the new legislation have been 
pointed out many times before during the last two years, and I doubt whether a 
useful purpose would be served by another recitation of the respective advantages 
and disadvantages of the new legislation. Rather, this paper will be devoted to a 
brief review of some of the more perplexing trade-mark problems which are unique 
to the pharmaceutical industry and will remain in the focal point of attention of 
this industry even within the realm of the Lanham Act. 


I. Reemphasis of the Problem of “Common or Usual” Names in Pharmaceuticai 
Field. 


The first and most vexing problem to which attention should be called again 
and again is the vulnerability of pharmaceutical marks with regard to the danger 
of being classified as “common or usual’ names under the Food, Drug and Cos- 
metic Act. For many years now, owners of pharmaceutical trade-marks have been 
justifiedly concerned about the apparent indifference on the part of the Food and 
Drug Administration toward the protection of trade-marks. As pointed out in a 
previous paper,” the Food and Drug Administration has frequently insisted in re- 


cent years on using registered trade-marks as “common or usual” names under 
the labeling provisions of the Food, Drug and Cosmetic Act. The dangers result- 
ing from this practice become readily apparent when it is considered that under 
the new Act the name of a formerly patented article which has become a common 
descriptive term may be cancelled at any time. It is particularly significant that the 
benefit of incontestability which is conferred upon registered trade-marks after a 
five years’ uninterrupted use does not extend to marks which have become a com- 
mon descriptive term even though the article may never have been patented. The 
policy of the Food and Drug Administration was described in a letter by Mr. Patt 


V. McNutt’ as follows: 


.... Once it is established that a certain term has become to consumers generally the 
common or usual name for a given food or drug, the intent of the Food, Drug and Cos- 
metic Act is that all persons who manufacture and market such food or drug identify it 
on its label by that name. No “course of conduct” will alter the fact that consumers are 
not adequately informed unless the food or drug is identified by that name. 


It may become necessary to argue in order to save pharmaceutical marks from 
destruction that reference to the trade-mark as a “common or usual name” by the 


2. “The Lanham Trade-Mark Act and its Impact on the Drug Industry,” by Walter | 
Derenberg, an address before the American Drug Manufacturers’ Association, Hot Springs. 
Va., June 11, 1947; reprinted 37 T. M. R. 392. 

3. Letter of November 27, 1941, submitted to the House Committee on Patents by Mr. Paul V. 
McNutt, then Administrator of the Federal Security Agency; Hearings on H. R. 102, etc., 
77th Congress, Ist Session, November 4, 12, 13 and 14, 1941, at page 217. 
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Food and Drug Administration over the objection of its owner should not be con- 
strued to make such registered mark a “common descriptive” term under the lan- 
guage of the new trade-mark statute. More encouraging is the recent attitude of 
the Council of Pharmacy and Chemistry with regard to the requirement of Rule 5 
to declare the salt in the name of the drug product. In answer to recent com- 
plaints that under the new Lanham Act the use of a salt name such as, for in- 
stance, hydrochloride, in conjunction with a trade-mark would tend to make the 
latter a common descriptive term, the Council replied that such danger could be 
avoided in a number of ways: for instance, by the use of asterisks after the trade- 
mark or by a proper registration notice or in several other ways, and that the 
Council had no objection whatsoever if the trade-mark significance of the so-called 
“protected” name would thus be emphasized. (Bulletin No. 48-34 of the A. D. 
M. A., July 16, 1948; also fully reported in 10 F.-D. Reports No. 23, July 17, 
1948.) 

It remains true, however, that on this score the new Trade-Mark has not 
alleviated the lot of owners of pharmaceutical marks but has rather aggravated it 
by its cancellation provisions. This is particularly dangerous in view of the fact 
that the Lanham Act as presently worded does not give a remedy to the trade- 
mark owner to proceed against a dictionary publisher or any other person who 
makes a careless generic use of a registered trade-mark which may cause the mark 
to lose its trade-mark significance. One of the amendments of the Hawkes Bill, 
S. 1919, which had been introduced in the 80th Congress, attempted to remedy the 
situation by providing for a specific cause of action in cases of this kind. 


II. “Precedence in Position” and “Precedence in Prominence” 


Another problem peculiar to the pharmaceutical industry which is outside the 
scope of the registration act but of ever-growing importance to the industry has to 
do with certain statutory or Council requirements with regard to the position and 
prominence in which certain trade-marks have to be placed. Thus, the Public 
Health Service Act of 1944 in Section 351 provides that in case of serums, toxins, 
viruses or analogous products, the proper name of the product must be given 
precedence in position and prominence over any trade-mark or trade name used. 
This requirement is more specifically set forth in Sections (c) and (d) as follows: 


(c) “Precedence in position” of the proper name will have been observed if it is placed 
above any trade-mark or trade name and provided it is symmetrically arranged with 
respect to other printing on the label. 

(d) “Precedence in prominence” of the proper name will have been observed if the style 
of type is of the same or greater point size and of equal face or heavier, than that used 
in printing the trade-mark or trade name, and if the contrast in color value between 
the proper name and the background is not less than that between the trade-mark 
or trade name and the background. 


Similar restrictions prevail under the present rules and regulations of the Bureau 
of Animal Industry with regard to serums and toxins for domestic animals. Gen- 
erally speaking, there appears to be a general trend in the pharmaceutical field to 
place a little less emphasis on the generic or common or usual name of a drug and 
to give somewhat broader significance to the trade-mark which identifies a par- 
ticular brand. This is particularly noteworthy since an opposite trend would seem 
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to exist in Great Britain. According to a recent report, the British Pharmacopoeia 
Commission recommended that drugs which bear an “approved” scientific name 
should show such name and lettering at least as conspicuous as the brand name. 
The Commission is quoted to have said: 
It is strongly recommended that the label shall bear the “approved name” of the 
substance in letters no less conspicuous than those in which the proprietary name is printed 

or written. 

It is true that the official rules of the Council on Pharmacy and Chemistry 
used to have similar provisions. Dr. Austin Smith, the distinguished Secretary of 
the Council, in a recent study (“Council Acceptance,” Drug Research and Develop- 
ment, Revere Publishing Co., New York, 1948) emphasized that even today the 
common or generic name, cannot be unreasonably subordinated to the protected 
name, i.e., the trade-mark. If it were so subordinated, the product would not re- 
ceive Council approval. However, Doctor Smith calls attention in the same article 
to the new Council rule which no longer distinguishes between newly discovered 
and so-called “unoriginal pharmaceuticals.” Until recently, the Council accepted 
a trade-mark only from the discoverer of the drug or the firm which first intro- 
duced it. According to Doctor Smith—and I quote: 

.... Experience has shown... . that any restriction to one protected name tends to 

prolong a monopoly unduly and, moreover, prevents council acceptance of competing 

brands which, except that they employ other protected names, would ordinarily be 
acceptable. Accordingly, it will now accept several trade-mark names for the same 


article provided the article is not official, in which case the names must have been in use 

before the drug became official. 

In view of the former policy of the Council, pharmaceutical concerns have for 
many years resorted to an ever-increasing use of so-called “house marks,” such as 
Parke-Davis, Ames, Abbott, Vicks and many others, which appear on all their 
manufactured products in addition to or in lieu of their brand name for the indi- 
vidual product. 

Among the numerous other trade-mark restrictions which the official rules of 
the Council of Pharmacy impose upon pharmaceutical manufacturers is a rule 
which will not permit any name as a trade-mark of which a numeral or letter is an 
integral part. Under general principles of trade-mark law, letters and numerals are 
frequently registered and protected by our courts. We need think only of such 
famous marks as “Parker 51,” or “57” for Heinz, or “RCA” and innumerabie 
others. This is but one of the many respects in which Council acceptance of 4 
pharmaceutical product will put additional limitations on manufacturers in the 
choice of eligible trade-marks and on the manner in which such marks may be 
actually used. 

The observation is sometimes made in recent times that too great a number of 
brand names for pharmaceutical products will cause increasing annoyance to 
physicians and retail druggists in remembering the names of such products. Thus, 
in his recent article on “Development Promotion and Marketing of Drug Prod- 
ucts,”* Mr. Robert A. Hardt, the Sales Director of Hoffman-La Roche, makes this 
interesting observation : 


4. Drug Research and Development, ch. 17, p. 459. 
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Some members of the medical profession, in fact, display annoyance when a new 
product is introduced under a trade-marked name because their memories are already 
severely taxed. Often, too, the selection of names is neither helpful nor necessary. 
Physicians are justifiably critical when a trade-marked name is assigned to a product 
not sufficiently different from other products of the market to give the manufacturer the 
right of christening. 


He also suggests that in case of a famous new drug, such as penicillin, most 
manufacturers became satisfied to use their own “general house mark” as indica- 
tion of origin and that the adoption of separate trade-marks or brand names for 
their particular brand of penicillin was considered inadvisable in view of resist- 
ance on the part of the medical profession to prescribe penicillin by referring to it 
as the “X” brand of penicillin. The same may not be true, of course, in cases 
where the scientific name of the product is so long and complicated as to make it 
difficult for physicians to refer to it in issuing prescriptions. Moreover, it should 
not be overlooked either that the development and sponsorship of new brand names 
for well known drugs may well result in greater economic benefits to the industry 
and to the country. As was so well stated by one of the leaders in the drug in- 
dustry last year: 


. . the constant development of newer and better therapeutic agents means the increased 
use of improved products—and increased use reflects itself in your prescription files. It 
also reflects itself in the sales of pharmaceutical manufacturers. Under our system of 
free competitive enterprise, competition for these sales provides the driving force for 
progress. These sales also provide the money which is used to support the research that 
produces even newer and better medication for the cure, alleviation and prevention of 
disease.® 


It should not be assumed that the new Trade-Mark Act, despite its avowed in- 
tent to furnish broader protection to trade-marks generally, would have any effect 
on these special rules and requirements for the pharmaceutical industry. Nor 
would it be within the jurisdiction of the Trade-Mark Division of the Patent Office 
to even consider questions of precedence or prominence in position or any other 
requirements which are found in other federal statutes or in the Council rules and 
which are based on reasons of public health and welfare. 


III. Pharmaceutical Ingredient Trade-Marks 


Both the Food, Drug and Cosmetic Act and the Council Rules also have specific 
provisions with regard to the proper naming and labeling of ingredient names and 
in one respect the problem of protecting ingredient names of pharmaceutical or 
other similar products has recently concerned the Patent Office in several rather 
important respects. 

As you know, Section 502(e) of the Food, Drug and Cosmetic Act provides 
that in case a drug is fabricated from two or more ingredients the common or usual 
name of each active ingredient must appear on the label. In a recent case (U.S. A. 
v. Crescent-Kelvan Co., 16 Law Week 2364 (1947)), an information was filed 
against several members of the pharmaceutical trade on the ground that the ship- 


5. “Planning Security for Pharmacy,” an address by Mr. Carson P. Frailey, Vice-President, 
American Drug Manufacturers Association, before the New Hampshire Pharmaceutical Asso- 
ciation, Dixville Notch, N. H., September 13, 1948. 
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ment of certain capsules in a bottle labeled as follows: ‘1,000 (Capsules) Benz-Cal- 
Cin, Trade-Mark Chemical Combination Benzoinated-Phenyl Cinchoninic Acid 
and Calcium. ... Each capsule represents Phenyl cinchoninic acid approximately 
two grains,” constituted misbranding under Section 502(e). It was charged that 
Benz-Cal-Cin, was a fabrication of two or more ingredients and that the labe! 
failed to bear the common or usual name of each active ingredient. The defendants 
contend that the name of the label ‘“‘phenyclimchoninic acid” was a common or usual 
name of the drug. In discussing the meaning of the phrase “common or usual! 
name” in this context, the court said: 


We think therefore, that Congress intended that drugs should be labeled with the name 
by which they are known to the community at large. 


The court went on to say that the defendants were not relieved from the 
criminal sanctions of the Act by using one of various scientific names given in the 
Official National Formulary but that it was still a question for the jury to deter- 
mine which of the names so mentioned was the common or usual name of the 
drug. I am mentioning this recent case only to illustrate the difficulties in which 
manufacturers of pharmaceuticals find themselves if they should desire to estab- 
lish brand names or trade-marks for active ingredients of their preparations. Even 
if the specific problems arising under Section 502(e) of the Food, Drug and Cos- 
metic Act can be solved, it would still seem highly questionable whether the brand 
names selected as ingredient names would qualify for registration as trade-marks 
either under the old Act or under the Lanham Act of 1946. A few years ago, the 
manufacturer of the Pepsodent Tooth Paste desired to register the word “Irium.”’ 


Pepsodent then advertised as follows: “‘Pepsodent alone contains Irium.” (Jn re 
The Pepsodent Company, 36 U. S. P. G. 75.) In rejecting the application, the 
Commissioner said : 


I am clearly of the opinion that this record conclusively shows the word “Irium” to 
perform no trade-mark function with respect to dentifrices. All applicant has done is to 
inform purchasers of the fact that its tooth paste contains a new ingredient known as 
“Trium.” The word identifies the ingredient rather than the tooth paste, and the notation 
in which it appears on the cartons is merely a “statement of the quality of the product.” 


It is true that since the enactment of the new Act the Patent Office has applied 
a more liberal test and will register the name of a part of an assembly even if such 
part may not be separately offered for sale in commerce. Thus, the mark “Bonder- 
metic” was recently held registrable although it was used only in the following 
fashion: ‘““Thermopane Unit with Bondermetic Seal.” (Jn re Libbey-Owens-Ford 
Glass Co., 75 U. S. P. Q. 202 (1947).) 

Similarly, the office has permitted registration of a separate mark for the shut- 
ter of a camera although there was no separate sale of the shutter. But even in the 
light of this more liberal trend, it would seem rather doubtful whether words such 
as “Irium” which are actually used in a generic way rather than as a trade-mark 
would be registrable. It should not be overlooked that in the Bondermetic case 
and in the shutter case, the terms sought to be registered were used in conjunction 
with a generally accepted generic term. But “Irium” and similar terms would 
seem to be used as common or usual names of an ingredient rather than as distinctive 
trade-marks. 
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IV. “Policing” of Pharmaceutical Trade-Marks by the Patent Office 


In view of the rigid control exercised by the Food and Drug Administration 
over new drugs and the labeling of pharmaceutical products generally, it is fre- 
quently assumed that drug labels and the marks which they bear must be first ap- 
proved by the government before the product may be actually offered for sale in 
commerce. It may be recalled that such requirement for federal label approval 
presently exists for meat product labels which have to be approved by the Meat 
Inspection Division of the Department of Agriculture and for labels for wines 
and distilled alcoholic liquors which must be approved by the Alcoholic Tax Unit. 
Since these products cannot be lawfully sold in interstate commerce before label 
approval by the government, the Patent Office has adopted a rule of practice (Rule 
14.9) under which a copy of such labels and their certification must be made of rec- 
ord in the application for trade-mark registration before the application can be al- 
lowed.® In other words, the Patent Office will not register a liquor trade-mark or 
a trade-mark for a meat product unless a governmental certificate of label approval 
has first been furnished to the office. There is, however, no similar requirement 
in the Food, Drug and Cosmetic Act. Consequently, the Trade--Mark Division 
may not condition the issuance of a registration certificate upon prior label approval 
by the Food and Drug Administration. It is interesting to note in this regard that 
approval by the Food and Drug Administration of a new drug application does not 
prevent this agency from thereafter seizing the product under Section 502(e) of the 
Act for misbranding. True, every applicant for a new drug has to submit to the 
Food and Drug Administration his labeling and advertising, but if the applicant 
should refuse to alter his labeling or advertising upon request of the Administra- 
tion, the application may yet have to be allowed on the ground that the article is 
otherwise “safe,” and the Administration may then have to raise its objections on 
the basis of misbranding or false advertising in a subsequent seizure proceeding. 
It follows that even approval of a new drug application by the Administration 
cannot be construed as a simultaneous approval of all the labeling or advertising 
claims which accompany the product or as a sanctioning of the applicant’s trade- 
mark or trade name. 

The question then arises to what extent, if any, the Patent Office should in 
registration proceedings make an independent examination of the veracity and 
sufficiency of labeling statements and advertising claims which surround the trade- 
mark as shown in the specimens submitted with the application. The only author- 
ity for such policing may be found in Section 2(a) of the new Act of 1946 which 
prohibits the registration of marks which consist of or comprise deceptive matter. 
It seems fairly clear from this language that in determining registrability of a 
pharmaceutical mark under this section the office has no authority to examine 
labeling or advertising statements unless they are actually a part of the trade- 
mark itself. If the mark itself or a component part thereof is actually decep- 


6. The Serum, Virus and Toxins Act of 1912 and the new Insecticide, Fungicide and 
Rodenticide Act contain similar provisions. However, marks falling within the provisions of 
the latter Act have not been included in Rule 14.9 and no submission of a certificate of label 
approval is required in case of such marks. Thus far, the Department of Agriculture has not 
requested the Trade-Mark Division to exercise such policing function with regard to insecti- 
cide marks. 
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tive or misdeceptive, the office will refuse registration on that ground. In the ma- 
jority of cases, however, such misrepresentations, even though they may appear on 
the specimens submitted to the office, are entirely collateral to and independent of 
the mark sought to be registered and should, therefore, not be considered at all in 
determining registrability. It would be indeed hard to believe that Congress 
should have intended to add a fourth policing agency to the three governmental 
bureaus which already exercise jurisdiction over false labeling and advertising. 
Thus, a product advertised as “hair grower” may not only be the object of a Federal 
Trade Commission proceeding but libel and seizure proceedings may be brought 
against the product by the Food and Drug Administration and, moreover, the 
Post Office Department may issue a fraud order enjoining the use of the mails for 
a product so labeled. I submit that the public is amply protected by this three- 
fold safeguard and that no need would seem to exist for the Patent Office to even 
consider collateral misrepresentations or misbranding unless the trade-mark itself 
is deceptive. Only a few days ago the National Better Business Bureau made pub- 
lic a research bulletin on the advertising of cold and cough preparations which 
strikingly illustrates the difficulties which beset the manufacturers of pharmaceutical 
products in stating and advertising the nature and therapeutic effect of their prod- 
ucts. As you know, the Federal Trade Commission has its own Medical Depart- 
ment which examines and passes on the validity and legality of such claims before 
the Commission institutes proceedings. The Trade-Mark Division of the Patent 
Office does not have the benefit of such medical advisory board and, therefore, 
cannot be expected to pass upon or even study any labeling or advertising language 


by which the trade-mark may be surrounded. Let me illustrate this point by two 
recent cases. In United States v. Ghadiali, 165 F. 2d 957 (C. C. A. 3, 1948), 
criminal proceedings were instituted against the defendant who had sold a device 
under the name “‘Spectro-Chrome” which was described on the label as follows: 


“Spectro-Chrome Metry 
Measurement and Restoration of the Human 
Radio-Active and Radio-Emanative Equilibrium 
(Normalation of Imbalance) 

By 
Attuned Color Waves 
The Science of Automatic Precision” 


Etc. 


It was found that this device did not have the therapeutic value which the 
labeling claimed for it. Yet if the name “Spectro-Chrome” had been submitted to 
the Patent Office, it is my opinion that the office would have to accept it no mat- 
ter how absurd the alleged therapeutic claims may be, as long as the name itself 
was not deceptive. Where, on the other hand, a mark previously registered as 
“Madam X’s New Discovery Hair Tonic” was sought to be amended under the 
new Act by substituting the words “Hair Grower” for “Hair Tonic,” the amend- 
ment was, of course, rejected on the ground that this deceptive claim would then 
become a part of the composite mark itself. 

It is perhaps significant to note that in one respect the Patent Office has in the 
past exercised a policing function with regard to drug trade-marks which cannot 
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be easily justified in the light of my previous observations and which has already 
been considerably relaxed in recent months. Ordinarily, the office does not require 
the submission of specimens with regard to each item on which the trade-mark 
sought to be registered is allegedly in use. Only for the class of pharmaceutical 
marks has such a requirement been made in the past. The reason given for this 
practice is found in a ruling by the Commissioner dating back to 1913 (Ex parte 
Sher, 3 T. M. R. 560). The Commissioner there held that without this requirement 
it could not be determined by the Patent Office whether the mark “was actually 
deceptively used” under the Food and Drug Act. The Commissioner said: 


It is believed to be proper for this office to refuse registration where the specimens 
filed show a deceptive use of the mark, and in order to determine whether the mark is so 
used it is obviously necessary that labels be furnished corresponding to each of the goods 
claimed. 


As previously stated, this rule would seem to be open to serious doubt and the 
Trade-Mark Division today will accept a representative number of specimens, par- 
ticularly where the registrant is a known drug manufacturer in good standing and 
repute and will no longer insist upon the submsision of 100 or more separate 
specimens. Nor would there seem to be any necessity under present day practice 
to clutter up the pages of the Official Gazette with hundreds and hundreds of 
pharmaceutical items referred to in a single application. Here, again, it would 
seem entirely sufficient to limit the application to a description of certain repre- 
sentative articles on which the specific mark is in use. There would be even less 
reason to republish these hundreds of items under Section 12(c) of the new Act 
although the Patent Office has so far actually republished the entire catalog of goods 
as a matter of courtesy to owners of 1905 marks if they insisted on such procedure. 
As a matter of law, the new statute does not provide for the recitation of the goods 
in the Official Gazette in case of republication, but such lists have been published 
on a few occasions solely for the purpose of accommodating the registrant. 


VI. Classification Problems Under the New Trade-Mark Act 


One of the recurrent practical difficulties in the registration of pharmaceutical 
marks which is accentuated by the more liberal provisions of Section 2 and Section 
30 of the new Act, centers around the relationship between pharmaceutical products 
and related merchandise. At present pharmaceuticals are classified in Class 6 to- 
gether with chemicals and medicines. This exceedingly broad class likewise in- 
cludes cosmetics. But there are, of course, numerous related products customarily 
sold over the same counter in drug stores which fall outside this classification. To 
mention just one illustration: All soap products fall within Class 4 which covers 
abrasives, detergents and polishing materials. It is undoubtedly true that a soap 
composition may include a polishing material and be properly classified in Class 4 
but it could with equal logic be linked with toilet soaps which are classified in the 
cosmetic class. It seems hard to believe that a shampoo if it consists of a soapy 
powder, or if it be a shampoo for dogs or rugs, is classified in Class 4, while it 
would be in Class 6 if it were in liquid form. It is, of course, true that even under 
the old law, Patent Office classification was not controlling in determining likeli- 
hood of confusion. Yet there were hundreds of pharmaceutical marks and cos- 
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metic marks registered in the early days in different classes for different people as 
the result of the application of a narrow classification test, while in more recent 
years, and particularly under the new Act, a more general test of likelihood of con- 
fusion will be applied. Only recently it was held by the Court of Customs and 
Patent Appeals in West Disinfecting Co. v. Owen, 76 U.S. P. Q. 315 (1948), that 
disinfectants on the one hand and cold preparations on the other were goods of 
same descriptive properties and that both a cold preparation and a disinfectant 
could be classified as “drugs” within the meaning of that term. The court went so 
far as saying: “It would be a natural thing for one engaged in the manufacture of 
antiseptics to produce a medicinal preparation for coughs due to colds.” Since 
that time, the Commissioner has held that even a medicated cough drop and foot 
and douche powder are so closely related drug products as to create a likelihood of 
confusion in case of use of the same or a similar trade-mark on such products. 
Gold Bond Powder Co. v. Candy Bros. Mfg. Co.,77 U.S. P. QO. 396 (C. P., 1948). 
If the cough drops had not been described as “medicated,” the result might well 
have been different since cough drops ordinarily are treated as confectionery rather 
than as medicine or a drug product. 

Prior to these recent cases, it had been held that a liquid medicinal preparation 
for the treatment of colds was not in the same class with an antiseptic mouthwash 
although both products would come within the broad Class 6. Mulhens & Kropff, 
Inc. v. Onnen, 37 F. 2d 435. It remains to be seen to what extent old registrations 
may have to be disturbed under the broader language of the new Act. There is 
now under consideration in the Patent Office a plan to subdivide the present Class 
6 into three different classes. But such differentation would be primarily an ad- 
ministrative expedient and would not—to quote the language of Section 30 of the 
new Act—‘“limit or extend” the registrant’s rights. 

As you know, the new Trade-Mark Act also provides for separate registrabil- 
ity of “service marks” provided the registrant is primarily engaged in the busi- 
ness of rendering service in commerce. A separate class entitled “services” has 
been established for such marks which may later be subdivided. The question has 
been raised whether “prescription service” offered by a drug store would come 
within the definition of a “service” under the new Act so that a pharmacist might 
register a mark identifying such service. It is the present thinking of the office that 
in most instances such prescription services are only incidental to the sale of mer- 
chandise and that a drug store, as well as the manufacturer of pharmaceutical 
products, is primiraly engaged in selling merchandise and not in rendering serv- 
ice. 


VI. Conclusion 

It cannot be denied that despite the enactment of the new legislation the owners 
of pharmaceutical marks are still left with many vexing and difficult problems 
with regard to the selection and protection of their brand names. As pointed out 
in this brief paper, many of these difficulties have their basis not in any deficiencies 
of the registration statute, but in principles of public policy underlying the restrictive 
provisions of various collateral statutes such as particularly the Food, Drug and 
Cosmetic Act of 1938, the Public Health Service Act, and others. If these col- 
lateral limitations are discounted, it can, I believe, be said with assurance that the 
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protection of registered trade-marks has been greatly facilitated and immeasurably 
strengthened by the Lanham Act. A trade-mark which enjoys the benefits of this 
new legislation now has the attributes of a substantive right of nation-wide scope. 
It constitutes constructive notice so as to prevent others from subsequently using the 
same mark even in territory which the registrant himself may not have invaded. 
Only a few days ago, Judge Wyzanski in the case of Cole of California, Inc. v. Col- 
lette of California, Inc., 79 U.S. P. Q. 267 (D. C. D. Mass., 1948), ruled that under 
the broad definition of “commerce” under the Lanham Act a registrant may now 
enjoin a purely local infringing use of the ground that such local use may adversely 
affect the registrant’s interstate sales. Prior to the Lanham Act the Supreme Court 
had held that a registrant under the Act of 1905 could not reach such purely intra- 
state transactions. U. S. Printing and Lithograph Co. v. Griggs, Cooper & Co., 
279 U. S. 156 (1929). Pharmaceutical marks which enjoy the protection of the 
new Act may also acquire the status of incontestability after a period of five years 
uninterrupted use, a privelege which was unavailable under the old Act of 1905. 
Pharmaceutical marks now registered under the old Act may at the option of the 
registrant be “republished” under the Lanham Act in order to secure the status 
of incontestability five years after such republication. It is true, of course, that 
incontestability does not confer complete immunity against attack and that it will 
not protect a pharmaceutical mark from becoming a common descriptive term and 
from losing its significance as a trade-mark (as was the case with “Aspirin,” “Milk 
of Magnesia,” and numerous other terms). But there is every reason to hope 
that our courts in interpreting the Act and in applying its provisions will be mindful 


of Judge Clark’s recent observation in his dissenting opinion in Best & Co. v. 
Miller, 167 F. 2d 374 (C. C. A. 2, 1948), that the Lanham Act is “clearly plaintiffs’ 
legislation beyond what is . . . yet judically realized.” 
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THE PREREQUISITE OF TRADE-MARK REGISTRATIONS IN 
CANADA 


By George H. Riches* 


A British trade-mark attorney has recently asked two questions, the answers 
to which are of interest not only to all trade-mark attorneys but to owners of trade- 
marks in Canada. First question, which has been asked on many occasions, was, 
“Is it possible to apply for the registration of trade-mark before it has been used 
anywhere, or do we have to wait until registration has been obtained in Great 
Britain?” Second, “Can registration of a trade-mark be obtained before it is used 
or made known in Canada?” 

Both these questions illustrate that he fundamenal principle of Canadian trade 
law is not fully understood or is often lost sight of. Trade-mark rights are not 
created in Canada by registration but are created by adoption and use. The right 
must exist before applying for registration. Registration of a trade-mark merely 
confirms title to the trade-mark which has already been established by adoption 
and use. 

An application for the registration of a trade-mark in Canada cannot be filed 
until after the mark has either (1) been used in Canada in association with the 
wares specified in the application or (2) is in actual use in any Country of the 
Union for the Protection of Industrial Property (hereinafter referred to as the 
Union) and is known in Canada in association with such wares by reason either 
(a) of the distribution of the wares in Canada or (b) of their advertisement in 
Canada in any printed publication circulated in the ordinary course among potential 
dealers in and/or users of such wares in Canada. The foregoing conditions are 
prerequisites to obtain a valid registration of a trade-mark in Canada whether or not 
registration has been obtained in the applicant’s own country. Registration of the 
mark in the trade-mark owner’s own country merely eases the registration of the 
same mark in Canada. 

Many believe that if a trade-mark owner has obtained registration in his own 
country that valid registration can be obtained in Canada as a matter of right with- 
out having used the mark in Canada or without having made it known in Canada in 
the manner previously mentioned. But such is not the case on the clear meaning 
of the pertinent sections of the Unfair Competition Act. Where registration of the 
mark has been obtained in the applicant’s own country, the Canadian Unfair Com- 
petition Act makes special provision (see Section 28 (1) (d) cited below) for 
registration of the mark although it may be otherwise unregistrable by reason of its 
form, sound or meaning or otherwise unregistrable under Section 26 (1) of the 
Unfair Competition Act. 

In actual practice before the Trade-Mark Office, registration in Canada can be 
obtained without claiming use in Canada or that the mark has been made known in 
Canada by predicating the Canadian application for registration on the registration 
obtained in the country of origin. Although the validity of such marks have not 


* Charles H. Riches & Sons, Toronto, Canada. 
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come up for decision in the Canadian courts it is believed that registrations so ob- 
tained would be adjudged invalid. 

This erroneous conception of the requirements for valid registration in Canada 
has, without doubt, been partly caused by the omission of any specific requirement 
in Section 30 of the Unfair Competition Act or in the forms which require the 
applicant for registration to set out in his application the date upon which the mark 
was first used or made known in Canada as above mentioned. Section 30 sets out 
the information which the application for registration must contain and the pertinent 
part of this section provides that the application shall contain : 

(a) a statement of the date from which the applicant or named predecessors in title has 


or have used the mark for the purposes defined in the application and of the coun- 
tries in which the mark has been prnicipally used since the said date ; 


The statement in the application form prescribed by the regulations enacted 
under the Act is in the following words : 
3. The applicant (and its predecessor, if any—give name), has (have) used the mark 


aS i .on wares ordinarily and commercially described as 
to indicate that the wares are sold by the applicant. 


The unwary applicant is thus led into a trap. He believes that to obtain valid 
registration, it is only necessary to set out the date of first use in the country of 
origin and that it is immaterial for valid registration in Canada whether the mark 
has been used in Canada or made known in Canada. But the forms that are 
prescribed by the regulations cannot be followed in every case. They must be 


changed to meet the circumstances of each case. 

A study of certain sections of the Unfair Competition Act makes it perfectly 
clear that a trade-mark must be used in Canada or made known in Canada as a 
necessary prerequisite for valid registration. These sections are as follows: 


Sec. 2. (m) “Trade-mark” means a symbol which has become adapted to distinguish 
particular wares falling within a general category from other wares falling within the 
same category, and is used by any person in association with wares entering into trade 
or commerce for the purpose of indicating to dealers in, and/or users of such wares 
that they have been manufactured, sold, leased or hired by him, or that they are of a 
defined standard or have been produced under defined working conditions, by a defined 
class of persons, or in a defined territorial area, and includes any distinguishing guise 
capable of constituting a trade-mark ; 

Sec. 3. No person shall knowingly adopt for use in Canada in connection with any 
wares any trade-mark or any distinguishing guise which 

(a) is already in use in Canada by any other person and which is registered pursuant 
to the provisions of this Act as a trade-mark or distinguishing guise for the 
same or similar wares; 

(b) is already in use by any other person in any country of the Union other than 
Canada as a trade-mark or distinguishing guise for the same or similar wares, and 
is known in Canada in association with such wares by reason either of the 
distribution of the wares in Canada or of their advertisement therein in any 
printed publication circulated in the ordinary course among potential dealers in 
and/or users of such wares in Canada; or 

(c) is similar to any trade-mark or distinguishing guise in use, or in use and known as 
aforesaid. 

Sec. 4 (1) The person who, in association with wares, first uses or makes known in 

Canada, as provided in the last preceding section, a trade-mark or a distinguishing guise 
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capable of constituting a trade-mark, shall be entitled to the exclusive use in Canada of 
such trade-mark or distinguishing guise in association with such wares, provided that 
such trade-mark is recorded in the register existing under the Trade-Mark and Design 
Act at the date of the coming into force of this Act, or provided that in compliance 
with the provisions of this Act he makes application for the registration of such trade- 
mark within six months of the date on which this Act comes into force, or of the date 
of his first use thereof in Canada, or of the date upon which the trade-mark or distinguish- 
ing guise was first made known in Canada, as provided in the last preceding section, and 
thereafter obtains and maintains registration thereof under the provisions of this Act. 

(2) The use of a trade-mark of a distinguishing guise capable of constituting a trade- 
mark by a person who is not registered as the owner thereof pursuant to the provisions 
of this Act shall not confer upon such person any right, title or interest therein as against 
the person who is registered as the owner of the same or a similar trade-mark or 
distinguishing guise. 

Sec. 6. For the purposes of this Act a trade-mark shall be deemed to have been or 
to be used in association with wares if, by its being marked on the wares themselves or 
on the packages in which they are distributed, or by its being in any other manner so 
associated with the wares at the time of the transfer of the property therein, or of the 
possession thereof, in the ordinary course of trade and commerce, notice of the associa- 
tion is then given to the persons to whom the property or possession is transferred. 

Sec. 28. (1)(d) A word or group of words, which the applicant or his predecessor 
in title, without being guilty of any act of unfair competition, has already caused to be 
duly and validly registered as a trade-mark in the country of origin of such registration, 
shall, although otherwise unregistrable by reason of its or their form sound or meaning, 
be registrable under this Act provided (i) that its use as a trade-mark is not pro- 
hibited by this Act; (ii) that it is not calculated to deceive nor otherwise contrary to 
some law or regulation directly concerned with the maintenance of public order; (iii) 
that it is not in conflict with any mark already registered for similar wares; (iv) that 
having regard to all the circumstances, including the length of time its use has continued, 
it cannot be said to be wholly without distinctive character; (v) that it does not include 
the personal or trade name of any person domiciled or carrying on business in Canada. 

Sec. 28. (2) For the purpose of this section, the expression “country of origin” means 
the country of the Union other than Canada in which the applicant for such registration 
had at the date of the application a real and substantial industrial or commercial estab- 
lishment, or if he had no real and substantial commercial or industrial establishment in 
any country of the Union means the country of the Union in which he was then domiciled, 
or if at the said date he neither had a real and substantial commercial or industrial estab- 
lishment in any country of the Union nor was domiciled in any such country, means 
the country, if any, of the Union of which he was then a national. 

Sec. 26 (1) Subject as otherwise provided in this Act, a word mark shall be registrable 
if it 

(a) does not contain more than thirty letters and/or numerals divided into not more 
than four groups; 

(b) is not the name of a person, firm or corporation; 

(c) is not, to an English or French speaking person, clearly descriptive or mis- 
descriptive of the character or quality of the wares in connection with which it is 
proposed to be used, or of the conditions of, or the persons employed in, their 
production, or of their place of origin; 

(d) would not if sounded be so descriptive or misdescriptive to an English or French 
speaking person; 

(e) is not the name in any language of any of the wares in connection with which it 
is to be used; 

(f) is not similar to, or to a possible translation into English or French of, some other 
word mark already registered for use in connection with similar wares; and 
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(g) is not such as to suggest the name in French or English of some feature of a 
design mark already registered for use in connection with similar wares which is 
so characteristic of the design mark that its name would not be unlikely to be used 
to define or describe the wares in connection with which the design mark is 
used. 

The definition of a trade-mark as contained in Section 2 (m) makes it quite clear 
that a trade-mark which has been merely adopted but is not in use somewhere is not 
a trade-mark. As it is not a trade-mark, it is not registrable under the provisions 
of the Unfair Competition Act. This differs from the law of many countries which 
permit registration of a trade-mark before use. One of those countries is Great 
Britain. 

The next point which is not clear to many persons in other countries requires 
a careful study of Sections 3, 4 and 28 (1) (d). It is frequently necessary to ex- 
plain that registration in the “Country of Origin” does not per se make the trade- 
mark registrable in Canada. This conception that a trade-mark registered outside 
Canada can be registered in Canada as a matter of right has arisen by the reason of 
the failure to correctly interpret Section 28 (1) (d) in the light of the clear mean- 
ing of Sections 2 (m) ; 3; 4 and 26 (1). Section 28 (1) (d) was enacted to give 
effect to Canada’s Treaty obligations and does not dispense with the fundamental 
requirements specified in Section 4 of the Act. 

Section 26 (1) defines what word marks are registrable under the Act. All that 
Section 28 (1) (d) does is to make special provision that word marks, which are 
duly and validly registered in the country or origin, may be registered under the 
Unfair Competition Act notwithstanding the fact that they might be otherwise un- 
registrable by reason of their form, sound or meaning. In other words, a word 
mark which does not comply with the provisions of Section 26 (1) may be reg- 
istered in Canada providing it has already been regularly and validly registered in 
the country of origin subject of course, to the five provisoes mentioned in Section 
28 (1) (d). It is to be observed that Design Trade-Marks are not accorded the 
benefit of Section 28 (1) (d) and must seek registration on their own merits. 
Registrations obtained in the United States under the Act of 1920 are not con- 
sidered, for the purposes of this section, to be registrations in the country of origin. 
(Albany Packing case.) The registrar has ruled that trade-marks registered on 
the Supplemental Register of the Act of 1946 will be considered, by him, to be in 
the same position as trade-marks registered under the Act of 1920 and will not 
be entitled to the benefit of Section 28 (1) (d) of the Unfair Competition Act 
but must depend on their own merits. 

Feingold, et al. v. Demoiselle Juniors Limited, 7 Fox’s Pat. C 118 (December 
31, 1947), Cameron, J., said “that there is nothing in the Unfair Competition Act 
which in clear terms gives any rights to one who was not the first to use or make 
known his mark in Canada. A person who is not the first to use or make known his 
mark in Canada cannot, by prior registration, acquire registrability and maintain 
it unless such later user can bring himself within the provisions of Section 10.” 

Section 10 relates to the burden of proof of having knowingly adopted a trade- 
mark and reads as follows: 


Sec. 10. Any person who adopts a trade-mark, trade name or distinguishing guise 
identical with or similar to a trade-mark, trade name or distinguishing guise which was 
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in use, or in use and known as aforesaid, shall be presumed to have knowingly adopted 
the same unless it is established either 
(a) that, in the case of a trade-mark, the ownership thereof in Canada passed to the 
person by whom the same was adopted, or, in the case of a trade name or dis- 
tinguishing guise not being a trade-mark, that the same was adopted with the 
consent of the person by whom the same was in use; or 
(b) that, at the time of the adoption of the trade-mark, trade name or distinguishing 
guise, the person who adopted it was in ignorance of the use of the same or of 
a similar unregistered trade-mark or a similar trade name or distinguishing guise, 
and that in adopting it the person by whom it was adopted acted in good faith and 
believed himself to be entitled to adopt and use it; or 

(c) that the person by whom such trade-mark, trade name or distinguishing guise was 
adopted has continuously used the same in the ordinary course of his business and 
in substantially the manner complained of during the five years immediately before 

the commencement of the proceedings. 


But the important point in the foregoing decision lies in the finding that there 
is no section of the Act which, in clear terms, gives any rights to any person 
other than the first user of a mark, or the person first making the mark known in 
Canada in the manner specified in Section 3. This decision and the decision in 
the Standard Brands v. Staley, 5 Fox Pat. Cases 176, has removed the misunderstand- 
ing as to the correct interpretation of Section 4 of the Unfair Competition Act 
which was created by the decisions in the following three cases: Canada Crayon 
Co., Limited v. Peacock Products Limited (1936), Ex. C. R. 178; Fine Foods of 
Canada Limited v. Metcalfe Foods Limited (1942) Ex. C. R. 22; 2 Fox Pat. C. 
113,202 ; and Fisher v. British Columbia Packers Limited, 5 Fox Pat. C. 50. In each of 
these cases it was held that the person first to register a trade-mark obtains a valid 
registration notwithstanding that it is established that he was not the first to use or 
make the mark known in Canada. 

A short discussion of the facts in Standard Brands Limited v. Staley will be 
helpful. Standard Brands, Inc., a United States corporation was the owner of the 
trade-mark “V-8” as applied to vegetable juices. United States publication in 
which advertisements appeared had a large circulation in Canada. Two small sales 
were made in Canada in 1939. The good-will of the business in Canada was 
assigned to the plaintiff who, on the 29th of November, 1943, applied to register 
the mark under the Unfair Competition Act, which application was rejected on the 
defendant’s prior registration of the mark “V-8” granted the 5th of November. 
1943. At the trial it was admitted that the defendant did not use the trade-mark in 
association with the wares either before registration or until nearly a year after 
registration of the mark. The plaintiff brought the present action to expunge the 
defendant’s registration in order that they could obtain registration of their own 
mark. The trial judge in dealing with the question of registration before use, 
held such registration invalid. The judge found that to obtain registration the 
defendant must, in compliance with Section 30 (1) (a) make a statement of the 
date from which the defendant had used the mark. The court held that such a 
false statement rendered the registration invalid and ordered it expunged. The 
learned judge said “not having used it, he was not in a position to make applica- 
tion to register it under this Act. He did not acquire any ‘right’ in obtaining 
registration by the method he adopted.” 
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But the interesting point in this judgment seems to rest on the fact that the 
trial judge completely ignored the jurisprudence previously established in the 
Canada Crayon; Fine Food & Fisher cases. On this point I can do no better 
than quote from Dr. Fox’s annotation to the Standard Brands case (supra) at p. 177 
where he said: 


In none of the three cases above noted, nor in the present decision was the registrant 
the first user. In the present judgment, the learned judge based his reasons upon this 
essential fact and once that fact was perceived, the result followed as a matter of pure 
logic. In the former decisions, the illogical course was pursued of giving undue emphasis 
to the terms of Section 4(2) that non-acquisition of rights in a mark by an unregistered 
user overshadowed the obviously plain fact that the provisions of Section 4(1) create 
no rights in a subsequent user no matter when he may register. The learned judge 
here emphasizes the principle, which can never be over-emphasized, that registration 
can never create title to a trade-mark, but only confirmation of a title which arose 
through priority of adoption for use. 


And the learned judge on this point, and this is the important point, said: 


that under the Common Law the only way in which a trade-mark could be acquired was 
by use, and this principle has been maintained in the present Act (Unfair Competition 
Act (1932). Registration under the statute merely serves to confirm title, which has 
already been established by use. 


The answer to the problem is simplicity itself. Once a person understands the 
clear meaning of the sections of the Unfair Competition Act (1932) and that trade- 
mark rights can only be acquired in Canada by use or making known, it is not 
a difficult matter to obtain valid trade-mark registrations in Canada which will 
stand up to attack in the event of litigation. The first step is to use the mark in 
Canada by actual sale of wares to which the mark is applied as prescribed in Section 
6. If use in Canada has not been accomplished, but it is in use in the country of 
origin, the mark should be made known in Canada by the advertisement of the 
wares in any printed publication circulated in Canada, in the ordinary course among 
potential dealers in and/or users of such wares. Publications which would comply 
with the Act would be magazines, newspapers, trade journals and advertising 
literature and circulars. If the wares are advertised in publications which have 
no circulation in Canada, then an advertisement in a Canadian publication would 
satisfy the requirements of the Act and form a sound foundation for valid reg- 
istration of the trade-mark. 
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DEFECTS IN 1946 TRADE-MARK ACT?’ 
By Chauncey P. Carter* 


It is generally recognized that in order to obtain enactment of any new law 
within a reasonable time, it was necessary to make no attempt to correct obvious 
defects in the final bill before enactment. Since enactment, other shortcomings 
have been noted. Two bills’ were introduced in the last Congress, one in the 
Senate and one in the House, but neither completely fulfilled the requirement for 
amendment as now known. The following defects have become apparent to this 
writer : 

Sec. 1. The words “used in commerce” should be deleted from line 1 as this 
is the over-all authorization for registration and foreign owners do not have to 
allege use in commerce whereas a statement of such use by all others under oath 
is required later in this section. Applicants for concurrent registration should not 
be required to state in their applications detailed particulars of concurrent use by 
others, particularly as to area, and periods of use. 

Sec. 2. The words “or comprises” should be eliminated from the first line 
of sub-section (d) since it is elemental that in determining probability of confusion, 
one should consider each mark as a whole and not each element of one mark against 
the other mark. On the question of concurrent registrations, these should not be 
limited to those applicants who can show use prior to another’s filing date but should 
be allowed to any applicant otherwise entitled thereto whose use commenced (a) 


prior to July 5, 1947, or (b) after that date but prior to any publication of a con- 
flicting mark under the 1946 Act. When an application for concurrent registra- 
tion is filed, the Commissioner should be required to notify not only the appli- 
cants, registrants, and users specified but any other interested party, particularly 
other registrants noted by the Examiner. 

The last sentence of Section 2(f) should be revised to read: 


Where an applicant claims under oath substantially exclusive and continuous use in 
commerce during the preceding five years, the Commissioner may accept such claim as 
prima facie evidence of distinctiveness. 


Sec. 3. In view of other more sweeping provisions of the Act to the same 
general effect the words, “except when used so as to represent falsely that the 
owner thereof makes or sells the goods on which such mark is used” should be 
deleted. 

Sec. 5. There should be provision here for recording related companies in con- 
nection with existing registrations. 

Sec. 7. In the writer’s opinion, the Patent Office record should be primary and 
controlling and the Commissioner should issue certified copies or extracts of the 
official record with respect to any given application or registration which copies 
should be evidence in all cases where the original Patent Office record would be. As 


1. H. R. 2988 and S. 1919. 
* Reprinted from the January, 1949, issue of the Journal of the Patent Office Society. 


Member D. C. Bar. 
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now provided, the Commissioner issues the original certificate of registration to the 
registrant but thereafter the Commissioner issues copies thereof which he certifies 
to be true copies of the originals notwithstanding such originals are in the hands 
of the registrants and not in the Patent Office. The original records of registra- 
tion should always be in the Patent Office and only copies thereof be issued to 
registrants and others who may request and pay for same. The writer appreciates 
that this change in Section 7 requires conforming changes in other sections but 
will not refer to the matter further herein. Under the present practice, as under 
the 1905 law, it appears to be possible to obtain from the Patent Office a certified 
copy of a registration which has been assigned but which certified copy will indi- 
cate that the mark is still owned by the original registrant. 

Sec. 7(g). The proviso should be clarified as no one knows what changes “re- 
quire republication.” 

Sec. 8(a). It would seem desirable to consider whether it was the intention of 
the Congress to require this affidavit of use from foreign registrants whose registra- 
tion here is based on registration in the home country and not on use in com- 
merce. 

Sec. 9. Renewal should be permitted where there is a “showing that nonuse 
is due to special circumstances which excuse such nonuse and is not due to any 
intention to abandon the mark.”’ 

Sec. 10. In view of disagreement among Patent Office officials as to what is 
meant by the word “separate’”’ in next to the last sentence of this section, such 
sentence should be amended to make it clear that the record of trade-mark assign- 
ments should be kept separate from the record of patent assignments as was in- 
tended by the writer when he suggested the inclusion of the word “separate” herein. 

Sec. 12(a). Since marks are published subject to interference or subject 
to concurrent registration proceedings, this section should be amended to authorize 
such publication when the applicant is “otherwise” entitled to registration. 

Sec. 12(c). It seems questionable whether the advantages of this section should 
be available in perpetuity. Possibly, the registrant should be required to make such 
claim, if at all, not later than expiration of the current term. 

Sec. 13. It might be advisable to permit filing of notice of intention to oppose 
(signed by opposer or an attorney) within thirty days only and to require filing 
of verified notice stating the grounds of opposition within not more than sixty addi- 
tional days. 

Sec. 14. There appears to have been no genuine intention and no proper basis 
for making any registration free from cancellation on any ground prior to the filing 
of affidavit as required by Section 15 so that subsections (a) and (b) of this section 
should be amended accordingly. 

Subsection (d) (4) is communistic and should be deleted. The proviso rel- 
ative to the Federal Trade Commission should be modified to permit cancellation 
only in cases where a final order of the Commission enjoining all use of the mark 
has become effective. 

Sec. 15. It would seem that upon the filing of affidavit hereunder, the registra- 
tion should be automatically amended to eliminate any goods or services not cov- 
ered by such affidavit. 
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Sec. 16. Interferences should be limited to pending applications since appli- 
cants have an adequate remedy against existing registrations through cancellation 
proceedings and should be required to avail themselves of it. 

Sec. 20. If it is deemed proper to provide interim appeals before resorting to 
the courts, such appeals should be to and be heard by a Board of Appeals and not by 
a single administrative officer. 

Sec. 21. If it is deemed proper to permit resort to District Courts on the 
lines of R. S. 4915, this section should be amended to clearly delineate such juris- 
diction without reference to this patent statute. 

Sec. 22. It would seem proper and more consistent to make publication under 
Section 12(a) constructive notice of an applicant’s claim of ownership and either 
July 5, 1947, or publication under Section 12(c) constructive notice date for old 
law registrations. 

Sec. 23. This section should be amended to permit foreign marks to go on 
this register in advance of use in commerce where the application is based on a 
foreign registration of one year’s standing. 

Sec. 30. The last sentence of this section should be revised to make it possible 
for the trade-mark owner to apply in several classes and receive a single certificate 
of registration. As it now reads, the provision appears to require issuance of cer- 
tificate in each class and subsequent issuance of a single certificate on payment of 
additional fees. 

Sec. 31. A fee should be fixed for recording change of address. Also from 
a junior applicant before interference may be declared. 

Sec. 33(b). This section should be amended to show that the certificate is 
conclusive evidence only in respect to the goods or services as to which the registra- 
tion has become incontestable. Subsection (7) should be amended to read: “That 
the mark is being used as an instrument to violate the antitrust laws of the United 
States.” 

Sec. 35. The figure “32’’ should be substituted for “31.” 

Sec. 42. The word “the” should be deleted in the second line. 

Sec. 44(e). The second sentence of this subsection should be amended to read: 
“Provided, that registration shall not be granted in such cases until the applicant 
has filed satisfactory proof of the claimed registration in the country of origin.” 

Sec. 45. The definition of “related company” should be amended to read as 
follows: “The term ‘related company’ means a company which effectively con- 
trols or is effectively controlled by the registrant or applicant insofar as the use 
of the respective mark is concerned.” 

The definition of “trade-mark” should be amended to read as follows: 


The term “trade-mark” means a mark used in the sale or advertising of goods to 
identify the goods of one person and distinguish them from the goods of others and in- 
cludes without limitation any numeral, letter, word, phrase, name, symbol, or device 
as well as any combination of any two or more of these. 


The definition of ‘‘collective mark” should be amended to read as follows: 


The term “collective mark” means a trade-mark or service mark used to identify the 
goods or services of a lawful collective group or organization including, without limita- 
tion, those trade-marks and service marks which indicate labor union affiliation. 
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The use referred to under “Abandonment of mark” should be use in com- 
merce. 

Under “Intent of Act,” the word “commerce” should be substituted for 
mence.”’ 

Sec. 46(b). It seems of doubtful wisdom to make registrations under the old 
laws subject to and entitled to the benefits of the new act prior to (a) renewal, or 
(claim under Section 12(c) ). 

The assumption that any mark registered under the 10-year proviso of the 1905 
law is now distinctive of the registrant’s goods in commerce seems unjustified, im- 
proper and unnecessary and the final words of this provision relative renewal seem 
meaningless. 

The new Act fails to provide an administrative officer having to do solely with 
trade-marks and ranking all other such officers as appears essential to good ad- 
ministration. 


‘com- 


TRADE SLOGANS 


We publish below three titles for a radio or television show and title for a radio 
show received and entered on the records of the association as evidence of claim 
of ownership through first adoption and use by the respective owners : 


Feature Story Dwight W. Weist, Jr. 
What's New? Dwight W. Weist, Jr. 
Where Is It? Dwight W. Weist, Jr. 
Rebroadcast Time Robert W. Weist 


The following slogans have also been received and entered on the records of the 
Association : 


Enna Jetticks—America’s Smartest Walking Shoes Dunn and McCarthy, Inc. 
Enna Jetticks—Fit Better Because They Are Better Fitted Dunn and McCarthy, Inc. 
Enna Jettick “Walkables” Dunn and McCarthy, Inc. 
They Go Places Comfortably Dunn and McCarthy, Inc. 
A Fit For Every Smart—Or Smarting Foot Dunn and McCarthy, Inc. 
Hand-Flexed by Master Craftsmen Dunn and McCarthy, Inc. 
Dressables Dunn and McCarthy, Inc. 
Pliables Dunn and McCarthy, Inc. 
Photostats of Distinction Fred B. Bruckman doing business as F & B Photostats 
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PART II 


PLOMB TOOL COMPANY v. FAYETTE R. PLUMB, INC. 
No. 12101—C. A. 9—January 13, 1949 


CourTs—FEDERAL APPELLATE JURISDICTION—GENERAL COURTS—ENFORCEMENT OF DECREE— 
Stay OF PROCEEDINGS 

Court of Appeals cannot consider petition for a stay unless order sought to be stayed is 
appealable. 

Interlocutory order is not appealable unless it grants or continues an injunction. 

Certain portions of interlocutory order adjudging defendant in contempt, wherein district 
court enlarged and extended original injunction, stayed pending further order of appellate 
court, upon defendant’s posting bond. 

Appeal from Southern District of California. 

Contempt proceedings in trade-mark infringement and unfair competition suit 
by Fayette R. Plumb, Inc., against Plomb Tool Company. On defendant’s appeal 
from interlocutory judgment of contempt, defendant’s petition for stay of certain 
portions of said interlocutory order granted. 


O’Melveny & Myers, Pierce Works, and Rodney K. Potter, of Los Angeles, Cal., 
for appellant. 
Walter L. Bruington and Ralph C. Barrow, of Beverly Hills, Cal., for appellee. 


Before STEPHENS, Bone and Orr, Circuit Judges. 
STEPHENS, C. J.: 


Both parties to the above case are manufacturers of tools, and the plaintiff 
brought an action in the District Court to enjoin the defendant from certain uses 
of the word “Plomb” in the making and marketing of such tools. The litigation 
resulted in a consent decree being made and entered against defendant under and 
out of which an injunction was decreed in which defendant was enjoined from 
certain defined uses of the word “Plomb.” 

Thereafter the plaintiff petitioned for relief by the same court for alleged viola- 
tions of the injunction to which reference has just been made and for a judgment 
of contempt of court against defendant for such violations. Plaintiff also sought an 
accounting and allowance of costs and attorney fees. After hearing, the court 
granted the petition and appointed a special master to take evidence on plaintiff’s 
loss of profits and damages caused by the violation of the injunction. Thereafter, 
defendant made a motion to the District Court, based upon the papers in the case 
and affidavits, petitioning “. . . . the Court for an order suspending and staying, 
pending the appeal herein and upon such terms as the court may see fit to impose, 
the enforcement of those certain portions of that certain Order (granting motion to 
hold defendant in contempt; denying motion for modification; appointing special 
master; awarding certain profits, costs and attorney’s fees to plaintiff; requiring 


1. For opinion below, see infra p. 138. 
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certain acts of defendant as therein set forth), entered by the District Court of the 
United States in and for the Southern District of California, Central Division, on 
November 16, 1948 (being the order appealed from herein) reading as follows: 


“3. The defendant is ordered forthwith to comply with the decree granted by this 
court.on March 24, 1947, by ceasing to print, mark, stamp or otherwise place on or affix 
to hand tools and to labels, containers, packages, receptacles, display boards and decals 
for use on or in connection with such hand tools and to cease advertising the word ‘Plomb’ 
and all symbols or devices suggestive of such word, both when used alone and when used 
in conjunction with other words, letters, phrases, symbols, and devices and whether or 
not in the expression ‘Plomb Tool Company’ in any way to indicate the name, identity or 
source of origin of hand tools of the defendant. 

“4. The defendant is ordered forthwith to comply with said decree by ceasing to deal 
in, sell, manufacture and advertise files, hammers and other tools the same as or similar to 
those listed in plaintiff’s catalogue number 41, so long as the defendant uses the word 
‘Plomb’ as a trade-mark or otherwise and whether in its corporate title or otherwise and 
so long as the plaintiff uses the word ‘Plumb’ as a trade-mark or otherwise and whether 
in its corporate title or otherwise. 

“5. The defendant is ordered forthwith to comply with said decree by causing its offi- 
cers and employees to stop dealing in, selling, manufacturing and advertising hammers, 
files, and other tools the same as or similar to those listed in plaintiff’s catalogue num- 
ber 41, so long as such officer or employee is an officer or employee of defendant and 
the defendant uses the word ‘Plomb’ as a trade-mark or otherwise and whether in its 
corporate title or otherwise and the plaintiff uses the word ‘Plumb’ as a trade-mark or 
otherwise and whether in its corporate title or otherwise.” 

The decree referred to in said Paragraphs 3, 4, and 5 of said order is that certain 
consent decree entered by said District Court on March 24, 1947, a certified copy of which 
is set forth in the record filed herewith. 

Said motion is made on the following grounds: 

1. The granting of such an order is in the interests of justice and will preserve the 
status quo pending the appeal. 

2. If said order be not granted, appellant will be deprived of the benefits of its right 
of appeal. The petition was denied. 


The defendant has appealed from the judgment of contempt to this United 
States Court of Appeals and has petitioned this court to grant the stay order peti- 
tioned for in the District Court which was denied by that court. The petition for 
the stay order has been submitted to us for decision. 

We cannot consider the petition for a stay order unless the judgment of con- 
tempt is appealable. Such judgment, in our opinion, is interlocutory in nature 
and is not appealable unless it can be said that it grants or continues an injunction 
against defendants. 28 U.S. C A. 227; Smith v. Vulcan Iron Works, 165 U. S. 
518. 

It appears that the District Court in its judgment of contempt extended the 
judgment entered under and out of the consent decree heretofore mentioned and 
that in the interests of justice (Rule 62 (g) R. C. P.) and to preserve defendant’s 
benefits and fruits of appeal an dto preserve this court’s appellate jurisdiction, this 
court orders stayed until further order of this court, enforcement of that part of 
the District Court’s order hereinbefore quoted, wherein, only, it appears to enlarge 
and extend the original injunction and conditioned upon defendant’s giving and 
having approved a bond in the sum of $50,000.00 to answer for loss of profits, 
damages and costs. 
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SAFEWAY STORES, INC. v. DUNNELL 
No. 11806—C. A. 9—January 11, 1949 


OpposITIONS—APPEALS—Suits Unper R. S. 4915—R. S. 4915 Surts—Score or Review— 
EFFECT OF ADMINISTRATIVE FINDINGS 
4915 suit is more than an appeal from Patent Office; it is akin to suit to set aside a judg- 
» ment and, as such, not to be sustained by mere preponderance of evidence. 
Question to be determined is whether evidence before Commissioner afforded inferences 
of fact supporting his decision. 
CourRTS—FEDERAL APPELLATE PROCEDURE—EFFECT OF TrIAt Court FINDINGS 
Court takes judicial notice of relationship between merchandise of the parties and con- 
firmatory evidence in holding trial court findings erroneous. 
Applicant’s testimony that no instance of confusion had come to his knowledge held in- 
sufficient basis for trial court finding contrary to finding of likelihood of confusion by the 


Patent Office. 
TRADE- MARKS—SECONDARY MEANING—PARTICULAR INSTANCES 
Fact that others may have used “Safeway,” held not to prevent its acquiring secondary 


meaning. 
TrADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Safe Way,” with or without hyphen, held appropriation of corporate name “Safeway 
Stores, Inc.,” precluding registration under 1905 Act. 
Principle of decisions under 1905 Act, held now incorporated in Lanham Act, Section 
2(d) (15 U. S. C. 1052(d)) prohibiting registration of marks confusingly similar to marks 
or trade names previously used; and Lanham Act, which became effective after judgment 
below and prior to taking of this appeal, held applicable. 
Even assuming absence of competition between goods of the parties, injunction granted 
restraining use of “Safe Way” by appellee. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—DEFENSES—LACHES 
Laches held to bar an accounting of profits and damages but not to bar injunction against 
infringement with costs. 
Appellee held to have failed to sustain burden of proving estoppel. 
Appeal from Northern District of California. 
4915 suit to compel issuance of registration, by Warren W. Dunnell against 
Safeway Stores, Inc. Defendant counterclaims for injunction on grounds of trade- 
mark infringement and appeals from judgment denying injunction and ordering 


registration of mark. Reversed. 


Mitchell T. Neff, Willard S. Johnston, and Orrick, Dahlquist, Neff, Brown & Her- 
rington, of San Francisco, Cal., for appellant. 

Joseph F. Westall, Edward W. Westall, and Westall & Westall, of Los Angeles, 
Cal., and Charles M. Fryer, of San Francisco, Cal., for appellee. 


Before DENMAN, Chief Judge, and HEALY and Bone, Circuit Judges. 
DENMAN, C. J.: 


Appellant, Safeway Stores, Inc., hereinafter called Stores, long user of its 
corporate name as its trade name, appeals from a judgment of the district court 
(a) requiring the Commissioner of Patents to grant registration to Dunnell as 
his trade-mark the words “Safe Way,” which his application to the Patent Office 
states he “used ... . for toilet seat covers” and (b) denying to the Stores an in- 
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junction against Dunnell and his agents sought in a Stores’ counterclaim restraining 
him from using the words “Safe Way” in the course of his business of selling the 
toilet seat covers. Stores did not seek damages for the claimed infringement. 

The evidence before the District Court was in part of witnesses there and that 
taken before the Examiner of Interferences in an application of Dunnell filed May 
1, 1942, to the Commissioner of Patents for registration of the words “Safe Way.” 

Stores opposed the application to the Commissioner of Patents on the ground 
that it had since 1926 and prior to Dunnell’s use of the words “Safe Way” engaged 
in the business of owning and operating retail grocery stores under the name 
“Safeway” and that in 1944, when its opposition was heard, it owned and operated 
approximately 2,500 retail stores doing business as “Safeway” in the following 
states: Arkansas, Arizona, California, Colorado, District of Columbia, Idaho, Iowa, 
Kansas, Maryland, Missouri, Montana, Nebraska, Nevada, New Jersey, New 
Mexico, New York, Oklahoma, Oregon, South Dakota, Texas, Utah, Virginia, 
Washington, Wyomng. 

Stores alleged “The name ‘Safeway’ is the distinguishing and dominant part of 
opposer’s name. Opposer’s name ‘Safeway’ has been and is now prominently dis- 
played in signs on its stores and places of business, in newspaper advertisements, 
price tags, gummed tape, cash register receipts, invoices, paper bags, display cards, 
and other forms of advertising, in such manner and to such an extent that the 
opposer’s name ‘Safeway’ alone has become associated in the mind of the public 
with opposer, and the name ‘Safeway’ by reason of such extensive and continuous 
use by the opposer over a long period of years has come to mean the opposer, 
and the public know and identify the opposer by the same ‘Safeway’ is a substantial 
part of the valuable good-will of opposer.” 

And alleged that “The name ‘Safeway’ claimed by applicant is identical to the 
name ‘Safeway’ owned and in prior use by opposer and used by opposer in con- 
nection with the sale of merchandise in various classifications, including, particu- 
larly, paper products, such as toilet tissue, paper towels, paper napkins. The use 
by applicant of the name ‘Safeway’ is likely to cause confusion or mistake in the 
mind of the public or to deceive purchasers as to the origin of such goods, and 
thereby cause irreparable damage to the good-will of the opposer’s business in 
connection with which the opposer’s name ‘Safeway’ is extensively used.” 

And alleged that “On or about August 16, 1939, the predecessor of opposer 
deposited with the Commissioner of Patents a certified copy of its corporate char- 
ter, showing its corporate name ‘Safeway Stores, Incorporated,’ and received cer- 
tificate of deposit No. 4220 therefor.” 

And alleged that “The unauthorized use by the applicant of opposer’s name 
‘Safeway’ on goods such as toilet seat covers is likely to cause confusion or mistake 
in the minds of the purchasers or to deceive purchasers into believing that such 
goods are in some manner associated with or emanate from this opposer.” 

And alleged that “The name ‘Safeway’ sought to be registered by applicant con- 
sists merely in the name of the opposer corporation, or the distinctive, dominant 
portion thereof, not written, printed, impressed or woven in some particular or 
distinctive manner, or not associated with a portrait of an individual, and is therefore 
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within the prohibition against registration of such name under Section 5(b) of 
the Act of 1905.” 

And alleged that “The applicant, Warren W. Dunnell, is not the owner of the 
trade-mark sought to be registered by him, and he was not entitled to the exclusive 
use thereof at the time of the filing of his application, nor at any other time.” 

Dunnell’s response claimed Stores had lost its right to oppose because it had not 
brought an injunctive proceeding against Dunnell during the nine years he had 
used “Safe Way” as a trade-mark for his toilet seat covers. The response placed 
in issue the above allegations of Stores, and particularly alleged that Stores had not 
sold or distributed in its groceries any toilet seat covers under the name “Safeway” 
or otherwise, and that no one else had sold such covers to the general public, and 
that Dunnell had sold them only to large concerns which distributed them to the 
public using them in their public toilets. 

Though Dunnell lays great stress on his claim that he was selling his seat 
covers only to these large users of them in their public toilets, no such limitation 
of the use of his claimed trade-mark was sought from the Patent Office. The grant- 
ing of his petition to the Commissioner of Patents as ordered by the judgment of 
the district court would have given him a monopoly on the trade-mark in their sale 
to the general public in response to a demand which the evidence, infra, shows 
already existing and certain to increase. 

Voluminous evidence was taken and the F-:xaminer of Interferences found that 
such products as toilet seat covers “are very closely related to the paper products 
which opposer does sell and that the average consumer might reasonably suppose 
that a paper toilet seat cover sold under the notation ‘Safeway’ was sponsored and 
sold by the opposer. Indeed, it appears that applicant himself is of the opinion 
that his toilet seat covers might be readily carried and sold by opposer since he has 
approached opposer in an effort to have opposer sell his goods. Considering all 
the facts involved herein, therefore, it is the examiner’s opinion that in view of 
the nature of the goods confusion of persons and reputations is reasonably likely,” 
and gave his decision against Dunnell that “Safe Way” was non-registrable. On 
appeal the Commissioner, sustained the examiner, holding that “Safe Way” as 
used by Dunnell is “non-registrable” because that “mark constitutes a substantial 
appropriation of opposer’s corporate name” and finding that “Opposer operates a 
chain of more than two thousand grocery stores, which are scattered through half 
the States of the Union. In them it sells not only groceries, but all such more or 
less related items as the public demands. It has been in business for many years, 
and has come to be widely known merely as “Safeway.” In fact, it has almost in- 
variably used that word alone as its name. And while it may not be as universally 
recognized as is Radio Corporation of America, its customers constitute a very 
considerable portion of the American public,” and that, though as Dunnell contends, 
Stores “was not dealing in the particular merchandise for which registration was 
sought ; but that fact was held to be immaterial. Moreover, as pointed out by the 
Examiner of Interferences, opposer does sell paper products as toilet tissue and 
paper towels, which are clearly of the same descriptive properties as applicant’s paper 
toilet seat covers.” 
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The Commissioner further decided that Stores need not have sought to enjoin 
Dunnell as a condition precedent to opposing the registration. 

This decision of the Commissioner of Patents presented to the District Court, 
and now to this court, the issue whether the evidence in the Patent Office proceed- 
ing afforded inferences of fact supporting it. The rule established in such cases is 
that stated by the Supreme Court in Morgan v. Daniels, 153 U. S. 120, 124, 125. 
There the suit in the Circuit Court to compel the registration of a patent, which 
had been denied, was stated to be “something more than a mere appeal. It is an 
application to the court to set aside the action of one of the executive departments 
of the Government. The one charged with the administration of the patent sys- 
tem had finished its investigations and made its determination with respect to the 
question of priority of invention. That determination gave to the defendant the 
exclusive rights of a patentee. A new proceeding is instituted in the courts—a 
proceeding to set aside the conclusions reached by the administrative department 
and to give to the plaintiff the rights there awarded to the defendant. It is some- 
thing in the nature of a suit to set aside a judgment, and as such is not to be sus- 
tained by a mere preponderance of evidence. . . . Upon principle and authority, 
therefore, it must be laid down as a rule that where the question decided in the 
Patent Office is one between contesting parties as to priority of invention, the de- 
cision there made must be accepted as controlling upon that question of fact in any 
subsequent suit between the same parties, unless the contrary is established by 
testimony which in character and amount carries thorough conviction.” 

This rule is applicable to trade-mark cases. Century Distilling Co. v. Continental 
Distilling Co., 106 F. 2d 486, 489 (Cir. 3) cert. denied, Yale Electric Co. v. Robert- 
son, 26 F. 2d 972 (Cir. 2). It precedes the more general rule regarding the finalty 
of findings of an administrator or administrative body of Dobson v. Commissioner, 
320 U. S. 489, 498, and succeeding cases." 

The evidence presented to the examiner warranted the inference of the vast 
business of Stores through directly owned stores and through directly owned corpo- 
rations operating grocery stores in many states, having painted on their wall ex- 
posures the word Safeway in block capital letters; that millions of dollars were 
spent annually advertising their products under that name, including toilet paper, 
paper towels and sanitary napkins; that it is a matter of general knowledge that 
such toilet tissue and paper towels are used as toilet seat covers by cleanly per- 
sons in public toilets, a fact confirmed in the District Court in an exhibit of 
Dunnell’s advertising of his “Safe-Way” toilet seat covers stating, “People dread 
going into a public toilet. Even though the place is modern and kept immaculately 
clean there is constant fear of infection. . . . Save toilet tissue and towels, eliminate 
pipe stoppage, do away with littered floors.” 

This evidence of the substitution of Dunnell’s seat covers for toilet tissue and 
paper towels evidently was not considered by the District Court when it set aside 
the Patent Office decision that there could be a confusion of origin of Dunnell’s 
goods, stating in its opinion: “From the evidence it is clear to me that there is not 


1. Cf. Daphne Robert’s “The New Trade-Mark Manual,” p. 95. 











120 THE TRADE-MARK REPORTER 39 T. M.R. 





the slightest relationship between the merchandise of the defendant and the kind 
of sanitary service provided by plaintiff.” 

The examiner and the Commissioner further could infer that though now selling 
toilet tissue used as such toilet covering, Stores contemplated the probable selling 
of paper toilet seat covers as such in a rise in the demand for such sanitary articles 
by individual users. Confirming this is testimony in the District Court that another 
corporation manufactured and sold to retailers for resale to the public a Travel 
Aid packet of seat covers since 1926 and another cover since 1940, they being not 
a large but a continuous item of sale in a field of seat cover business which “hasn’t 
been touched.” Exhibit P shows that Dunnell also, under the name “Slide Away,” 
sold his seat covers in “travel aid’ packages of ten covers for sale to the public, 
his advertising stating “Travel Aid Packages for resale by stores prove a popular 
item for sale to the Traveling Public.” 

Further, Dunnell, on June 19, 1944, wrote Stores, under the name “Sani- Guard 
Cover Company,” stating, “We are manufacturers of sanitary paper toilet seat 
covers. Before taking your time with details of a sale proposition, we should like 
to inquire if you would consider our product for merchandising to the public in 
your stores?’ There was nothing in the letter to indicate the “product” was labelled 
“Safe Way.” On the contrary, Exhibit P showed packages for individual pur- 
chases were under the name “Slide Away.” To this Stores replied on June 29, 
1944, that “up to the present time we have not approved of such an item for resale 
in our stores. Should our policy in this regard change at any time in the future we 
shall be happy to discusss the matter with you.” 

With the burden of proof before the Patent Office on Dunnell, there is no evi- 
dence that any responsible officer or agent of the Stores knew of Dunnell’s use of 
Store’s trade-mark.” None appearing there was questioned in that regard and Dun- 
nell’s contention is that his advertising of “Safe Way” seats was confined to a 
trade other than that of Stores, and the evidence is that the bulk of it was so con- 
fined, and the remainedr is not shown to be known to Stores. 

It appeared before the examiner that Dunnell’s covers are sold in packages 
having on them the word “Safe Way-” with a sketched cover between the words 
and a hyphen after the word “Way” in block capital letters as printed on Stores’ 
buildings, without other matter identifying them as made by Dunnell or anyone else, 
from which the persons seeing them in public toilets could infer they were made 
by Stores, the Safeway Company. Exhibits before the District Court showed that 
Dunnell also had advertised, though in no great volume, his covers under the name 
“Safe-Way” with the hyphen between the two words, without any identifying mat- 
ter disclosing the maker or vendor but advising prospective buyers to “Inquire 
Today About Safe Way From Your Jobber,” despite which the District Court 
erroneously found that Dunnell “advertised said product ... . only under his fic- 
titious name “Sani-Guard Sales Company.” 

Dunnell offered evidence that many hundreds of thousands of persons in Cali- 
fornia using public toilets of his customers have taken his paper seats from their 


2. Dunnell’s brief, in reprehensive violation of our rule 20(f) in a case with such a volume 
of evidence, has over four pages of claimed facts, without any citation to the pages of the 
record on which they are shown. 
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containers hung in the toilets, having on them nothing but the words “Safe Way-” 
from which the examiner and Commissioner could make the inference supporting 
their finding, supra, that the average consumer might reasonably suppose that Dun- 
nell’s paper seat cover “was sponsored and sold by the opposer,” Stores. 

This obvious and common sense inference is but the balancing of the evidence 
of the effect of what was seen by hundreds of thousands, if not millions, of public 
toilet users against evidence of a simple statement before them, that of Dunnell’s 
deposition, that “no instance has come to (his) knowledge of anyone mistaking 
the source of (his) toilet seat covers under the trade-mark ‘Safe Way’ as being 
opposer’s, in this case Safeway Stores, Incorporated.” 

Without any further evidence, the District Court, in its finding XII, erroneously 
finds affirmative “no one ever confused the source of the toilet seat manufacture, 
distribution or sponsorship.” It is not by such treatment of the evidence that the 
inferences and findings of the examiner and Commissioner are overcome by “testi- 
mony which in character and amount carries conviction.” 

The examiner and Commissioner had before them many registrations of the 
word “safeway” of which it does not appear that any of the registrants had been 
or were using that mark in any. volume or at all when Stores opposed Dunnell’s 
application. Such use of such registrations was not shown to the examiner, and 
no inference adverse to his decision can be drawn. 

“Safeway” is a coined word not appearing in the dictionary. That others 
may have used it does not prevent its acquiring a secondary meaning, as the District 
Court states in its finding IX that: 

Defendant corporation is owner and operator of a national chain of approximately 

2,300 retail grocery stores in twenty-four of the states of the United States. The evidence 

without dispute shows that the general public identifies these stores under the name 

“Safeway.” Much effort and money have been expended to establish the good will of 

defendant’s stores under the name “Safeway.” Since 1926 defendant has been so engaged 

in the operation, under the name “Safeway,” of retail grocery stores, and sells therein 

foods and grocery products, including paper toilet tissue, sanitary napkins, facial tissue, 

paper cups, paper towels, and paper napkins. 

The examiner and Commissioner well could make a similar inference of such 
a secondary meaning of the word safeway as indicating the origin of Stores’ toilet 
ppaer and other wares, to be protected as in this circuit’s decision in Phillips v. 
The Governor & Co., 79 F. 2d 971, 973 (Cir. 9).* Also they could infer that the 
word so described the origin of the toilet seat covers and that its use was not con- 
fined to a mere description of their sanitary quality. 

Finally, it appeared before the District Court that Dunnell had denied in his 
deposition before the examiner that in 1933, when he began distributing his covers 
under the name “Safe Way,” he had heard or knew of “a grocery business con- 
ducted under the name ‘Safeway’.” However, on the showing that in Los Angeles, 
where Dunnell then conducted his business, there were in 1933 as many as 320 


3. Academy of Motion Picture Arts & Sciences v. Benson, 1% Cal. 2d 685 (1940); Sweet 
Sixteen Co. v. Sweet “16” Shop, Inc., 15 F. 2d 920 (cir. 8, 1926) ; Bill’s Gay Nineties v. Fisher, 
41 N. Y. S. 2d 234 [34 T. M. R. 95] (1943); Stork Restaurant v. N. Sahati, et al., 166 F. 2d 
348 (Cir. 9, 1948). 
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stores all designated as Safeway stores, his counsel admitted that Dunnell had 
seen them but did not pay any attention to them. This, although Dunnell used 
block capital letters SAFE WAY closely resembling that of Stores—that is to say, 
Dunnell from the beginning built up his business knowing of the identity of his 
claimed trade name with Stores’ use of it. 

A. The decision of the Commissioner of Patents is not overcome by evidence 
before the District Court. It cannot be said that the latter evidence produces the 
“thorough conviction” of Morgan v. Daniels, supra, overcoming the examiner's 
finding that in view of the close relation of Stores’ paper products, the users of 
public toilets supplied with Dunnell’s covers might reasonably suppose that such 
covers, sold under the mark “Safe Way,” were sponsored and sold by Stores, and 
the Commissioner’s finding that Dunnell’s mark of “Safe Way” “constitutes a 
substantial appropriation of opposer’s corporate name” and the Commissioner’s 
decision that the words “Safe Way” are not registrable. 

As found by the District Court, the public identifies Stores 2300 establishments, 
using the name “Safeway,” as those of Stores’ corporate name “Safeway Stores, 
Inc.,” and it appears they were selling toilet tissues, a ware which Dunnell admits 
in his advertising is used as toilet seat covers. The situation is that described in 
American Foundries v. Robertson, 269 U. S. 372, 383, “where a single word in 
the coporate name has become so identified with the particular corporation that 
whenever used it designates to the mind of the public that particular corporation.” 

The American Foundries case is followed in many of the circuits an dthe Patent 
Office. In Holly Moulding Devices v. Esquire, 148 F. 2d 355 (C. C. P. A.), it 
was held that the corporate name “Esquire, Inc.,” precluded the registration of the 
word “Esquire,” though that corporation published only a newspaper while the 
petitioner sought to use the word on a hamburger moulding machine. We regard 
Dunnell’s use of the words “Safe Way,” whether with or without the hyphen, to 
be a similar appropriation of the word ‘“‘Safeway” a part of Stores’ corporate name 
“Safeway Stores, Inc.” 

Other cases are to the same effect: Feldman vy. Amos and Andy, 68 F. 2d 746 
(C. C. P. A., 1934), (“Amos ’N Andy” as trade-mark for work shirts denied regis- 
tration on opposition of radio entertainment firm of “Amos and Andy’’); Yale 
Electric Corporation v. Robertson, 26 F. 2d 972 (C. C. A. 2), (“Yale” as a trade- 
mark for flashlights and batteries denied registration on opposition of Yale & Towne 
Manufacturing Co., a manufacturer of locks) ; Kroll Bros. Co. v. Rolls-Royce, 126 
F. 2d 495 [32 T. M. R. 238] (C. C. P. A., 1942), (“Kroll’s Royce” as trade-mark 
for baby buggies denied registration on opposition of Rolls-Royce Company) ; 
Safeway Stores, Incorporated v. Safeway Opticians, Inc., 68 U. S. P. Q. 332, 
at. Comm. 1946, (“Safeway” as trade-mark for eyeglasses denied registration on 
opposition of Safeway Stores, Incorporated) ; Beechnut Cereal Co. v. Beech-Nut 
Packing Co., 273 F. 367 (App. D. C., 1921), (“Beechnut” as a trade-mark for 
cereal denied registration on oppisition of Beech-Nut Packing Co.). 

Under these cases our decision would be the same, even though toilet tissues 
were not used as toilet seat covers, which Dunnell sought to displace with his seat 
covers. 

The principle of these cases decided under the Trade-Mark Act of February 
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20, 1905, is now incorporated in the Lanham Act (15 U. S. C. 1051, et seq.), 
which became effective July, 1947 after the judgment in the District Court and 
prior to the taking of this appeal and, under Section 47(b) is here applicable. 
It prohibits registration as a trade-mark of a mark “which so resembles .... a 
mark or trade name previously used in the United States by another and not 
abandoned, as to be likely, when applied to the goods of the applicant to cause con- 
fusion or mistake or to deceive the purchasers... .” 15 U.S.C. 1052 (d). Even 
though “Safeway” were not appellant’s “name” within the literal language of the 
old statute, as we hold it is, it is plainly appellant’s “trade name” within the ex- 
press language of the Lanham Act. 

B. Stores is entitled to an injunction against Dunnell’s use of the words “Safe 
Way-” or “Safe-Way” or “Safe Way,” without the hyphen. 

A paramount consideration in determining this equitable question is Dunnell’s 
appropriation in 1933 of these words and using them in block capital letters, with 
full knowledge that they then were so used on Stores’ 320 stores in Los Angeles, 
where Dunnell started his toilet seat cover business—a fact he at first denied and 
then admitted. Dunnell, with his eyes open, thus chose to seek the benefit of Store’s 
vast expenditures for advertising on the chance that it might prove enjoinable. 

Our controlling decision is Stork Restaurant v. Sahati, 166 F. 2d 348 (Cir. 9), 
and the cases there cited. That case, reversing the same District Court’s decision, 
was decided after the judgment in the District Court in the instant case. 

We there held that the use of the trade-mark of and name “Stork Club” by 
a small restaurant in San Francisco could be enjoined by the “Stork Restuarant, 
Inc.,” a New York corporation owning a widely advertised restaurant in New 
York City. There no real competition in the restaurant business was shown. There, 
as here, the defendant sought to maintain his burden of proof of laches in the plain- 
tiff. Plaintiff showed the mailing of protesting letters and defendant contested their 
receipt. We held the contention of absence of protest immaterial, stating “. . . . we 
hold in a case of this type that laches is no defense.” We there cited, at page 363, 
as the federal law the statement in McLean v. Fleming, 96 U. S. 245, 257, “Acqui- 
escence of long standing is proved in this case, and inexcusable laches in seeking 
redress, which show beyond all doubt that the complainant was not entitled to an 
account nor to a decree for gains or profits; but infringement having been proven, 
showing that the injunction was properly ordered, he is entitled to the costs in the 
Circuit Court; . . . (Emphasis supplied.)” 

Nor has Dunnell maintained his burden of proof of an estoppel. Stores’ letter 
to Dunnell of June 29, 1944, supra, shows no encouragement in Dunnell’s use of 
the words “Safe Way” and none of Stores’ witnesses or anyone else examined to 
show such encouragement or authority. 

Even assuming the absence of any competition of toilet tissues and Dunnell’s 
covers for protection of toilet users, Stores is entitled to its injunction. The prin- 
ciple is well stated in Judge Learned Hand’s opinion in Yale Electric Corporation 
v. Robertson, 26 F. 2d 972 (2nd Cir.), at page 974, 

However, it has of recent years been recognized that a merchant may have a sufficient 


economic interest in the use of his mark outside the field of his own exploitation to justify 
interposition by a court. His mark in his authentic seal; by it he vouches for the goods 
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which bear it; it carries his name for good or ill. If another uses it, he borrows the 
owner’s reputation, whose quality no longer lies within his own control. This is an injury, 
even though the borrower does not tarnish it, or divert any sales by its use; for a reputa- 
tion, like a face, is the symbol of its possessor and creator, and another can use it only as 
a mask. And so it has come to be recognized that, unless the borrower’s use is so foreign 
to the owner’s as to insure against any identification of the two, it is unlawful. Aunt 
Jemima Mills Co. v. Rigney, 247 F. 407 (C. C. A. 2) L. R. A. 1918C, 1039; Akron- 
Overland v. Willys-Overland, 273 F. 674 (C. C. A. 3); Vogue Co. v. Thompson-Hudson 
Co., 300 F. 509 (C. C. A. 6); Wall v. Rolls-Royce, 4 F. 2d 333 (C. C. A. 3).... 


The judgment ordering the registration of the trade-mark is reversed. 

The judgment denying Stores’ claim for a permanent injunction against Dun- 
nell’s use of the words “Safe Way” is reversed and the District Court ordered to 
render such an injunction. 


HEALY, C. J., dissenting : 


What appellee sought in the Patent Office and endeavors to effect by his bil! 
in equity here is the registration of his trade-mark as applied to his toilet seat covers 
made of tissue paper. His trade-mark consists of the words “Safe Way” followed by 
a dash, with a sketch of a toilet seat cover interposed between the words. The nature 
and practical limitations of his business are in a high degree peculiar; and an ap- 
praisal of the equities requires a more adequate statement of these limitations than 
I am able to find in the majority opinion. 

Appellee first adopted this mark for his seat covers in 1933 and has since con- 
tinued its use. He does not deal with the public generally, his product being 
unsuited to such a practice. He does business only with a special class of customers 
who maintain public rest rooms, namely, railroad and bus companies, gasoline serv- 
ice stations, hotels, office buildings, theaters, and the like. These concerns con- 
stitute his clientele. They do not, in their turn, vend or market his product. They 
place his dispensing cabinets in their public rest rooms where the seat covers, in- 
stalled in the cabinets in packages of about 100 each, are available without charge 
to those who desire to make use of them. The record substantially establishes 
the fact that toilet seat covers are not carried or sold in wholesale or retail stores 
and are not suitable for sale or distribution in this manner. Appellee learned by 
investigation and experience that stores, including Safeway, furnished no outlet 
for such an article. In a word, there is no demand for toilet seat covers on the part 
of the general public. Appellee advertises his business under the trade name “Sani- 
Guard Sales Co.” in mediums directed only to his special class of customers, and not 
to stores or to the public. 

At the outset of the discussion it should be noted that the law of trade-marks is 
but a part of the broader law of unfair competition. American Steel Foundries v. 
Robertson, 269 U. S. 372, 380. And the mere fact that one person has adopted 
and used a trade-mark on his goods does not prevent the adoption and use of the 
same trade-mark by others on articles of a different description, there being no 
property in a trade-mark apart from the business or trade in connection with which 
it is employed. American Steel Foundries v. Robertson, supra. 

The problem that has confronted the courts in trade-mark and unfair competi- 
tion cases is whether, under the facts of the particular case, there is likelihood 
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of the deception of customers, concretely, whether purchasers or prospective pur- 
chasers of an article of merchandise having a trade-mark are likely to buy it in 
the mistaken belief that it is the merchandise of another since it bears the other’s 
familiar symbol or trade name. The probability of deception is naturally enhanced 
where the articles are competitive. Even if non-competitive the use of the mark 
will be restrained or its registration denied if there is likelihood of the purchaser’s 
being misled by it into attributing the article to other than its true source. This, 
as a study of the underlying facts of the many cases will reveal, has been the pre- 
occupation of the judges. A few of the leading authorities developing the doctrine 
will be analyzed in a moment, but I desire first to mention the two salient, and I 
think, insupportable, postulates on which the majority here proceed, namely, (1) the 
supposedly competitive nature of the products of the parties, and (2) the assumed 
deception of gratuitous users as being the equivalent of buyer deception. 

(1) It needs no words of mine to differentiate between the sanitary role played 
by appellee’s seat cover and the peculiar office designed to be performed by Safe- 
way’s toilet paper. Safeway has not argued nor did the Patent Office find that 
the one competes with the other; it has remained for my associates to make that 
finding. Safeway’s argument is merely that the two articles have the same “de- 
scriptive properties”—an elusive phrase not now found in the statute as revised 
by the Lanham Act, and one with which the courts and the bar have heretofore 
wrestled with indifferent success. I prefer the restraint of the Patent Office and 
of Safeway to the elastic competitive theory of the majority. One might with equal 
plausibility find competition between earmuffs and children’s mittens. 

(2) It is clear on the face of the record that the gratuitous users of appellee’s 
seat covers cannot be classified as purchasers or prospective purchasers of seat 
covers. They are not in the market for such an article. The likelihood, if any, of 
their being deceived as to the source of the article would seem to be immaterial. 
Even if material there is no showing of a curious user’s ever having thought or 
assumed that Safeway Stores was the source of appellee’s toilet seat cover. 

The point in respect of the status of the gratuitous user as distinguished from 
that of a buyer may require a little further scrutiny, and I turn to a few of the 
modern trade-mark cases. In Radio Corporation of America v. Rayon Corporation 
of America, 139 F. 2d 833 [34 T. M. R. 103], the Court of Customs and Patent 
Appeals reversed the decision of the Commissioner favorable to the registration 


of Rayon Corporation’s trade-mark comprising the symbol oe the initials of 
which had long been used by the opposer Radio Corporation. The Commissioner, 
being no doubt imbued with a wholesome respect for the court’s decision, rejected 
appellee’s trade-mark on authority of that holding. It is of more than usual impor- 
tance, therefore, to understand what facts underlay the Rayon decision. The court, 
at page 837 of the published report, summarized the facts and its own process of 
reasoning thus 34 [T. M. R. 105]: “Appellant is concerned with radios and other 
radio electrical apparatus. Appellee applies its mark to knitted rayon materials. 
Both radios and knitted rayon materials are used in homes, and are often bought 
by the same class of people. Considering the fact that the notation ‘RCA’ has 
come to be known by the American public as meaning ‘Radio Corporation of Amer- 
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ica,’ it would be very reasonable for purchasers, upon seeing the ‘R.C.A.’ mark 
upon knitted rayon materials, to conclude that appelllant was engaged in, or was 
sponsoring, the manufacture of such goods.” This holding typifies the present-day 
philosophy on the subject, but I take it to be inadequate authority for the rejection 
of appellee’s trade-mark. 

Perhaps the most influential of the precedents is the opinion of Judge Learned 
Hand, speaking for the Second Circuit, in Yale Electric Corporation v. Robertson, 
Commissioner, et al., 26 F. 2d 972. The equitable bill there was between the Yale 
Electric Corporation as plaintiff and the Yale & Towne Company as defendant. 
The former had sought to register its trade-mark applied to flashlights and batteries 
consisting of the word “Yale” stamped thereon. The mark had long previously 
been used by Yale & Towne upon may sorts of hardware, especially upon locks and 
keys, but not on flashlights and batteries. The Patent Office rejected Yale Electric’s 
application and the Second Circuit held that it was right in so doing. The thing I 
desire to emphasize is that the products of both these parties were of the sort 
commonly sold to the general public in hardware and department stores and suitable 
for display in show cases, possibly side by side. The court said that “the record 
contains many instances where the defendant’s buyers did, or said that they should, 
suppose the plaintiff's flashlights to be one of the defendant’s products, and it is 
extremely probable that mistakes will continue unless the practice ceases.” It went 
on to say: “The law of unfair trade comes down very nearly to this—as judges 
have repeated again and again—that one merchant shall not divert customers from 
another by representing what he sells as emanating from the second. This has 
been, and perhaps even more now is, the whole Law and the Prophets on the sub- 
ae 

As in the above authorities, all the cases I] have been able to examine proceed 
on the basic fact of the likelihood of the confusion of people who are in the market 
as buyers. In the present instance, as I have endeavored to point out, appellee’s 
customers are the public service concerns. There is no evidence that they have 
ever been deceived or that there is any likelihood of their deception, and no claim 
to that effect is advanced by Safeway or by my associates. Appellee’s customers 
know the source of the seat covers they buy. Who, then, are the purchasers likely 
to be deceived by appellee’s trade-mark? So far as the record shows they are non- 
existent. The mind rejects as fanciful the argument that the casual user of appel- 
lee’s seat cover in a public rest room is exposed to a species of deception capable 


” 


of injury to Safeway. 

The case here is singularly unlike Stork Restaurant v. Sahati, 166 F. 2d 348, 
which my brothers regard as controlling. The parties to that suit were in the same 
line of endeavor. The Stork Club in New York, as everybody knows, had built 
up a national reputation as a night club. The defendants and their predecessors 
operated a night spot of sorts of their own at San Francisco where they dispensed 
drinks and food in a cocktail lounge, tavern and bar, and they advertised and some- 
times provided musical entertainment. They flagrantly pirated the name “Stork 
Club” in a patent effort to attract customers by using this highly advertised name, 
even going so far as to employ the original Stork Club’s well-known insignia of a 
stork in high hat and monocle. There is no palliative showing and the defendants 
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were without so much as the shadow of a moral or equitable defense. It is true 
that there are broad generalizations in this cour’s opinion in the Stork case, as there 
are in many of the unfair competition cases. Hence I think it is essential that in 
appraising these authorities we do not lose sight of the basic facts of each, for 
otherwise the prevailing law on the subject can neither be understood nor rationally 
and fairly applied. 

There is no adequate ground for believing that appellee was in bad faith in the 
selection of his mark. Bad faith, like fraud generally, is not presumed in the absence 
of persuasive proof either direct or circumstantial. And unless the court is pre- 
pared to accept as all-compelling the single circumstance that prior to 1933, a retail 
grocery chain had gained some prominence under the name Safeway Stores, and 
that appellee had seen some of its Los Angeles stores, we have nothing in this 
record on which to predicate a charge of deliberate copying. The word “Safeway” 
may, as my associates suggest, be a coined word, but the two words of appellee’s 
mark are not coined. They are words conjointly used in everyday speech and have 
been employed together in common parlance since the maturity of the language. 
Nor is appellee’s mark identical with Safeway Stores’ trade name. The words 
“Safe Way” with the representation of a toilet seat cover interposed between them 
constitute a distinctive mark giving to the eye an impression substantially unlike 
that given by the single word “Safeway.” It comprises a symbol appropriately 
descriptive of a sanitary method; and I am able to discover in this record no suffi- 
cient reason for debarring appellee from the use of the symbol, or from having it 
registered if he thinks registration helpful. He appears to have traded on nobody's 
reputation but his own; and there is not the slightest showing that his use of the 
symbol in his peculiar and praiseworthy enterprise had posed or is likely to pose 
any threat to the good name or busines of Safeway Stores. 

Finally, I desire to add a word concerning the court’s collateral order directing 
the entry of an injunction against appellee’s continued use of his mark. What I 
have to say on that subject would seem to require a preface. It does not follow 
as a matter of course that because the majority feel constrained to deny appellee's 
prayer for a decree compelling registration that they must perforce grant Safe- 
way’s counterclaim for injunctive relief. The two things are not necessarily rep- 
resentative of the two sides of a shield, although they ordinarily would be if the 
judges felt entirely free to make up their own minds. But the extraordinary 
emphasis which my brothers here place upon the deference which courts are obliged 
to pay to the findings of the Patent Office leads one to suppose that in considerable 
measure they have had their minds made up for them. What I wish to point out 
is that in respect of Safeway’s cross demand for equitable protection the court is 
obliged to defer to no views other than its own. On this phase we owe deference 
solely to the mandate of our own hearts, and appeals to doctrines of administrative 
finality will not serve. In this aspect of the case it is for the court alone to determine 
the weight and force of the evidence, to find the facts, and to decide where the 
equities lie; and it neither ought nor can evade its responsibility or surrender any 
measure of its authority. 

As concerns the allegations of its counterclaim Safeway has the burden of 
proof. It must, in order to entitle itself to the relief it seeks, establish its right 
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thereto by a preponderence of the evidence. I think it has not come forward with 
evidence, direct or circumstantial, showing that any unfairness or harm has so far 
developed from appellee’s use of his symbol, nor am I able to find in the record 
any facts indicative of a likelihood of harm in the future. Should circumstances 
hereafter change to the extent of creating a genuine condition of unfair competi- 
tion it will then be time enough for Safeway to ask the interposition of a court of 
equity.‘ 

On the other side it is a certainty that appellee will be seriously hurt if he is 
enjoined from the use of his mark. Over a period of fifteen years he has labored 
to build up a reputation for his trade-marked product and has succeeded in estab- 
lishing for his business a useful if comparatively modest place in the sun. It is 
to be remembered also that at no time prior to appellee’s filing in the Patent Office 
in 1942, after nine years of open use and prominent display of his symbol in many 
hundreds of public places in Safeway’s main theatre of operations, did that com- 
pany make the slightest protest against his use of the symbol. While Safeway claims 
that it was unaware of the use we are not in the circumstances obliged to credit its 
assertion. Its silence is a devastating commentary on the merits of its case, but 
here I speak of it particularly in the sense of laches. While I recognize that the 
matter of Safeway laches is of no moment so far as concerns the Patent Office 
determination, laches is a matter of vital significance in considering whether Safe- 
way is entitled to injunctive relief. It appears to me that on a balancing of the 
equities Safeway is not entitled to prevail. 





THE SINGER MANUFACTURING COMPANY, et at. v. GOLDEN, etc. 
No. 9542—C. C. A. 7—December 15, 1948 


Courts—REcOoRD ON APPEAL—CONTENTS 

Certain papers presented in original trial but not before District Court on contempt 

proceeding, held not part of record here. 
CourTs—ENFORCEMENT OF DECREE—CONTEMPT 

In determining question of contempt, court is limited to consideration of the order as 
written and not as it might have been; it is only a question of what decree means by plain 
intendment of the words used. 

Defendants, having been restrained from “advertising, offering for sale or selling as 
‘Singer parts’ or ‘Genuine Singer parts’ any sewing machine parts not manufactured by 
The Singer Manufacturing Company,” held to have violated the decree by substituting other 
parts for “Singer” parts when the latter were ordered; defendants’ use of ambiguous notice, 
in small type, on invoice held immaterial. 

UnFrair COMPETITION—PALMING OFF—GENERAL 

One who orders parts by manufacturer’s name, number and description has right to 
have his order filled as given. 

Defendants’ offering for sale parts not made by Singer, in response to orders for “Singer 
parts,” held to constitute palming off. 


4. The use of a registered trade-mark may of course be enjoined if its use results in unfair 
competition. Cf. observation of Judge Hand in Yale Electric Corporation v. Robertson, supra 
at p. 974. 
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Appeal from Northern District of Illinois. 

Unfair competition suit by The Singer Manufacturing Company, et al., against 
James Golden and Frances Golden, doing business as Golden Supply Company. 
Plaintiffs’ appeal from denial of petition for order to show cause why defendants 
should not be punished for contempt. Reversed. 


Edward S. Rogers, William T. Woodson, and B. W. Pattishall, of Chicago, IIL., 
for appellants. 

Morris I. Leitbman, Robert F. Carney, G. Kenneth Crowell, and Warren H. Young, 
of Chicago, IIl., for appellees. 


Before Major, Chief Judge, and Kerner and MINTON, Circuit Judges. 


Minton, C. J.: 

In an unfair competition suit, the District Court on September 25, 1944, in the 
here pertinent part of its decree enjoined the defendants-appellee from “(a) Adver- 
tising, offering for sale, or selling as ‘Singer parts’ or ‘Genuine Singer parts’ any 
sewing machine parts not manufactured by The Singer Manufacturing Company.” 
The latter company was one of the plaintiffs in the suit in which the decree was 
entered. 

On May 14, 1947, the plaintiffs in the original suit, in which the above decree 
of injunction was entered, filed their petition for an order to show cause why the 
defendants should not be punished for contempt of this order. Certain affidavits 
were filed in support thereof. On the same date the District Court entered an 
order to show cause, directing the defendants to appear thereto May 22, 1947. 
The defendants on June 2, 1947, filed a motion to dismiss this petition and to 
quash the order to show cause. 

On October 28, 1947, the District Court entered an order vacating and quashing 
its order of May 14, 1947, to show cause, sustaining the defendants’ motion to dis- 
miss, and denying the plaintiffs’ petition. The plaintiffs have appealed from this 
order. 

The affidavits attached to the petition showed that the plaintiffs had had cer- 
tain customers send orders to the defendants for “Singer parts” by number and 
description. The defendants filled these orders in large measure by substituting 
for “Singer parts” parts manufactured by others than Singer Manufacturing Com- 
pany, and in some instances by substituting an entirely different number from that 
ordered. It further appeared from the affidavits that only on expert experienced in 
the manufacture of sewing machine parts could tell by an ordinary examination 
who made the parts. 

The cause was submitted to the court on this petition and attached affidavits 
and on the defendants’ motion to quash and vacate the order and dismiss the petition. 
Some oral testimony of two witnesses was taken on a matter not pertinent to the 
contempt alleged in the petition. Certain papers presented to the court in the 
original trial, with an affidavit of the defendants’ attorney attached, were filed in 
the office of the Clerk of the District Court, September 25, 1944. The defendants’ 
counsel thereafter designated those papers to be included in the record on this 
appeal. Such papers do not appear to have been before the District Court in the 
contempt proceedings and are not part of the record here. 
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This is a contempt case based upon the order as written and not as it might 
have been written. It does not concern another judgment on the same facts be- 
tween the same parties, so as to involve the doctrine of res adjudicata, as the de- 
fendants so earnestly insisted. It is only a question of what this judgment or decree 
as written means by the plain intendment of the words used. Terminal R. R. Assn. 
v. United States, 266 U. S. 17, 45 S. Ct. 5, 69 L. Ed. 150. 

The issue that was before the court was one of unfair competition. The court 
found as a basis of its judgment that the “Defendants have advertised and sold as 
‘Singer parts’ and ‘Genuine Singer parts,’ parts not manufactured by plaintiff ‘The 
Singer Manufacturing Company.’”” The defendants had been found guilty of a 
plain case of palming off. This the court sought to stop by enjoining the defend- 
ants from “Advertising, offering for sale, or selling as ‘Singer parts’ or ‘Genuine 
Singer parts’ any sewing machine parts not manufactured by The Singer Manufac- 
turing Company.” The defendants do not deny that they submitted other parts 
for Singer parts when the latter were ordered. The defendants’ attempt to save 
themselves from a violation of the order by pointing to a note at the bottom of each 
invoice which reads as follows: 


Where a substitution is made, you will please understand that we are doing it to help 
you out—that the number you wanted wasn’t available anywhere. 

Also note this: We do not depend on one source of supply. We go anywhere and 
everywhere to give our customers the best possible service. 

You are under no obligation to keep any items that are not entirely satisfactory. 


This note was in such small type that it was very difficult to read without a 
reading glass. It will be observed that this note does not say a substitution had 
been made. It required a comparison of the order with the invoice to discover the 
substitution, and then the substitutions were discoverable by the ordinary pur- 
chaser only where another number had been substituted. This was not as bold 
pirating and as openly fraudulent as the custom of selling to the purchaser “X” 
articles as and for “Y” articles. 

When one orders parts by name of manufacturer, number, and description, he 
has a right to have his order filled as given, and if substitutions are made in cir- 
cumstances calculated to lead the purchaser to believe he is getting what he orders 
when he is not, it is not only a fraud upon the purchaser but also upon the manufac- 
turer of the goods ordered for which the substitution was made. This was palm- 
ing off, thinly disguised. 

In the instant case, it seems to us that the record is clear that the defendants 
were “offering for sale’’ some parts other than “Singer parts” by means of substitu- 
tion in a conscious effort to mislead the purchaser into believing his order for 
“Singer parts” was being filled with “Singer parts.” We think the decree was 
clearly susceptible of the construction that it enjoined the defendants from engag- 
ing in their method of substitution. We look only at the decree as written, the 
nature of the proceeding in general, and the specific findings upon which the decree 
is based, not to vary what the decree provides, but only to understand and apply it. 
On this record, we think the defendants hav violated the decree. 

The District Court evidently accepted the defendants’ contention in the con- 
tempt proceedings that the defendants’ method of substitution was not intended to 
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be covered by its decree of September 25, 1944, since the court in its order of 
October 28, 1947, “finds that the issues raised by the plaintiffs’ petition was fully 
heard and decided adversely to plaintiffs prior to and at the time of the entry of 
the decree herein on September 25, 1944.” Of course, we do not know what was 
presented and decided in that record except what the court put in its decree. Only 
the court’s decree and the defendants’ conduct are before us in this case for con- 
tempt. There is no question here of what the court might have provided or in- 
tended to provide. The only question we have is what the court did provide. 

We do not intimate what the court’s judgment should be on the petition. We 
decide only that the defendants’ conduct violated the order as written. The judg- 
ment of the District Court is reversed and the cause remanded to the District Court 
with directions to proceed in accordance with this opinion, 


AMERICAN CHICLE COMPANY v. AMERICAN CHEWING PRODUCTS 
CORP. 


No. 10799--U. S. D.C. D. N. J.—December 21, 1948 


CourTS—PLEADING AND PRACTICE—EFFECT OF DISMISSAL ON CONSENT 
Motion to dismiss denied, where prior suit between same parties was dismissed upon 
consent and without costs against either. 
Plaintiff held entitled to present its case here, for under the circumstances only upon 
final hearing can court consider facts bearing upon prejudice or estoppel or deal with 
merits of alleged infringement of plaintiff's trade-mark. 


Copyright infringement and unfair competition suit by American Chicle Com- 
pany against American Chewing Products Corp. Defendant's motion to dismiss 
complaint denied. 


Richard J. Fitzmaurice, of Orange, N. J., for plaintiff. 
Harold M. Blanchard, of Newark, N. J., for defendant. 


Fake, C. J.: 


Upon the consideration of the issues before me, in the above entitled cause, I 
am of the opinion that the case will have to go to final hearing. I regret this, very 
much, because of the extra burden which is placed on counsel for both sides. 

The complaint, in the instant case, is verified alleging an infringement of a 
copyright, and also charging unfair competition. A motion was made, before me, 
to dismiss the complaint on the grounds that the dismissal of a former action be- 
tween the parties was with prejudice to the present plaintiff ; that plaintiff is estopped 
to deny the right to the use of the defendant’s trade-mark; that plaintiff has ac- 
quiesced in the use of the trade-mark complained of by the dismissal of the former 
cause of action, on December 15, 1931, and because of the uninterrupted use of the 
trade-mark, by the defendant, from that date; and the plaintiff is guilty of laches. 

An examination of Equity case 4254 discloses, on December 15, 1931, this 
Court made an order, reading as follows: 


Upon the consent of the parties hereto it is ordered that the bill of complaint herein 
be dismissed without cost as to either party against the other. 
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From the foregoing it cannot be said either side was left prejudiced as against 
the other. This, however, cannot be read as final, and plaintiff here now, and in 
a new case, must be given an opportunity to present its case. Then and then only 
can the Court consider facts bearing upon prejudice, estoppel or acquiescence, or 
deal with the merits involved with the alleged infringement and plaintiff’s trade- 
mark. 

The issues involved, in the instant case, were submitted to the Court on affidavits 
and briefs. The Circuit Court of Appeals has ruled, in Hart v. Recordgraph, 169 
F. 2d 580, that this Court can consider such affidavits only “for the purpose of 
ascertaining whether an issue of fact is presented, but they cannot be used as a 
basis for deciding the fact issue.” I have dealt with this problem, somewhat criti- 
cally, in an opinion as yet unreported ; see Reynolds Metals v. Metals Disintegrat- 
ing Co., filed October 1, 1948. 





HIRSCH vy. SCOPARINO, etc. 
No. 9162—U. S. D. C. E. D. N. ¥Y.—December 13, 1948 


CourTS—J URISDICTION—JOINDER OF CAUSES 
Where complaint in substance alleges single ground for recovery, regardless of what 
names are attributed to causes of action, motion to dismiss unfair competition cause of 
action, joined with that for patent infringement, in suit between citizens of same state, 


denied. 


Patent infringement and unfair competition suit by Mano Hirsch against Frank 
Scoparino, Melchior Scoparino, Joseph Scoparino, and Josephine Scoparino, co- 
partners, trading as Composition Novelty Company. Defendants’ motion to dismiss 
unfair competition cause of action denied. 


Irving Berkelhammer, of New York, N. Y., for plaintiff. 
Henry L. Burkitt, of New York, N. Y., for defendants. 


Incu, C. J.: 


This is a motion to dismiss a cause of action in plaintiff’s amended complaint, 
mainly on the ground that as there is no question of diversity, this Court has no 
jurisdiction. 

The original complaint alleges infringement by defendants of two patents duly 
granted and issued to plaintiff. In other words, in the main, plaintiff set forth the 
usual allegations in a patent suit. However, in certain paragraphs, plaintiff alleged 
that the defendants, by misrepresentation and false pretenses, after learning of the 
granting of the patents, obtained information in detail of the method of construction, 
etc., and thereupon proceeded to deceive the public that the defendants were the 
inventor, and thereby caused substantial damage to the plaintiff. This complaint 
was filed June 21, 1948. 

On November 9, 1948, plaintiff filed an amended complaint, which is the subject 
of this motion. By this complaint, the first cause of action is the patent suit. The 
second cause of action repeats all the allegations of the first cause of action, and 
then entitles this second cause of action as one for “unfair competition.” It there- 
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upon sets forth that defendants and plaintiff were friends, that before the granting 
of the patents, defendants agreed to pay royalties to plaintiff in return for dis- 
closure, that after the granting of the patents, the defendants sought technical 
information about them, that defendants then proceeded to manufacture and sell the 
products embodying the said invention, and plaintiff now claims that this is “unjust 
enrichment.” 

Defendants move to dismiss this second cause of action on the ground that this 
Court has no jurisdiction because all the parties are concededly citizens of the State 
of New York. 

There are other grounds urged, but jurisdiction is the important one. 

This preliminary motion to dismiss is the usual delay in a controversy of this 
sort, oftentimes resulting in an ordinary issue at the trial. But nevertheless, while 
this Court cannot pass upon the merits at this stage, if it has no jurisdiction be- 
cause of the lack of diversity, the case cannot be finished at one trial, and the 
parties must be told to go elsewhere. 

In substance, it seems to me that the controversy is simply this: plaintiff has 
been duly granted a patent which he claims the defendants are infringing. He also, 
in his second cause of action, alleges that they are deliberately infringing, because 
they learned about this invention through promises and friendship, and are deceiv- 
ing the public into believing that they invented the method in the making of a 
doll, etc. 

It seems to me that all of this could properly be tried out under the first cause 
of action, regardless of what names are attributed to causes of action. Apparently 
plaintiff claims he is the inventor, and that defendant learned of his intention, and 
in various ways have proceeded to infringe. If this is so, it does not seem to me 
that the two counts set forth causes of action that are entirely separate, one Federal 
and one non-Federal, but that they set forth what, in substance, is a single ground 
for recovery, to wit, the unlawful use of a patent, with the necessary accounting, 
etc. 

I am quite aware that this subject has been carefully considered in numerous 
opinions. See Hurn v. Oursler, 289 U. S. 238 [23 T. M. R. 267] ; Musher Founda- 
tion, Inc. v. Alba Trading Co., Inc., U. S. C. A. 2, 127 F. 2d 9 [32 T. M. R. 366] ; 
Zalkind v. Scheinman, et al., U. S. C. A. 2, 139 F. 2d 895, and many others, and 
is somewhat difficult at this stage of the proceeding to trim a pleading as precisely 
as way be desired. 

However, it is my opinion that substantially all the material evidence required 
of plaintiff, in order to succeed, will bring before the Court by him or the defend- 
ants, sufficient to dispose of both causes of action. Therefore, the motion to strike 
out the second cause of action for lack of jurisdiction is denied. As to the remainder 
of the motion, I think the complaint is sufficiently definite and certain to require 
an answer. Thereafter there is ample procedure open to both parties for the ascer- 
tainment of facts. 

Settle order on notice. 
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SUN COSMETIC SHOPPE, INC. v. ELIZABETH ARDEN SALES CORPO- 
RATION AND MIRROR COSMETIC SHOPPE, INC. v. 
ELIZABETH ARDEN SALES CORPORATION 


No. 47-258, 47-259—U. S. D. C. S. D. N. Y.—December 4, 1948 


Courts—JuRIspDICTION—Morions TO DISMISss 
Defendant’s motion to dismiss complaints under Robinson-Patman Act granted where 
wrongs complained of were alleged to have taken place wholly within intrastate commerce, 
although defendant is generally engaged in interstate commerce and some of raw materials 
used in manufacturing defendant’s goods were shipped in interstate commerce. 
Plaintiffs granted leave to amend complaints to allege discrimination between plaintiffs’ 
and defendant’s customers, who are plaintiffs’ competitiors, in other states. 


Treble damage suits, under Robinson-Patman Act, by Sun Cosmetic Shoppe, 
Inc., and by Mirror Cosmetic Shoppe, Inc., against Elizabeth Arden Sales Corpora- 
tion. Defendant’s motion to dismiss complaints granted and motion for summary 
judgment denied without prejudice. 


Morris Siegel, of New York, N. Y., for plaintiffs. 
Townley, Updike & Carter (J. Howard Carter and John R. Schoemer, Jr., of 
counsel), of New York, N. Y., for defendant. 


Huvsert, D. J.: 


Defendant moves for summary judgment or in the alternative seeks an order 
dismissing the complaint in each action, urging that this court lacks jurisdiction 
over the subject matter of the actions and further contends that the complaints 
are insufficient in law. 

The plaintiffs, Sun Cosmetic Shoppe, Inc., and Mirror Cosmetic Shoppe, 
Inc., are New York corporations, and bring these actions under the Robinson- 
Patman Act, 15 U. S. C. A. Section 13, to recover from the defendant $46,800 
in each action, as treble damages for alleged violations of the Act. 

Plaintiffs, engaged in the retail sale of cosmetics, allege that defendant disignated 
plaintiffs in 1938 as agencies to sell its products, that up to May, 1948, defendant 
represented to plaintiffs that it sold its goods to plaintiffs at the same price and 
upon the same terms as it was affording to plaintiffs’ competitors. It is further 
claimed by plaintiffs that demonstrators were furnished to some of defendant’s 
customers, who were competitors of plaintiffs, but not to the plaintiffs. Plaintiffs 
also allege that they continued to purchase defendant’s products until May, 1948, 
when they learned of the alleged discrimination, i.e., defendant was making re- 
bates or allowances to plaintiffs’ competitors in the City of New York and furnish- 
ing some of them with services and facilities not afforded to plaintiffs. 

Defendant, Elizabeth Arden Sales Corp., is a Delaware corporation, and “it 
has its offices and principal place of business at 681 Fifth Avenue, New York, N. Y.” 
All of defendant’s officers have business addresses in this state, and most of them 
reside here as well. 

Prior to January 1, 1948, all cosmetics manufactured by Elizabeth Arden, Inc., 
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a New York corporation, were purchased from it by defendant for resale to cosmetic 
retailers. These cosmetics were manufactured in New York. 

On January 1, 1948, defendant leased the manufacturing plant from Elizabeth 
Arden, Inc., and since that time has manufactured the cosmetics. It is at that 
location alone that Elizabeth Arden cosmetics are manufactured, packaged in con- 
tainers, and made ready for shipment to retailers.” 

Plaintiffs’ orders were made and filled in New York from stocks held by defend- 
ant at its Long Island City, N. Y., plant. Deliveries were made wholly within the 
City of New York, where they were offered by plaintiffs for sale to the retail 
trade. 

On the argument of these motions it was admitted that defendant is generally 
engaged in interstate commerce. Defendant also admits that some of the raw 
materials used in the manufacture of cosmetics were acquired by Elizabeth Arden, 
Inc., or by Elizabeth Arden Sales Corp., from sources outside the State of New 
York. 

Defendant argues that since the wrongs complained of took place wholly within 
intrastate commerce there has been no violation of the Robinson-Patman Act; 
that merely because defendant is generally engaged in interstate commerce does 
not mean that defendant is subject to that Act in regard to the transactions in ques- 
tion here. 

Plaintiff's position, on the other hand is that since the defendant has engaged 
in interstate commerce generally it “thereby became amenable to the provisions of 
the Robinson-Patman Act in all of its transactions including those that might have 
been local or intrastate.”” The transactions involved in these actions, according to 
plaintiffs, are part of the overall picture of interstate activity engaged in by the 
defendant. 

The applicable sections of the statute involved in this case are subdivisions 
(a) dealing with unlawful price discrimination, (d) and (e) of Section 1 of the 
Robinson-Patman Act, 15 U. S. C. Section 13, which read as follows: 

(d) It shall be unlawful for any person cngaged in commerce to pay or contract for 
the payment of anything of value to or for the benefit of a customer of such person in 
the course of such commerce as compensation or in consideration for any services or 
facilities furnished by or through such customer in connection with the processing, 
handling, sale or offering for sale of any products or commodities manufactured, sold, 
or offered for sale by such person, unless such payment or consideration is available on 
proportionally equal terms to all other customers competing in the distribution of such 
products or commodities. 

(e) It shall be unlawful for any person to discriminate in favor of one purchaser 
against another purchaser or purchasers of a commodity bought for resale, with or with- 
out processing, by contracting to furnish or furnishing, or by contributing to the furnish- 
ing of, any services or facilities connected with the processing, handling, sale, or offering 
for sale of such commodity so purchased upon terms not accorded to all purchasers on 
proportionally equally terms. (Italics for emphasis.) 

While the latter subdivision does not contain the clauses “engaged in commerce” 
and “in the course of such commerce” that subdivision (d) contains, this language 
is to be read into subdivision (e). Elizabeth Arden Sales Corp. v. Gus Blass Co., 
150 F. 2d 988 (C. C. A. 8th, 1945) cert. den. 326 U. S. 773; Elizabeth Arden, Inc. 
v. Federal Trade Commission, 156 F. 2d 132 (C. C. A. 2nd, 1946). 
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The Robinson-Patman Act grew out of an investigation made by the Federal 
Trade Commission, aided by a strong lobby. Its purpose was to curb the advan- 
tageous buying position of large chain stores. 46 Yale Law Journal 447. The act 
does not, however, affect chain stores alone; rather by the use of broad language 
it is applicable to all classes of marketing. 80 Cong. Record 6674 (April 30, 1936). 

There is no doubt that the defendant is a “person engaged in (interstate) com- 
merce.’ Thus the ultimate question for determination here is whether the trans- 
actions which form the basis of plaintiffs’ causes of action occurred “in the course 
of such commerce.” 

In considering this question it is well to look into the background of the Robin- 
son-Patman Act to determine so far as possible the Congressional intent in using 
the phrase. Discussing subdivision (a) of Section 13 of Title 15 U. S. C. (Section 
2a of the Clayton Act as amended by the Robinston-Patman Act) which contains 
the jurisdictional test above referred to, the Senate Report contains the following: 


Section 2(a) attaches to competitive relations between a given seller and his several 
customers, and the clause is designed to extend its scope to discriminations between inter- 
state and intrastate customers, as well as between those purely interstate. . . . When 
granted by a given seller to his customers in other states and denied to those within 
the State, they involve the use of that interstate commerce to the burden and injury of 
the latter. When granted to those within the State and denied to those beyond, they 
involve conversely a directly resulting burden upon interstate commerce with the latter. 
Both are within the proper and well-recognized power of Congress to suppress. Sen. 
Rep. No. 1502, 74th Cong. 2nd Session (1936). 


In discussing jurisdiction under the Act, the Court of Appeals for the Third 
Circuit said the following in Shaw’s, Inc. v. Wilson-Jones Co., 105 F. 2d 331 (1939) : 


Section 2 of the Act was designed, however, to prevent interference with the current 
of commerce. For the provisions of the Section to be operative, goods or commodities 
must be in the flow of commerce, or services must have been rendered or have been con- 
tracted to be rendered in connection with goods or commodities so placed. We may 
surmise that if the goods or commodities are not wholly within that flow, they at least 
must be touched by it, affected by it, so to speak. This we think to be limitation imposed 
by Congress. 


This test is quite broad, but it appears to be in line with the Congressional intent 
in enacting the statute, as evidenced by the above quotation from the Senate Report. 
An examination of the complaint in this action reveals that it does not meet this 
test as it now stands. The facts alleged have been referred to above. The dis- 
crimination complained of is referred to paragraphs eighth and eleventh which read 
as follows: 


Eighth: That during the time that the plaintiff maintained such agency for the sale 
and distribution of the defendant’s products, the defendant represented to the plaintiff 
that the goods and merchandise which it sold and would sell to the plaintiff would be 
sold at the same prices and upon the same terms as similar goods and merchandise which 
it was then selling and intended to sell to its other customers located in the City of New 
York, State of New York. 

Eleventh: That subsequent to May, 1948, the plaintiff learned that the defendant had 
discriminated against it in the price of goods and merchandise sold to it, and had paid 
and contracted to pay to its competitors in the City of New York, State of New York, 
by rebate or allowance, something of value, and furnished to a number of its competitors 
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in the City of New York, services and facilities connected with the sale and offering for 
sale of such goods and merchandise so purchased upon terms not accorded to the plaintiff, 
.... (Italics supplied.) 


It is to be noted that all the discrimination alleged in the complaint was between 
the plaintiffs and its competitors in the City of New York. However, on the argu- 
ment of the motion, and their brief, plaintiffs aver that they were “in competition 
with similar establishments in the State of New York, New Jersey, and other states.” 
And “Demonstrators’ services were furnished to many of defendant’s customers 
in the City and State of New York and in other States of the United States.” 

The court, in its reluctance to dismiss a pleading, often follows one of two 
courses: (1) it exercises its discretion under Rule 12 and defers the determina- 
tion of any legal issues raised thereunder by motion until the trial, cf., Equitable 
Life Insurance Society v. Saftlas, 35 F. Supp. 62 (E. D. Penna., 1940) ; Dysart v. 
Remington Rand, Inc., 31 F. Supp. 296 (D. Conn., 1939) ; Hawn v. America S. S. 
Co., 26 F. Supp. 428 (W. D. N. Y., 1939) ; or (2) the court may grant the motion 
to dismiss the pleading but grant the pleader leave to amend his pleading to correct 
defects, cf., Rule 15(a) F. R. C. P. 

It appears that if plaintiffs amend their complaints to include the allegations 
made on the argument of this motion, the jurisdictional defects of the complaints 
will be remedied. 

In accordance with the foregoing discussion the motions to dismiss the com- 
plaints are granted with leave to the plaintiffs to amend the complaints within 20 
days after entry of an order hereon. 

In view of this disposition of the motion to dismiss the complaints, the motion 
for summary judgment is denied without prejudice, and defendant’s time to answer 
is hereby extended to 20 days subsequent to the filing of the amended complaint. 

Settle order on notice. 


PARAMOUNT INDUSTRIES, INC. v. SOLAR PRODUCTS CORPORA- 
TION, ET AL. 


No. 8981—U. S. D. C. E. D. N. Y.—December 2, 1948 


CourTs—J URISDICTION—MotTIons TO DISMISS 
In suit for patent infringement and unfair competition, between citizens of the same state, 
where unfair competition relates to infringement of patent, held that cause of action cover- 
ing unfair competition inust be amended by confining allegations of unfair competition to 
acts committed subsequent to the date of granting of the patents set forth in first cause of 
action; motion to dismiss granted with leave to amend. 


Patent infringement and unfair competition suit by Paramount Industries, Inc., 
against Solar Products Corporation, Lamplighter Corporation of America, and 
R. H. Macy Co., Inc. Defendants’ motion to dismiss unfair competition cause of 
action granted with leave to amend. 


Harry J. Halperin and Laurence B. Dodds, of New York, N. Y., for plaintiff. 
Pennie, Edmunds, Morton & Barrows (George E. Middleton, of counsel), of New 
York, N. Y., for defendants. 
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RayYFIEL, D. J.: 


The amended complaint herein sets forth two causes of action. The first cause 
of action is for damages for infringement of two certain patents, the first of which 
was issued on September 9, 1947. The second cause of action is for damages for 
unfair competition covering the period of the first cause of action as well as a 
period antedating the granting of such patents. 

The defendants move to dismiss the second cause of action upon the grounds 
(1) that the cause of action fails to state a claim upon which relief can be granted 
and (2) that the court lacks jurisdiction over the subject matter of such claim. 

Jurisdiction under either cause of action is not based upon a claim of diversity 
of citizenship. The first cause of action is before this court because it involves a 
Federal statute. The second cause of action states a valid claim for unfair com- 
petition with respect to the articles alleged to infringe on said patents, at least for 
the period beginning with the date said patents were granted. The second cause 
of action standing alone, being a common law action of a non-federal nature, would 
not ordinarily give this court jurisdiction of such action, but, since it has been joined 
in a single complaint with a cause of action involving a federal statute this court 
has jurisdiction of both causes. (Hurn v. Oursler, 289 U. S. 238, 53 S. Ct. 586, 
77 L. Ed. 1448 [23 T. M. R. 267]; Armstrong Paint & Varnish Works v. Nu- 
Enamel Corporation, 305 U. S. 315, 59 S. Ct. 191, 83 L. Ed. 195 [29 T. M. R. 3]; 
and Wisoff, et al. v. Freedman, et al. (D. C. E. D. N. Y.), 26 F. Supp. 216.) 

However, inasmuch as some of the acts complained of in the second cause 
of action antedate the first cause of action, and relief for such acts cannot be had 
in this court, I am constrained to dismiss the second cause of action, with leave 
to the plaintiff, however, within twenty days after service of a copy of the order 
to be made and entered herein to amend the second cause of action by confining 
the allegations of unfair competition to a time subsequent to the granting of the 
patents set forth in the first cause of action. Settle order on notice. 





FAYETTE R. PLUMB, INC. v. PLOMB TOOL COMPANY 
No. 5441—U. S. D. C. S. D. Cal.—October 28, 1948 


TRADE-MARKS—TRADE-MARK USE—PARTICULAR INSTANCES 
Use of “Plomb Tool Company” on tools, with and without supplemental mark “Proto,” 
held to constitute trade-mark use of corporate name in sales. 





Various uses of “Plomb” and “Plomb Tool Company,” on display boards, in magazines, i 
catalogues and other methods of advertising, held to constitute trade-mark use of corporate [ 
name in advertising. k 


CourTS—ENFORCEMENT OF DeEcREE—CONTEMPT 
Defendant held in contempt of court for violation of decree by making trade-mark use 
of its corporate name in selling tools similar to plaintiff's and by advertising the word 
“Plomb” in connection with tools. 
TRADE-MARK INFRINGEMENT—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Defendant and its subsidiaries ordered to require salesmen to cease dealing in or selling 
tools similar to plaintiff’s in the use of the word “Plomb” in any manner and to cease j 
advertising the word “Plomb” in any manner immediately. ? 


Py fo EN A Oe TENE > een I nT Ea 
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CouRTS—AMENDMENT OF DECREE—PARTICULAR INSTANCES 

Exercise of reserved power to amend decree refused, where plaintiff failed to show 
change of circumstances since date of decree or occurrence of unforeseen conditions. 

Defendant’s violation of decree held not sufficient cause for amendment. 

CoURTS—ENFORCEMENT OF DECREE—DAMAGES, Costs AND DISBURSEMENTS 

Right of civil litigant to compensatory fine in contempt proceeding depends upon out- 
come of basic controversy and plaintiff’s actual loss. 

As amount of damages does not appear of record, Master is appointed to hear and report 
on profits and plaintiff's expenses incurred in investigating defendant's violations of the 
decree. 

Successful plaintiff in contempt proceeding awarded attorney’s fee, as expenses, in the 
sum of $35,000 and costs against defendant. 


Motion to hold defendant in contempt for violation of consent decree and for 
modification thereof. Motion granted holding defendant in contempt but denied 
as to modification. 


Walter L. Bruington and Ralph C. Barrow, of Beverly Hills, Cal., and Mason, 
Fenwick & Lawrence (Edward G. Fenwick and Boynton P. Livingston, of 
counsel), of Washington, D. C., for plaintiff. 

O’Melveny & Myers (Pierce Works and Rodney K. Potter, of counsel), of Los 
Angeles, Cal., for defendant. 


CAVANAH, D. J.: 


The plaintiff, a Pennsylvania corporation, seeks by its motion a decree to adjudge 
the defendant in civil contempt for alleged violations of certain provisions of a 
consent ‘decree of this court rendered on March 24, 1947, wherein the rights of 
the parties were determined as to the use of the word “Plomb” as a trade-mark 
and for a modification thereof. 

The motion asserts that the defendant be punished for violations of an injunc- 
tion provided for in the decree, wherein it and its subsidiary corporations were 
enjoined and restrained from making any use of the word “Plomb” or any repre- 
sentation, simulation, or suggestion thereof, or in conjunction with other letters, 
words or phrases in any way or manner as a trade-mark as distinguished from a 
nontrade-mark use of such word “Plomb” in defendant’s corporate name or title 
in connection with the manufacture, advertising or sale of tools from and after 
three years from March 24, 1947, and to adopt and place in active use as its prin- 
cipal trade-mark a new trade-mark in lieu of the mark from which it has been 
enjoined and thereafter shall no longer advertise the enjoined trade-mark. 

In response to the motion the defendant in its answer in opposition to the 
charges and for a modification of the decree alleges that it has compiled in all 
respects and in good faith with each and every term and provision of the decree. 

Thus, it will be observed that the issue is presented as to whether the trade- 
mark of the plaintiff “Plumb” was by the defendant and its subsidiary corporations 
under the terms of the decree infringed as to produce confusion in the minds of 
the public. 

The scope of the inquiry as to the situation and activities of the parties are con- 
fined to a period of time since the entry of the decree on March 24, 1947, as their 
rights and activities prior thereto were adjudicated by the decree, and so we are 
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here concerned as to what the decree provides and the conduct of the defendant 
since its entry. This requires the consideration of a voluminous record containing 
oral testimony and numerous exhibits, and the conclusion to be reached therefrom 
must be guided by the fundamental rule that the burden of proof rests upon the 
plaintiff to establish the charges set forth in its motion by clear and convincing 
evidence. 

The decree adjudges that the word “Plumb” is a valid and subsisting trade- 
mark of the plaintiff and registered in the United States Patent Office and is the 
property of the plaintiff's in respect to tools. The provisions of it urged by the 
parties to be considered and controlling in determining the issues presented by the 


motion are: 


(a) That the defendant shall, within one year from the date hereof, adopt and place 
into active use as its principal trade-mark a new trade-mark in lieu of the mark from 
which it has been enjoined, and thereafter shall no longer advertise the enjoined trade- 
mark. 

(b) That the defendant and each and every of its agents, servants, employees and 
subsidiary corporations and each and every person, firm or corporation holding or claim- 
ing under the said defendant and/or its successors or assigns are hereby perpetually 
enjoined and restrained from making any use of the word “Plomb” or of any representa- 
tion, simulation, or suggestion thereof, alone or in conjunction with other letters, words, 
or phrases, in any way or manner as a trade-mark (as distinguished from a nontrade-mark 
use of said word “Plomb” in and as a part of the corporate name or title of said defend- 
ant, as, for example, “The Plomb Tool Co.”) in connection with the manufacture, adver- 
tising and/or sale of tools, from and after three years from the date hereof. 

(c) Both during and after said three-year period and so long as plaintiff, its suc- 
cessors, assigns or subsidiary corporations shall use or continue to use the aforesaid 
trade-mark “Plumb” in connection with the manufacture, sale or advertising of its or 
their products, or shall use or employ or continue to use or employ the word “Plumb” 
in or as a part of its or their corporate or other name, title or style, and so long as 
the defendant shall use the word “Plomb” or any simulation, representation, or sug- 
gestion thereof, alone or in conjunction with other letters, words or phrases as a part 
of its corporate or other name, title or style, or in any other or different way or manner 
at all, said defendant, its officers, agents and employees shall be and they hereby are 
enjoined and restrained from dealing in, selling, advertising or manufacturing, alone 
or by or through others, those certain tools, or tools substantially similar thereto, listed 
in plaintiff's Catalogue No. 41 (which is herein incorporated by reference). The fact, 
standing alone, of ownership by the defendant of the stock control of a subsidiary corpo- 
ration shall not be deemed to constitute such subsidiary an agent of the defendant within 
the meaning of this paragraph of this decree. 

(d) The Court expressly reserves power and jurisdiction to amend the terms of this 
decree if such amendment be found necessary to further protect the legal or equitable 
rights of either party hereto, including, without being limited to, the trade-mark of 
the plaintiff and all rights of plaintiff appurtenant thereto. 


It will be seen that the defendant shall within one year from the date of the 
decree of March 24, 1947, adopt and place into active use as its principal trade- 
mark a new trade-mark in lieu of the mark from which it has been enjoined, 
namely, the word “Plomb,” and thereafter shall no longer advertise it. In its answer 
to the motion the defendant admits that from and after the effective date of the 
decree and continuously thereafter it has used and is now using the corporate title 
“Plomb Tool Company,” but denies that its dealers and subsidiaries continue to 
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supply the buying public products of the plaintiff’s, and asserts that it has not 
advertised the word “Plomb” or advertised or utilized tools similar to those under 
the trade-mark “Plomb” and that it has adopted and placed into use several trade- 
marks and is now using as its principal trade-mark the mark “Prato,” registered 
in July, 1948, which was suspended by the Patent Office until the outcome of these 
proceedings, and prior thereto it had used the name “Prime,” which was denied 
by the Patent Office. This, then, brings us first to the consideration of the evi- 
dence as to whether the defendant had adopted and placed into active use as its 
principal trade-mark a new trade-mark other than the word “Plomb” as decreed 
within the period of one year referred to above in paragraph (a). 

The term trade-mark is a word, name, symbol or device or any combination 
thereof lawfully appropriated by another to distinguish his specific product. The 
decree here is broad in enjoining the defendant from making any use of the word 
“Plomb” or any simulation, representation, or suggestion thereof, alone or in con- 
junction with other letters, words or phrases in the production or marking or 
stamping on tools of the word “Plomb.” The advertising of such a mark is pro- 
hibited after March 24, 1948. 

It is apparent from the evidence that the defendant continued using the mark 
“Plomb” after March 24, 1948. It continued to conduct the same kind of business 
after March 24, 1948, as before, and the same kind of business of plaintiff’s in deal- 
ing in, advertising and selling similar products, such as tools. Similarity of names 
is recognized as a basis of relief. 

The decree and evidence establishes that the plaintiff had a valid trade-mark 
and the defendant had no right to use the word “Plomb” in its corporate name 
when in the sale and advertising of tools similar to those of plaintiff. Similarity 
of manner causes confusion and mistake and are sufficient under the decree to 
justify the claim of violation of the decree, Buzby v. Keystone Oil & Mfg. Co., 
206 F. 136; Vicks Medicine Co. v. Vick Chemical Co., 11 F. 2d 33; Thaddeus 
Davids Co. v. Davids, 233 U. S. 461; Rogers Co. v. Wm. Rogers Manufacturing 
Co., 70 F. 1011. The conclusion is justified that the defendant has made an 
asserted trade-mark use of its corporate name in its advertising and sale. The 
court gave the defendant one year to adopt a new trade-mark and two additional 
years within which to dispose of tools bearing the infringing mark in the possession 
of either the defendant or its dealers, but the defendant continued using the name 
“Plomb Tool Company” as a trade-mark without supplemental mark “Proto.” It did 
not substitute “Proto” for “Plomb.” Its marking of tools where “Proto” was used in 
connection with ““Plomb Tool Company.” The first “Proto” signs of only 25,000,000 
covering the 80,000,000 enjoined were not used until in September, 1948. The 
advertising of the enjoined trade-mark was made nearly all through the medium 
of display boards by the defendant’s own boards. Other methods of advertising 
appears since the date of the decree, such as an advertisement in the Saturday 
Evening Post, which used in large type the word “Plomb” and the source of the 
product appears the words “Plomb Tool Company”; another, the word “Stream- 
lined,” claimed and used by the defendant, and known as “Miss Plomb,” a young 
lady appearing on the covering page of a catalogue of the defendant’s and who ap- 
pears to have nothing on but a small ribbon representing the only protective cover- 
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ing, and associated with the defendant. Through its advertising, which constitutes 
a violation of the nonadvertising clause of the decree, the defendant’s witness said 
that the effect it had on the public was many. Other advertisements appear, such 
as in the Memphis, Tennessee, telephone directory of ““Plomb Tool, Boxer” of the 
defendant, in which tools were shipped, some marked “Plomb Tool Co.” and 
“Proto Plomb Tool Co.,” and other instances where the word “Plomb” is used in 
connection with other names and letters, all of which represent a “‘simulation” and 
a “suggestion” of “Plomb.” 

As has been said, paragraph four of the decree [paragraph (c) above] prohibits 
both during and after the three-year period as long as the plaintiff continues to use 
the trade-mark “Plumb” in connection with the manufacture, sale or advertising 
of its products and as long as the defendant shall use the word “Plomb,” the de- 
fendant is enjoined in dealing in or selling certain tools similar to the tools listed 
in plaintiff’s catalogue No. 41. This paragraph prohibits the defendant from sell- 
ing competing products immediately. The tools offered for sale by both parties 
in many instances were similar. 

Taking the record as a whole it appears clearly that the defendant has violated 
the decree, which constitutes civil contempt of the court. 

It then follows what relief is available to the plaintiff as it does not appear from 
the evidence the amount of damages, if any, that the plaintiff has sustained by 
reason of the defendant violating the decree in the manner stated. It is therefore 
thought that the defendant should acccount to the plaintiff, and a Master is ap- 
pointed to hear and take testimony relating to the account as to profits, if any, that 
the plaintiff is entitled to from sales of tools with the same or similar mark “Plomb” 
after March 24, 1948, and plaintiff's actual expenses incurred in investigating the 
alleged violations of the decree, and report to the court within two months. 

The right as a civil litigant to a compensatory fine is dependent upon the out- 
come of the basic controversy and the plaintiff’s actual loss. United States v. United 
Mine Workers of America, 330 U. S. 258; Leman v. Krentler-Arnold Co., 284 
U. S. 448; Parker v. United States, 126 F. 2d 370; Judelshon v. Black, 62 F. 2d 
116; Norstrom v. Wahl, 61 F. 2d 910. 

Futher, the defendant and its subsidiaries are ordered to require its salesmen 
to cease dealing in or selling tools which are the same as or similar to those of 
the plaintiff’s in the use of the word “Plomb” in any manner by the use of words, 
phrases, symbols, or devices or any combination thereof, and to cease advertising 
the word “Plomb” in any manner by the use of words, phrases, symbols, or any 
combination thereof immediately. 

The contention of the plaintiff that under paragraph six of the decree [para- 
graph (d) above] the terms of it should be amended so to further protect the 
legal or equitable rights of the parties is not tenable under the evidence, as the 
principle of law applicable is that the plaintiff must show a change of circum- 
stances occurring since its rendition or new unforeseen conditions occurring. Such 
conditions do not appear from the evidence, and the terms of the decree are capable 
of interpretation when the specific instances therein referred to are considered. 
A noncompliance or violation of the decree are not sufficient. 

By reason of the conclusion thus reached the defendant has caused the plaintiff 
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to incur an expense as an attorney’s fee in the present proceedings, and therefore 
the plaintiff is allowed as such the sum of $35,000.00 and costs to be paid by the 
defendant. 

Findings and decree’ will be prepared by counsel for the plaintiff and pre- 
sented. 


1. Decree entered November 16, 1948, follows: 


IN THE District Court OF THE UNITED STATES 
For THE SOUTHERN Districr or CALIFORNIA 
CENTRAL Division 


Fayette R. PLums, Inc, Civil Action No. 5441-O’C 
Plaintiff, ORDER 


(Granting motion to hold defendant in contempt; 

denying motion for modification; appointing special 

master; awarding certain profits, costs and attorney's 

Proms Toot Company, fees to plaintiff; requiring certain acts of defendant 
Defendant. as therein set forth.) 


US. 


The above entitled cause came on regularly for trial in the above entitled court, Honorable 
Charles C. Cavanah, Judge of said court presiding, on September 28, 1948, the plaintiff, 
Fayette R. Plumb, Inc., a Corporation, appearing and being represented by its attorneys, Walter 
L. Bruington and Ralph C. Barrow of Beverly Hills, California, and Mason, Fenwick & 
Lawrence, Edward G. Fenwick and Boynton P. Livingston of Washington, D. C., and the 
defendant, Plomb Tool Company, a Corporation, appearing and being represented by its at- 
torneys, O’Melveny & Myers, Pierce Works and Rodney K. Potter of Los Angeles, California, 
whereupon evidence, both oral and documentary, on behalf of the several parties was offered 
and received, and the court having duly considered the evidence and arguments and briefs of 
counsel and being fully advised in the premises, 

Ir Is Heresy OrperED, ADJUDGED AND DEcREED as follows: 

1. The motion of the plaintiff to have this court hold the defendant in contempt is granted. 

2. The defendant is adjudged to be in contempt of court. 

3. The defendant is ordered forthwith to comply with the decree granted by this court on 
March 24, 1947, by ceasing to print, mark, stamp or otherwise place on or affix to hand tools 
and to labels, containers, packages, receptacles, display boards and decals for use on or in 
connection with such hand tools and to cease advertising the word “Plomb” and all symbols 
or devices suggestive of such word, both when used alone and when used in conjunction with 
other words, letters, phrases, symbols, and devices and whether or not in the expression “Plomb 
Tool Company” in any way to indicate the name, identity or source of origin of hand tools of 
the defendant. 

4. The defendant is ordered forthwith to comply with said decree by ceasing to deal in, 
sell, manufacture and advertise files, hammers and other tools the same as or similar to those 
listed in plaintiff’s catalogue number 41, so long as the defendant uses the word “Plomb” as 
a trade-mark or otherwise and whether in its corporate title or otherwise and so long as the 
plaintiff uses the word “Plumb” as a trade-mark or otherwise and whether in its corporate 
title or otherwise. 

5. The defendant is ordered forthwith to comply with said decree by causing its officers 
and employees to stop dealing in, selling, manufacturing and advertising hammers, files, and 
other tools the same as or similar to those listed in plaintiff’s catalogue number 41, so long 
as such officer or employee is an officer or employee of defendant and the defendant uses the 
word “Plomb” as a trade-mark or otherwise and whether in its corporate title or otherwise 
and the plaintiff uses the word “Plumb” as a trade-mark or otherwise and whether in its 
corporate title or otherwise. 

6. The court orders the defendant to account for and pay to plaintiff, and the court awards 
to the plaintiff all profits which the defendant has made and shall make from the sale of hand 
tools stamped or marked after March 24, 1948 with the word “Plomb,” whether alone or as 
a part of the mark “Plomb Tool Company” or otherwise, or with any symbol or device sug- 
gestive of the word “Plomb” or the word “Plumb,” for so long a period as the said defendant 
shall continue to sell tools thus marked after said date, together with plaintiff’s costs and 
expenses in investigating, preparing and presenting the motion to punish for contempt, includ- 
ing an allowance of $35,000.00 on account of attorneys’ fees, and plaintiff’s court costs. 

7. The court appoints Howarp V. CALVERLEY special master to conduct an accounting 
and determine the amount of such profits, expenses and costs assessed by this court and awarded 
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GEORGE BENZ SONS, INC. v. SCHENLEY DISTILLERS 
CORPORATION, Et AL. 


No. 124—S. Ct. Minn.—December 24, 1948 


TrapE-MarKS—ABANDONMENT—MINNESOTA STATUTE 
Nonuse of whiskey mark, during war and from 1942 to 1946, held not to constitute 
abandonment under 1945 Minnesota statute providing for conclusive presumption of aban- 
donment upon basis of three years discontinuance of use. 
Courts—STATUTORY CONSTRUCTION—GENERAL 
Courts will presume that laws were enacted for the future and not for the past; laws 
are not to be construed retrospectively unless clearly so intended by the legis.ature. 


Appeal from District Court, Ramsey County. 

Certiorari proceedings to review order of State Liquor Control Commissioner, 
by George Benz Sons, Inc., against Schenley Distillers Corporation and Dudley C, 
Ericson, as Liquor Control Commissioner of State of Minnesota. George Benz 
Sons, Inc., appeals from quashing of writ. Affirmed. 


Paul C. Thomas, of St. Paul, Minn., for George Benz Sons, Inc., appellant. 

Sanborn, Jackson & Biorn, of St. Paul, Minn., for Schenley Distillers Corporation, 
respondent. 

J. A. A. Burnquist and Ralph A, Stone, of St. Paul, Minn., for Dudley C. Ericson, 
as Liquor Control Commissioner of State of Minnesota, respondent. 


GALLAGHER, J.: 


George Benz Sons, Inc., appeals from an order of the District Court quashing 
a writ of certiorari brought to review an order of respondent liquor control com- 
missioner cancelling appellant’s registration therein of the label or trade name “Blue 
Ribbon” as applied to straight whiskey and ordering it registered in the name of 
Bernheim Distilling Company. 

The question presented is whether Bernheim Distilling Company, which claims 
ownership of this label, had abandoned use thereof, under Minn. St. 1941, 340.62, 
as amended by L. 1945, c. 291, Section 1 (now M. S. A. 340.62), which provides : 


(3) After the sale of any brand of intoxicating liquor as hereinbefore described has 
been discontinued within this state for a period of three years by the manufacturer or 
wholesaler distributing it, said brand and its brand label and any and all registrations 


to the plaintiff herein. The report of said master shall be submitted to the court on or before 
the 29th day of December, 1948. 

8. The motion of the plaintiff for a modification of the decree at this time by ordering 
defendant to stop all uses of the word “Plomb” is denied. 


Dated: November 6th, 1948. 
Cuaries C. CAVANAH, 


Judge. 
APPROVED AS TO Form: Judgment entered November 16, 1948 
O’ME.tveny & Myers Docketed November 16, 1948 
Book 54 Page 60 
By Coe eee r reser eeeeresneeeeeseeeeeeseecs EpmunNp L. SMITH, 
Attorneys for Defendant. Clerk, 


By C. O. Srmmons, 
Deputy. 
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thereof in this state shall thereafter he conclusively presumed to have been abandoned by 
said manufacturer and/or wholesaler. 


Appellant asserts that such statute is retrospective in its application, and that 
thereunder the evidence clearly established that Bernheim Distilling Company, which 
had not sold whiskey under the “Blue Ribbon” label for more than three years 
subsequent to 1942, must be held to have abandoned the use of such label so as to 
justify appellant’s acquisition of the same as hereinafter set forth. 

Respondents deny that the statute is retrospective in its application and further 
assert that at no time was the label abandoned in Minnesota. 

The label “Blue Ribbon,” sometimes used in the form “Old Blue Ribbon,” 
originated in 1876. It was first owned by Eminence Distilling Company, a corpo- 
ration, and registered by it in the United States Patent Office in 1906. In 1919, 
George Benz & Sons, Inc., a Minnesota corporation, succeeded Eminence Distilling 
Corporation in the ownership thereof. A second corporation, named George Benz 
Sons, Inc., in turn succeeded George Benz & Sons, Inc., in the ownership. This 
latter corporation, for convenience, will be hereinafter referred to as Benz No. 1. 

In 1942, and for some years prior thereto, Benz No. 1 was licensed to and 
did engage in the wholesale liquor business in Minnesota. It owned both the 
federal and Minnesota trade-mark registrations covering the “Blue Ribbon” label. 
In 1942, all of its shares of stock were sold and transferred to Bernheim Distilling 
Company, a Kentucky corporation, a subsidiary of Schenley Distillers Corporation, 
one of the respondents herein. The latter is the authorized agent in Minnesota 
for Bernheim Distilling Corporation in sales of seraight whiskey under the “Blue 
Ribbon” label. For convenience, these companies will hereinafter be referred to 
as Bernheim and Schenley. 

Shortly subsequent to such transfer of stock to Bernheim, the latter purchased 
from Benz No. 1 all of its lands, buildings, machinery, plant equipment, bottled 
liquors, trade-marks, trade names, and good-will. By additional bills of sale, 
Benz No. 1 conveyed to it specific assignments of the “Blue Ribbon” label. There- 
after, on December 31, 1942, Benz No. 1 was dissolved under the laws of Minnesota. 

During the recent war, because of the diversion of manufactured alcohol into 
defense industries, no whiskey was imported into Minnesota under the “Blue 
Ribbon” label. During that period, however, some 875 cases of “Blue Ribbon” 
whiskey previously on hand here were sold throughout the state by Famous Brands, 
Inc., a Minnesota corporation owned and controlled by Schenley. 

It is undisputed that from 1942 to 1946 Bernheim registered the label and all 
assignments thereof in the office of the Secretary of State of Minnesota; in the 
United States Patent Office; and in various federal alcohol administration units. 
In 1946, it renewed its original United States Patent Office registration thereof. 
It repeatedly sold straight whiskey under the “Blue Ribbon” trade-mark outside 
Minnesota, but was unable to import any into the state. 

In December, 1942, Minnesota Commerical Alcohol Corporation was organized. 
Its stockholders were the same as the former stockholders of Benz No. 1. On 
December 23, 1943, a wholesale liquor license was issued to it by the liquor control 
commissioner. On September 18, 1944, it changed its name to George Benz Sons, 








146 THE TRADE-MARK REPORTER 39 T. M.R. 





Inc. For convenience, it will hereinafter be referred to as Benz No. 2. It is not 
successor to, nor does it derive any rights from, the old corporation, Benz No. 1. 

On January 2, 1946, Benz No. 2, appellant herein, filed its application with 
the state liquor control commissioner for registration of the label and trade-mark 
“Blue Ribbon” to be applied to blended whiskey. The commissioner granted 
the application, and registration was made by him on that day. On January 11, 
1946, appellant made a single sale of one-quarter of a case of blended whiskey 
under the “Blue Ribbon” label to a licensed dealer in Minnesota. 

In September, 1946, respondent Schenley, as agent of Bernheim and authorized 
by it to use the label in Minnesota, sought to register it with the liquor control 
commissioner. Its application was denied. Subsequently, on March 12, 1947, a 
new application therefor was filed by Schenley as agent for Bernheim, whereupon 
the commissioner ordered a hearing, in which both Benz No. 2 and Schenley ap- 
peared and presented evidence as to their rights in and claims to the label. 

Based upon evidence outlined above, the commissioner theerupon made his order 
granting to Schenley, as agent for Bernheim, exclusive right to the use of the label 
“Blue Ribbon” in Minnesota; registering such label in Bernheim as owner; and 
cancelling the previous registration in the name of Benz No. 2. Subsequently, 
the District Court approved the commissioner’s action. 

On appeal, it is urged that M. S. A. 340.62, which became effective on April 
13, 1945, was retrospective in its application; that, because the evidence clearly 
disclosed that neither Schenley nor Bernheim had made use of the “Blue Ribbon’”’ 
label within the state for a three-year period prior to such date, they must be deemed 
to have abandoned use thereof; and that appellant, thereafter the first to apply for 
its registration, became its lawful owner. 

1. We do not believe Section 340.62(3) is retrospective in its application. On 
the contrary, it seems clear that a period of three years from the date of its passage 
must elapse before it could be said that the use of any label or brand had been 
abandoned by the owner thereof within the state. 

Prior to the 1945 amendment, registration was not required. The preamble 
to the 1945 amendment provides that “The commissioner shall hereinafter estab- 
lish a register for such brand labels,” (italics supplied) and clearly indicates the 
intention of the legislature that the regulation therein relating to registrations and 
the use of registered labels was to apply to future acts and circumstances rather 
than to those already past. 

The 1945 amendment as a whole consistently relates to future actions. After 
its passage, a brand label might be registered, even though the use thereof had been 
discontinued within the state for a period of two years. Wartime conditions ren- 
dered impossible the sale of many brands of liquor subsequent to 1942. Under 
the construction suggested by appellant, all brands which could not be placed on 
the market for three years prior to the passage of the act would automatically be 
wiped out the date the amendment was passed. We do not believe the legislature 
intended any such drastic result, and the plain language of the act indicates to 
the contrary. 

2. Section 645.21 specifically provides that no law shall be construed to be retro- 
active in its application unless clearly so intended by the legislature, exemplifying 
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the principles that laws must look forward, and that the courts will presume their 
enactment was for the future and not for the past. White v. United States, 191 
U. S. 545, 24 S. Ct. 171, 48 L. ed. 295. Laws are not to be construed retrospec- 
tively unless clearly so intended by the legislature. Brown v. Hughes, 89 Minn. 
150, 94 N. W. 438; Board of Education v. Anderson, 205 Minn. 77, 285 N. W. 80. 

Based upon this construction, which in our opinion is in accord with the legisla- 
tive intent, it is clear that at the time Schenley applied for registration of the “Blue 
Ribbon” label the period during which it could be held to have been abandoned 
had not expired. In consequence, the commissioner was correct in his finding that 
no abandonment thereof had been established under Section 340.62(3). 

The order is affirmed. 


HYDROPONIC CHEMICAL COMPANY v. YORK PHARMACAL COM- 
PANY anp YORK PHARMACAL COMPANY v. HYDROPONIC 
CHEMICAL COMPANY 


Commussioner of Patents—December 3, 1948 


TrADE- MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Liquid insecticide held goods of the same descriptive properties as plant food. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Hy-Po” held confusingly similar to “Hyponex,” used on similar goods, under 1905 
Act. 
CANCELLATIONS—Cross PETITIONS—PARTICULAR INSTANCES 
Petition of Hydroponic for cancellation of York registration of “Hy-Po” having been 
sustained, York petition for cancellation of Hydroponic’s “Hypozene,” based on York’s alleged 
rights in “Hy-Po” must be dismissed. 
TRADE-MARKS—CONFUSING SIMILARITY—CUMULATIVE DIFFERENCES 
So-called “doctrine of cumlative differences” held inapplicable. 


Appeals from Examiner of Interferences. 

Trade-mark cancellation petitions by Hydroponic Chemical Company against 
York Pharmacal Company and by York Pharmacal Company against Hydroponic 
Chemical Company. 

York Pharmacal Company appeals from decision dismissing its petition and sus- 
taining that of Hydroponic Chemical Company. Affirmed. 


A. H. Golden, of New York, N. Y., for Hydroponic Chemical Company. 
Clarence A. O’Brien and Harvey B. Jacobson, of Washington, D. C., for York 
Pharmacal Company. 


Dantes, A. C.: 


By stipulation, the above identified cancellation proceedings were considered 
upon the same record and briefs, and a single decision by the Examiner of Inter- 
ferences disposed of both proceedings. The facts being interrelated, they will be 
so considered on this appeal. 

In cancellation No. 4863, Hydroponic Chemical Company (hereinafter referred 
to as Hydroponic), sought cancellation of the registration of York Pharmacal Com- 
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pany (hereinafter referred to as York), No. 423,803, registered September 10, 1946, 
which discloses the mark “Hy-Po,” applied to a “liquid insectide.” That petition 
for cancellation was based upon Hydroponic’s prior use, and ownership of the 
trade-mark “Hyponex” and of registration thereof under the Act of 1905, No. 
373,639, registered December 12, 1939, for “plant food (Hydroponic chemicals for 
soil or soilless culture ).” 

In cancellation No. 4907, York requested cancellation of Hydroponic’s registra- 
tion No. 422,367, registered July 16, 1946, under the Trade-Mark Act of 1905, of 
the trade-mark “Hypozene” for “a chemical used for the generation of a green- 
house fumigant.” Ownership of the trade-mark “Hy-Po” and the registration 
thereof above identified was set up as a basis for the right to such cancellation. 

In each proceeding it was alleged that concurrent use of the marks involved 
upon the goods stated, would be likely to result in confusion in trade and decep- 
tion of purchasers within the meaning of the confusion in trade clause of Section 
5 of the Trade-Mark Act of 1905. Priority on the part of Hydroponic in the use 
of “Hyponex” for plant food is established by the registration above referred to, 
and no question is raised as to such priority. York, however, took testimony to 
establish use of “Hy-Po” prior to any use of “Hypozene” by Hydroponic. It is 
considered that the testimony, together with the invoices, receipts, and documentary 
evidence, in support thereof, clearly establishes use of this mark by York on Sep- 
tember 5, 1945, which is prior to any date of use of “Hypozene” alleged or proven 
by Hydroponic. 

The Examiner of Interferences has found that the marks of the parties, “Hypo- 
nex” and “Hy-Po” are confusingly similar and that Hydroponic’s plant food and 
York’s insecticides possess the same descriptive properties. He has accordingly 
sustained Hydroponic’s petition to cancel a registration of the trade-mark “Hy-Po.”’ 
As to York’s application to cancel Hydroponic’s trade-mark “Hypozene” for “a 
chemical used for the generation of a greenhouse fumigant,” it was conceded that 
the products possess the same descriptive properties, and that the marks are so 
similar that their concurrent use with these products would be likely to cause con- 
fusion in trade. On these facts the Examiner of Interferences correctly summar- 
ized the question involved as follows: 


In view of the above, it seems to the examiner that the rights of the parties herein 
are dependent upon whether or not the plant food and the insecticide, upon which the 
marks “Hyponex” and “Hy-Po” are respectively used, possess the same descriptive prop- 
erties. If it be found that the chemical plant food and insecticide involved in cancellation 
No. 4863 possess different descriptive properties, then it necessarily follows that Hydro- 
ponic’s petition for cancellation should be dismissed, and that York’s petition for can- 
cellation No. 4907, should be sustained, since the latter would then be in the position of the 
prior user as to its mark “Hy-Po” for goods possessing the same descriptive properties 
as those with which Hydroponic uses the confusingly similar notation “Hypozene.” 

On the other hand, however, should the contrary be found, then Hydroponic’s petition 
for cancellation should be sustained by reason of its prior use of the mark “Hyponex.” 
By the same token, York would then be precluded from herein asserting any right of 
ownership in the mark “Hy-Po” since it would not have been entitled to the use thereof 
as against Hydroponic, when it filed its application for registration; hence its petition 
for cancellation of Hydroponic’s mark “Hypozene” should be dismissed. 
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The principal question for consideration on this appeal is therefore whether or 
not the goods of the parties possess the same descriptive properties. In addition 
York contends that ““Hy-Po” and “Hyponex” differ to an extent that taken in con- 
nection with specific differences which exist between the insecticide and a plant 
food upon which they are used that, even if these products are found to possess 
the same descriptive properties, the “cumulative differences” between the marks 
and the goods are sufficient to avoid any likelihood of confusion. Vick Chemical 
Co. v. Central City Chemical Co., 22 C. C. P. A. 996, 75 F. 2d 517 [25 T. M. R. 
179]. 

By stipulation of facts it is established that Hydroponic’s plant food is sold 
generally in the same type of stores that self fumigants and insecticides, and that 
Hydroponic’s products bearing the marks “Hypozene” and ““Hyponex” are sold in 
drug stores, grocery stores, feed and fertilizer stores, hardware stores, and florists’ 
stores. York contends that its insecticide is designed primarily for household use, 
whereas Hydroponic’s plant food is employed in agricultural pursuits. The labels 
accompanying York’s application would indicate that its insecticide is primarily for 
household use. But its definition of goods in the registration is not limited to in- 
secticides for such use. It must also be noted that the specimens accompanying 
Hydroponic’s plant food and certain of the outlets through which it is sold, indi- 
cate that its plant food is primarily designed for use in the cultivation of household 
plants, rather than for general agricultural use. 

While the fact that they are both sold in the same stores is not controlling, it 
would appear that both are chemicals which would be used in ordinary household 
usuage and might be used together. 

It is considered that they are so similar in character and use that use of the 
same or similar marks thereon would give rise to likelihood of confusion. That 
these are goods of the same descriptive properties can hardly be questioned. Ford 
Motor Car Company v. Ford Insecticide Corporation, 69 F. Supp. 935, 72 U. S. 
P. Q. 355; McKesson & Robbins, Incorporated v. First Texas Chemical Manufac- 
turing Co., 34 C. C. P. A. 877, 159 F. 2d 770 [37 T. M. R. 160]; West Disin- 
fecting Company v. Owen, 35 C. C. P. A. 843, 165 F. 2d 450 [38 T. M. R. 318]. 

‘““Hy-Po” as used by York constitutes the major portion of Hydroponic’s mark 
“Hyponex.” They are considered sufficiently similar that their use of goods of 
the same descriptive properties would give rise to likelihood of confusion in trade. 
Since the products here involved are considered to be considerably closer than those 
involved in Vick Chemical Co. v. Central City Chemical Co., supra, the so-called 
doctrine of ‘cumulative differences” cannot apply. Riedel & Co., Inc. v. Ortho 
Products Inc., 594 O. G. 430, 72 U. S. P. Q. 31. 


The decisions of the Examiner of Interferences are affirmed. 
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SILENT HOIST WINCH & CRANE CO. (SILENT HOIST & CRANE CO., 
INC., ASSIGNEE, SUBSTITFTED) v. HYSTER COMPANY 


Commissioner of Patents—December 6, 1948 


OpposITIONS—Proor or Use—Errect or 1920 Acr REGISTRATION 
Since 1920 registration does not constitute prima facia evidence of ownership opposer 
has taken testimony and held to have established its priority. 
Trape-Marks—Marks Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Hyster Karry Krane,” the words “Karry Krane” being disclaimed, held not confusingly 
similar to “Krane Kar.” 
CANCELLATIONS—GROUNDS FoR ReLtieF—Lack or Exctusive USE 
Opposer’s registration of “Krane Kar,’ under 1920 Act, cancelled because of lack of 
exclusive use during the year prior to filing application; fact that other users spelled desig- 
nation “Crane Car” held immaterial. 
CANCELLATIONS—Proor OF DAMAGE—GENERAL 
Applicant-counterclaimant as competitor of opposer held to have sufficient interest to sus- 
tain its petition for cancellation. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Silent Hoist Winch & Crane Co. (Silent Hoist & 
Crane Co., Inc., assignee, substituted) against Hyster Company. Applicant counter- 
claimed for cancellation of opposer’s registration. Opposer appeals from dismissal 
of notice of opposition and cancellation of its registration. Affirmed. 


Robert S. Allyn, of New York, N. Y., for opposer. 
Harold L. Cook, of Portland, Ore., for applicant. 


DANIELS, A. C.: 


This is an appeal from a decision of the Examiner of Trade-Mark Interferences 
which dismissed the notice of opposition to applicant’s application for registration 
of a trade-mark, Serial No. 474,078, under the Trade-Mark Act of 1905, and sus- 
tained applicant’s counterclaim for cancellation of a registration of a trade-mark 
under the Trade-Mark Act of 1920, owned by opposer. The application to which 
opposition is made seeks registration of the words “Hyster Karry Krane” (the 
initial ‘““K” of the last two words being extended horizontally in simulation of a 
crane boom) as a trade-mark for “mobile cranes.” The words “Karry Krane” 
are disclaimed apart from the mark as shown. Opposer’s registration, cancellation 
of which is sought by applicant’s counterclaim, and which was recommended by the 
Examiner of Interferences, consists of the words “Krane Kar,” registration No. 
342,056, registered December 29, 1936, under the Trade-Mark Act of 1920, for 
“portable hoists or cranes.” 

The opposition to the registration of applicant’s mark is based upon opposer’s 
prior use of the words “Krane Kar,” as disclosed in the 1920 registration above 
referred to, for “portable hoists or cranes.” Since that registration does not con- 
stitute prima facie evidence of ownership, opposer has taken testimony and has 
established its prior use of that mark for the goods stated. No questions as to such 
prior use, nor as to the goods possessing the same descriptive properties are raised, 
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although applicant points out that there are specific differences between the prod- 
ucts. 

The evidence will not be reviewed in detail. ‘“Hyster,” which appears on a 
separate line, with the words “Karry Krane” in slightly smaller type below it, forms 
a very conspicuous part of applicant’s mark as presented. It has heretofore been 
registered under the Act of 1905 and applicant’s right to registration of that word is 
not questioned by opposer, whose objection relates solely to the inclusion of the 
disclaimed words “Karry Krane,” and it is alleged that confusion in trade with 
opposer’s goods within the meaning of Section 5 of the Trade-Mark Act of 1905 
will result from their use and registration. This phrase has also heretofore been 
registered by applicant, registration No. 399,641 to Williamette Hyster Company, 
registered January, 1943, under the Act of 1920. That registration was heretofore 
involved in a cancellation proceeding brought by this opposer and based upon its 
ownership of ““Krane Kar” (also registered under the Act of 1920). In that pro- 
ceeding it was held that the marks of the parties (““Krane Kar” and “Karry Krane’’) 
which are the same marks here involved, were not confusingly similar, and that 
no damage could result to petitioner (opposer here) from the continued existence 
of the registration of “Karry Krane” under the Trade-Mark Act of 1920. (588 
O. G. 681, 69 U. S. P. Q. 469; Petition for reconsideration, 590 O. G. 532, 70 
U.S. P. Q. 423.) 

It appears to me unnecessary to add anything to the comments contained in the 
decision of the First Assistant Commissioner in that case. The conclusions to be 
derived from the facts here presented are in my opinion the same as those drawn 


by the First Assistant Commissioner in that decision. Nothing is pointed out 
which would lead me to believe that the application of law to such facts is even 
subject to question. It is true that certain additional evidence purporting to show 
actual confusion are presented in this record. To some extent these alleged in- 
stances of confusion are the same as those presented in the earlier proceeding, and 
those which are not the same are of similar nature and can be considered at most 
merely cumulative and subject to the comments contained in the two decisions 


, 


above cited. In addition, the mark here sought to be registered is ‘““Hyster,” with 
the words “Karry Krane” disclaimed. How opposer can be damaged by the inclu- 
sion of such disclaimed material identical with the mark already registered under 
the Act of 1920 is not clear from this record and opposer cites no authority which, 
in my opinion, supports any right to base an opposition on the inclusion of such 
descriptive and disclaimed words. 

With respect to the counterclaim, the Examiner of Interferences found, and it 
is conceded by stipulation that “Crane Car” has been employed by numerous con- 
cerns as a designation of mobile equipment carrying cranes. (See stipulation at- 
tached to the record on behalf of Hyster Company.) While the uses referred to 
related to railroad equipment, all such equipment was mobile, and in some instances 
self-powered, so it is entirely clear that applicant was not the sole user of the mark 
during the one year period prior to its application for registration of the mark under 
the Trade-Mark Act of 1920. Opposer contends that the use of “K” instead of 
“C” as the initial letter of the words distinguishes from the prior uses. No case 
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has been called to my attention in which such substitution of a letter, leaving the 
word phonetically the same, has been held sufficient to sustain a registration. As 
held by the Supreme Court of the United States in Standard Paint Company vy 
Trinidad Asphalt Manufacturing Company, 220 U. S. 446, 1911 C. D. 530: 

Bad orthography has not yet become so rare or so easily detected as to make a word 
the arbitrary sign of something else than its conventional meaning, as different, to bring 
the example to the present case, as the character of an article is from its origin of owner- 
ship. 

Applicant as a competitor of the opposer in the sale of mobile crane equipmer* 
has sufficient interest to sustain such a petition for cancellation. Barber-Colima» 
Co. v. Overhead Door Corporation, 20 C. C. P. A. 1118, 65 F. 2d 147 [23 T. M. R 
251]; Burmel Handkerchief Corporation v. Cluett, Peabody & Co., 29 C. C. P. A 
1024, 127 F. 2d 318 [32 T. M. R. 306]. 

There are other questions raised before the Examiner of Interferences, par- 
ticularly laches, which do not appear to be pressed on this appeal but which are ir 
any event fully covered by the Examiner of Interferences and as to which I agree 
with his conclusions. 

The decision of the Examiner of Interferences is affirmed. 





SMITH, KLINE & FRENCH LABORATORIES v. KETO CHEMICAL. 
COMPANY, INC. 


Commissioner of Patents—December 10, 1948 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Desoxyephedrin-hydrochloride held goods of the same descriptive properties as medicinal! 
agent to affect the central nervous system, simujJating the effects produced by ephedrine, under 
1905 Act. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
Where goods of both parties are medicinal and pharmaceutical products, fact that one is 
sold in bulk for manufacturing purposes and the other is in finished state, in the form of 
tablets or solutions to be taken orally and sold primarily on prescription of a physician, held 


immaterial. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Oxydrene” held confusingly similar to “Dexedrine,” used on similar goods, under 1905 


Act. 

Appeal from Examiner of Interferences. 

Trade-mark opposition by Smith, Kline & French Laboratories against Keto 
Chemical Company, Inc. Applicant appeals from decision sustaining notice of op- 
position. Affirmed. 


Busser & Harding, of Philadelphia, Pa., for Opposer. 
Leon M. Strauss, of New York, for Applicant. 
DanlieEts, A. C.: 


This is an appeal from a decision of the Examiner of Trade-Mark Interferences 
sustaining an opposition to registration of applicant’s mark ““Oxydrene” under the | 
Trade-Mark Act of 1905, as a trade-mark for desoxyephedrin-hydrochloride to be 
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sold in bulk for manufacturing purposes. The specimens and drawing show the 
word within a diamond outline. In the notice of opposition, opposer relies upon 
its ownership of several marks, and registrations thereof under the Trade-Mark 
Act of 1905, the most pertinent of which is “Dexedrine,” No. 373,000, registered 
November 21, 1939, for a “medicinal agent to affect the central nervous system, 
and to stimulate peripheral neuro-muscular mechanisms under the control of the 
sympathetic nervous system simulating the effects produced by ephedrine.” Like- 
lihood of confusion, within the meaning of Section 5 of the Trade-Mark Act of 
1905, between applicant’s mark and the marks of opposer, as applied to the goods 
of the parties, is alleged. 

Since opposer’s registrations under the Act of 1905 antedate any date upon 
which applicant can rely, no question of priority exists. Applicant contends that 
neither the marks nor the goods of the parties are confusingly similar, and that 
even though the products are considered to possess the same descriptive properties, 
the “cumulative differences” between the marks and the goods remove any likelihood 
of confusion. Both are, however, medicinal and pharmaceutical products, and ap- 
pear to be quite similar in character, and must be considered goods of the same 
descriptive properties. Thymo Borine Laboratory v. Winthrop Chemical Com- 
pany, Inc., 33 C. C. P. A. 1104, 155 F. 2d 402 [36 T. M. R. 204] ; Winthrop Chem- 
ical Company, Inc. v. Abbott Laboratories, 587 O. G. 517, 69 U. S. P. Q. 412; 
West Disinfecting Company v. Owen, 35 C. C. P. A. 843, 165 F. 2d 450 [38 T. M. 
R. 318]; Campbell Products, Inc. v. John Wyeth & Brother, Incorporated, 31 
C. C. P. A. 1217, 143 F. 2d 977 [34 T. M. R. 248]. 


While the application specifies applicant’s goods as “to be sold in bulk for 


’ 


manufacturing purposes,” and applicant contends that opposer’s products are “‘in 
finished state, namely, in the form of tablets or solutions to be taken orally, and 
sold primarily on prescription of a physician,” this cannot affect the descriptive 
properties of the goods or the likelihood of confusion. Winthrop Chemical Com- 
pany, Inc. v. Abbott Laboratories, supra; Thymo Borine Laboratory v. Winthrop 
Chemical Company, Inc., supra; Campbell Products, Inc. v. John Wyeth & Brother, 
Inc., supra. Goodrich Drug Company v. Cassada Manufacturing Company, 46 App. 
D. C. 146, 1917 C. D. 133. Even though the marketing methods might create a 
distinction they are of course subject to change at any time. Universal Paper 
Products Co. v. Bemis Bro. Bag Co., 28 C. C. P. A. 848, 116 F. 2d 294 [36 T. M. R. 
27]. As to the similarity of the marks I agree with the Examiner of Interferences’ 
conclusions that “in its entirety applicant’s mark ‘Oxydrene’ is believed to quite 
closely resemble each of the opposer’s marks, but more particularly the mark 
‘Dexedrine.’ . . . It is believed that the resemblances between the marks here in- 
volved are entirely too close to enable their concurrent use for the respective prod- 
ucts of the parties without likelihood of confusion in trade or deception of purchas- 
ers as to the origin thereof.” McKesson & Robbins, Inc. v. American Foundation 
for Dental Science, 32 C. C. P. A. 1235, 150 F. 2d 420 [35 T. M. R. 262] ; McKes- 
son & Robbins, Incorporated v. First Texas Chemical Manufacturing Co., 34 C. C. 
P. A. 877, 159 F. 2d 770 [37 T. M. R. 160]; Celanese Corporation of America v. 
E. I. du Pont de Nemours & Company, 33 C. C. P. A. 857, 154 F. 2d 143 [36 
T. M. R. 130, 133}. 
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Puerto Rico Distilling Co. v. The Coca-Cola Co., 28 C. C. P. A. 1143, 120 F. 2d 
370 [36 T. M. R. 330], and the other cases cited by applicant on the subject of 
“cumulative differences,” in view of specific differences between the goods and marks 
involved are not considered applicable in view of the close similarity of both the 
marks and goods involved herein. 

For the foregoing reasons the decision of the Examiner of Interferences is af- 
firmed. 


EUREKA WILLIAMS CORPORATION vy. DOBKIN 


Commissioner of Patents—December 14, 1948 


TRADE-MarKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Combined door check and deodorant diffuser and deodrant cartridge for use therein, held 
goods of different descriptive properties from air conditioning systems and heating, cooling, 
dehumidifying and humidifying units for air conditioning systems and parts thereof, undet 


1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Eureka Vacuum Cleaner Company (name changed 
to Eureka Williams Corporation) against Israel Dobkin. Opposer appeals from 
dismissal of notice of opposition. Affirmed. 


Edwin J. Balluff, of Detroit, Mich., for opposer. 
Christy, Parmalee & Strickland, of Pittsford, Pa., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dismissing 
a notice of opposition to an application for registration of a trade-mark under 
under the Act of 1905. The mark sought to be registered consists of the word 
‘“‘Aeromatic” as applied to a “combined door check and deodorant diffuser and 
deodorant cartridge for use therein.” 

As a ground for opposition, opposer relies upon ownership of a number of reg- 
istrations and marks which include the suffix “omatic” for various heating, refrig- 
erating, air-conditioning, and laundry devices and systems, the most pertinent of 
which was found by the Examiner of Interferences to be the trade-mark “Air-O- 
Matic” as applied to “air conditioning systems and heating, cooling, dehumidifying 
and humidifying units for air conditioning systems and parts thereof,” registration 
No. 331,365, registered January 7, 1936, under the Trade-Mark Act of 1905. Op- 
poser apparently agrees that of the registrations referred to in the notice of oppo- 
sition, the mark and goods of that registration most nearly resemble those of the 
applicant, and accordingly the other registrations set out by opposer need not be 
considered. The notice of opposition was based upon both the “confusion in trade 
clause” of Section 5 of the Act of 1905, and the “name clause” of that section. On 
this appeal only the question of confusion in trade is raised. 

It was held by the Examiner of Interferences that the goods of the parties did 
not possess the same descriptive properties, and that accordingly the notice of oppo- 
sition must be dismissed. A stipulation of facts sets out considerable detail as to 
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the products of the parties. Opposer’s title to its registration referred to is estab- 
lished by that stipulation, and wide use and advertising and public recognition of 
the mark is shown. Unless, however, the goods possess the same descriptive prop- 
erties within the meaning of Section 5 of the Trade-Mark Act of 1905, applicant is 
entitled to the registration sought. 

Applicant’s device is an inexpensive door stop of the piston and cylinder type 
operated by the opening and closing of the door. The air pressure created by the 
operation of the piston retards the closing of the door. In this operation the air 
passes over a cartridge containing a vaporizable deodorant and escapes through a 
small outlet permitting diffusion of the deodorant throughout the room. It has not 
been sold for domestic use, but is normally installed in public rest rooms. Opposer 
contends that this constitutes an air-conditioning device, and that to call it a “door- 
check” is an inaccurate statement. On the argument of this appeal, it is con- 
tended that it is probably inefficient as a door stop, and that its primary object is 
that of an air-circulating device. 

Whatever may be the efficiency of applicant’s device as a door stop, the appli- 
cation for registration is limited to a combined door check and deodorant diffuser 
together with a deodorant cartridge. That the door stop serves to pass a limited 
amount of air over vaporizable material thereby causing or assisting in its diffusion 
does not appear to make it an “air pump” as contended by opposer. To consider 
it similar to an air-conditioning system or as having any relation to an “air pump” 
or other part of an air-conditioning system is to expand the description of goods 
beyond any point justified by the stipulation of fact or an examination of applicant’s 
device. While the fact that opposer’s products are sold at far higher prices than 
that of applicant, and that they are sold through different channels is not controlling, 
it emphasizes the obvious differences in these goods. As found by the Examiner 
of Interferences, it cannot “be regarded as an air-conditioning device either within 
the generally accepted meaning of this term, or as contemplated by the description 
of opposer’s goods in its registration.” The mere fact that it contains a vaporizable 
chemical which may add a deodorant to the air in the room does not in my opinion 
constitute it an air-conditioning device. I therefore agree with the Examiner of 
Interferences that the goods do not possess the same descriptive properties within 
the meaning of the statute. Walliams Oil-O-Matic Heating Corp. v. Westinghouse 
Elec. & Mfg. Co., 20 C. C. P. A. 775, 62 F. 2d 378 [23 T. M. R. 29]. 

Certain other questions presented before the Examiner of Interferences have 
not been emphasized upon the argument on this appeal. To the extent that they may 
be open for consideration, it is only necessary to state that I agree with the con- 
clusion of the Examiner of Interferences. 

The decision of the Examiner of Interferences is affirmed. 


LL 
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THE LIONEL CORPORATION v. ORR 


Commissioner of Patents—December 15, 1948 


TRADE-MarKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Residue-eliminating chemical additives for motor fuels and hydrocarbon oils, held goods 
of different descriptive properties from toys, including trains, boats, ranges, figures, animals, 
engineering building elements, tracks for toy trains and lubricant for use with toy trains. 
OPPOSITIONS—PLEADING AND PRACTICE—BURDEN OF PROOF 
Opposer has burden of proving that the goods involved have the same descriptive prop- 
erties. 
Opposer held to have failed to sustain burden of proof; affidavits and articles introduced 
held to constitute mere speculation as to exact constituents of applicant’s products. 
TRADE-MarKs—Goops OF SAME DESCRIPTIVE PROPERTIES—GENERAL 
Whether or not opposer might have reason to believe it would be damaged with respect 
to other goods, originally included in the application but eliminated therefrom by division 
required by Patent Office, held immaterial since such goods are not now under considera- 
tion. 
TRADE- MARKS—REGISTRABILITY—GENERAL 
Failure of applicant to comply with “Fictitious Trade Names Law” of state of Connecti- 
cut, by filing certificate of doing business under assumed name, held not a bar to applicant's 
right to registration under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by The Lionel Corporation against Lionel F. Orr. 
Opposer appeals from dismissal of notice of opposition. Affirmed. 


Joel B. Liberman and John M. Cole, of New York, N. Y., for opposer. 
Oberlin & Limbach, of Cleveland, Ohio., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dismissing 
the opposition to the above identified application to register the notation “Lionel- 
Lube” as a trade-mark for “residue-eliminating chemical additives for motor fuels 
and hydrocarbon oils,” under the Trade-Mark Act of 1905. The word “Lube” 
was disclaimed apart from the mark as shown. 

The notice of opposition, alleging likelihood of confusion under the confusion 
in trade clause of Section 5 of the Trade-Mark Act of 1905, sets up ownership by 
opposer of three registrations of the word “Lionel,” registration No. 313,353, regis- 
tered May 22, 1934, for “toys—namely, trains, boats, ranges, figures, animals, and 
engineering building elements” ; registration No. 177,431, registered December 18, 
1923 (renewed), for “tracks for toy electrical trains”; registration No. 173,957, 
registered October 2, 1923 (renewed) for “electrical toys.” It is also alleged use 
by opposer of the trade-mark “Lionel” on lubricants. By stipulation of facts, op- 
poser’s ownership of the registrations referred to was established and its use and 
sale of “Lionel Train Lubricant” were conceded by applicant. By that stipulation 
it is established that: 


Commencing in 1934, the Lionel Corporation began to market a lubricant of the heavy 
grease type for use with toy trains. This lubricant had a hydrocarbon or petroleum base 
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and used added material to give it the desired consistency and lubricating properties. 
It was packed in collapsible tubes upon which appeared the legend, “Lionel Train Lubri- 
cant, The Lionel Corporation, New York,” in the same or substantially the same manner 
as on the sample tubes annexed to the Notice of Opposition. 

Opposer, The Lionel Corporation ,is the owner of the common law trade-mark 
“Lionel” for lubricants and of the good-will of the business appertaining thereto. 


A sample of the package and a specimen of its advertising were also identified. 
Considering the products as described in the application for registration quoted 
above, and opposer’s train lubricant as identified in the stipulation of facts also 
quoted, I agree with the conclusion of the Examiner of Interferences that applicant’s 
goods and those upon which opposer uses its mark “pertain to distinctly different 
fields of trade, and that they are not related in any way calculated to cause the pur- 
chasing public to assume that they had the same source of origin.” Opposer appar- 
ently does not question this with respect to its trains and other toys, and as to the 
heavy grease type lubricant there appears to be no obvious relationship to appli- 
cant’s chemical additive. As to this, the burden of proof was, of course, upon the 
opposer (B. R. Baker Company v. Lebow Brothers, 32 C. C. P. A. 1206, 150 F. 
2d 580 [35 T. M. R. 267], and it must be held that opposer has failed to sustain 
this burden of proof. 

At the time of final hearing opposer submitted certain affidavits which appear 
to have been accepted as part of the record and on this appeal has submitted addi- 
tional affidavits purporting to indicate that applicant’s product must either be an 
oil or a lubricant or must be a so-called “‘gasoline dope.” Various published articles 
on the use of such “dopes” are also submitted. Whether or not these are properly 
before me (and applicant does not appear to object to their consideration) they 
constitute mere speculation as to the exact constituents of applicant’s products and 
as such may not be considered. Standard Laboratories, Inc. v. The Procter & 
Gamble Company, 35 C. C. P. A. 1146, 167 F. 2d 1022 [38 T. M. R. 768]. 

As filed the application included certain products which were apparently oils 
or lubricants as well as the chemical additives. Division was required by the 
Patent Office and the other products were eliminated, leaving only the chemical 
additive as the subject matter of the application. This product was one regarded as 
included within the definition of the goods as originally filed, and suppo-ted by the 
oath. The application was therefore properly restricted to the goods now forming 
the subject matter of the application and whether or not opposer might have any 
reason to believe it would be damaged with respect to other goods not now under 
consideration is immaterial. 

By affidavits and by certificate of the town clerk of the town in which appli- 
cant does business, opposer also has attempted to show that applicant, doing busi- 
ness under the style stated above, had failed to comply with the “Fictitious Trade- 
Names Law” of the state of Connecticut. That law provides for the filing of a 
certificate of doing business under such name in the office of the town clerk where 
the business is conducted or transacted and provides certain penalties for conduct- 
ing business under such name without compliance. None of these penalties relate 
to trade-marks or their registration. Nor does it appear that the statute nullifies 
any sales or contracts of such an individual. Whatever action might be taken by 
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the State of Connecticut, there is nothing in this record, nor in the papers sub- 
mitted in this connection, which would indicate that applicant was not actually 
selling the products involved under the mark for which he seeks registration. Ac- 
cordingly, nothing is pointed out that would appear to be a bar to his right to reg- 
istration of a trade-mark under the Trade-Mark Act of 1905. Continental Distill- 
ing Corporation v. Bernheim Distilling Company, 58 U. S. P. Q. 490, 553 O. G. 
775. Opposer contends that the decision of the court in Haas v. Leo Feist, Inc., 
234 F. 109, requires a contrary conclusion. That case dealt with a copyright notice 
under the copyright law, and cannot be considered pertinent to the question here 
involved. 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 





THE INTERNATIONAL NICKEL COMPANY, INC. v. ENCO MFG. CO. 


Commissioner of Patents—December 5, 1948 


OpPposITIONS—Proor oF UsE—EFFECT OF REGISTRATION 
Opposer’s registrations under 1905 Act constitute prima facie evidence of opposer’s own- 
ership and use of its mark as applied to various products mentioned in its registrations. 
OpposITIONS—EvIDENCE—GENERAL 
Certain exhibits of opposer held properly stricken for failure to give notice under Rule 
154(e). 
Advertisements and informative publications issued by opposer, held incompetent as proof 
of facts stated therein in connection with uses of nickel and nickel alloys. 
Use of nickel and nickel alloys in many articles of manufacture, including machine tools 
and similar products, held a matter of common knowledge. 
TRADE-MarKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
It cannot be presumed from fact that opposer has used its mark on wide variety of nickel 
alloys that opposer’s mark would be recognized by consumers in connection with products 
in which opposer’s metals might be used. 
TRADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Tailstock turrets for lathes, held goods of different descriptive properties from metals, 
including nickel and nickel alloys. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by The International Nickel Company, Inc., against 
Enco Mfg. Co. Opposer appeals from dismissal of notice of opposition. Affirmed. 


Anthony William Deller, of New York, N. Y., and Lee L. Townshend, of Wash- 
ington, D. C., for opposer. 
Stevens & Batchelor and Eugene E. Stevens, of Washington, D. C., for applicant. 


DanliELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing the notice of opposition to an application to register the word 
“Enco” as a trade-mark for “tailstock turrets for lathes,” under the Trade-Mark 
Act of 1905. 

The notice of opposition, based upon the confusion in trade clause of Section 
5 of the Trade-Mark Act of 1905, alleges that opposer is engaged in the sale of 
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metals and is the owner and prior user of the trade-mark “Inco” as applied to a 
large number of metals and alloys. It also sets up ownership by opposer of nine 
registrations of that mark for various products under the Trade-Mark Act of 1905. 
Of these registrations of that mark, opposer appears to rely primarily upon refistra- 
tion No. 128,408, registered January 6, 1920, (renewed) for “nickel and alloys 
containing nickel”; No. 251,498, registered January 8, 1929, for “nickel, nickel 
ingots, electrolytic nickel, alloys containing nickel, and nickel shot”; registration 
No. 335,374, registered June 2, 1936, for “metal anodes, especially those containing 
nickel, nickel containing castings ; sheets, rods, wire, billets, slabs and strip ; tubing; 
alloy castings or forgings in the form of pig as an intermediate addition material 
for making a nickel containing iron casting; and electric chrome nickel welding 
wire.” Ownership of these and the other registrations referred to has been estab- 
lished by opposer, and these registrations are prima facie evidence of opposer’s 
ownership of the mark “Inco” as applied to various products mentioned in its reg- 
istrations. Ely & Walker Dry Goods Co. v. Sears, Roebuck & Co., 24 C. C. P. A. 
1244, 90 F. 2d 257 [27 T. M. R. 462]. 

No testimony having been taken by either party, and no evidence having been 
introduced by applicant, no question is raised as to opposer’s ownership and priority 
of use of its mark upon the goods specified in the various registrations. 

The Examiner of Interferences has dismissed the opposition on the ground that 
the goods do not possess the same descriptive properties, holding that opposer has 
failed to sustain the burden of proof of showing that the goods of the parties are 
related in any manner calculated to cause the public to believe that they emanated 
from the same source or origin. In reaching this conclusion the examiner granted 
the motion of applicant to strike certain exhibits of opposer on the ground that 
proper notice under rule 154(e) had not been given as to two of them and that the 
other consists of mere self serving declarations and did not constitute competent evi- 
dence. It was stated in his decision that this motion was granted “to the extent 
that the exhibits in question have been disregarded by the examiner in arriving at 
a decision on the merits.” These exhibits may be described generally as advertise- 
ments and informative publications issued by opposer with reference to various uses 
of nickel and nickel alloys. The examiner is correct in holding that proper notice 
was not given as to two of these exhibits. He is clearly correct in holding that these 
papers may not be accepted as proof of the facts stated therein. It appears to me, 
however, to make little difference whether they are technically stricken or not. It 
is a matter of common knowledge, even among those unskilled in the technical 
arts, that nickel and nickel alloys are widely used in the production of many articles 
of manufacture which would necessarily include machine tools and similar prod- 
ucts. It is apparently upon this basis that opposer contends that the goods of the 
parties possess the same descriptive properties and that there is likelihood of con- 
fusion from the use of the marks of the parties upon the respective products. 

Upon the registrations of record above referred to, without reference to the 
question of the exhibits, it is apparent that opposer has shown ownership of its 
mark from which use must be presumed (Rosengart v. Ostrex Co., 30 C. C. P. A. 
1046, 136 F. 2d 249 [33 T. M. R. 284]) with respect to a wide variety of nickel 
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and nickel alloys which are used in the production of various metals and in the 
manufacture of many finished articles. From this, however, it cannot be presumed 
that opposer’s mark would be recognized by consumers in connection with or as 
having any direct relation to the wide variety of products in which its metals might 
be used. Opposer in relying upon the record of its registrations and the presump- 
tions as to use which have already been accepted, is not entitled to go beyond such 
record in assuming likelihood of confusion. Standard Laboratories, Inc. v. The 
Procter & Gamble Company, 35 C. C. P. A. 1146, 167 F. 2d 1022 [38 T. M. R. 768]. 
There is nothing in the record which would appear to indicate any direct or neces- 
sary association or connection between opposer’s mark as applied to its metals and 
alloys and applicant’s tailstock turrets. They appear to be totally unrelated in 
form, appearance, nature and commercial characteristics. Based upon the respective 
descriptions of the goods of the parties, I agree with the Examiner of Interferences 
that nothing in such descriptions is deemed “to warrant a conclusion that the prod- 
ucts of the parties are related in any matter calculated to cause the purchasing public 
to assume that they emanated from the same source of origin... .” Coty, Inc. v. 
Joseph Dixon Crucible Company, 26 C. C. P. A. 933, 102 F. 2d 209 [29 T. M. R. 
227]; All-American Mohawk Corporation v. Rollinson, 22 C. C. P. A. 1301, 77 
F, 2d 926 [25 T. M. R. 400]; Chicago Pneumatic Tool Company v. Bendix 
Aviation Corporation, 34 C. C. P. A. 712, 157 F. 2d 201. Opposer has cited and 
carefully analyzed a large number of cases dealing with goods of the same descrip- 
tive properties including Republic Steel Corporation v. Utility Trailer Manufactur- 
ing Co., 601 O. G. 531, 74 U. S. P. Q. 72; Kensington Steel Company v. Alloy Rods 
Company, 613 O. G. 1097, 78 U. S. P. Q. 92. There does not appear to be any 
such direct or immediate association or connection between the goods of the parties 
here involved and those referred to in the two cases last cited. The numerous other 
decisions cited by opposer have been considered but will not be reviewed in detail, 
it being sufficient to state that in each of them the goods appear to be more closely 
related than those here involved. 
The decision of the Examiner of Interferences is affirmed. 





ESSO STANDARD OIL COMPANY v. A. E. STYLES MANUFACTUR- 
ING CO. 


Commissioner of Patents—December 21, 1948 


Oppos1TIONS—PROOF OF OWNERSHIP—EFFECT OF REGISTRATION 
Opposer’s registrations under 1905 Act held prima facie evidence of its ownership of the 
marks for the goods specified therein. 
OpposITIONS—EVIDENCE—JUDICIAL NOTICE 
That lubricating oil may be used to remove rust held a matter of common knowledge. 
TrRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
Fact that lubricating oil is capable of removing rust does not necessarily mean that 
it has the same descriptive properties as rust remover. 
Opposer, having burden of proof, is entitled to rely upon its registration for the pur- 
pose of showing similarity only to the extent that it is obvious from the description of 
goods in the application and registration, respectively. 
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TrapDE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Chemical rust remover held goods of different descriptive properties from lubricating oil 
and fuel for pyrophoric lighters. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Standard Oil Company of New Jersey (name changed 
to Esso Standard Oil Company) against A. E. Styles Manufacturing Co. Opposer 
appeals from dismissal of notice of opposition. Affirmed. 


Thomas L. Mead, Nelson J. Jewett, James Atkins, and Francis C. Browne, of 
Washington, D. C., for opposer. 
J. Wesley Everett, of Baltimore, Md., for applicant. 


DANIELS, A. C.: 


Opposer appeals from decision of the Examiner of Interferences dismissing 
its notice of opposition to an application to register the term “Solite” as a trade- 
mark for “chemical rust remover” under the Trade-Mark Act of 1905. 

Opposer has established ownership of two registrations of the notation “Esso- 
lite” under the Trade-Mark Act of 1905, No. 327,790, registered September 3, 
1935, for “lubricating oils”; and No. 365,903, registered March 21, 1939, for “fuel 
for pyrophoric lighters,” and alleges that there is likelihood of confusion within the 
meaning of the confusion in trade clause of Section 5 of the Trade-Mark Act of 
1905, from the concurrent use of the marks of the parties upon their respective 
goods. 

Opposer relied upon the registrations above referred to, and submitted no ad- 
ditional evidence. These registrations are prima facie evidence of its ownership of 
the marks for the goods specified and no question of priority of such use is raised 
by applicant. In dismissing the notice of opposition, the Examiner of Interfer- 
ences held that there was no evidence with regard to the use of lubricating oils as 
rust removing agents, and that upon the record presented he was not persuaded 
that the respective goods of the parties are so nearly related as to use or in other 
respects as to be likely to cause purchasers to believe that they emanated from a 
single source. He therefore held that they were deemed to possess different descrip- 
tive properties. 

It is contended by opposer that the Examiner of Interferences should have 
taken judicial notice of the fact that opposer’s goods are or may be used as rust 
removers, the same purpose for which applicant’s goods are used, and that such 
notice should be taken on this appeal. In support of this contention opposer not 
only points out various references to the use of lubricating oil as a rust remover 
in encyclopedias and other standard works, copies of which are to be found in the 
Patent Office Scientific Library, but also cites text and case authority as to the 
propriety of considering such material. It is, in my opinion, unnecessary to con- 
sider whether or not reference to such works is proper, since it appears to me that 
the Examiner of Interferences refused to consider them on the ground that they 
were immaterial, rather than because of lack of authority. While Patent Office 
practice would seem to indicate the desirability of making such material a matter 
of record under Rule 154(e) or otherwise, the decision of the Examiner of Inter- 
ferences appears to me to refer to the lack of proof as to commercial practice or 
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other evidence which would indicate likelihood of confusion as to source of origin 
of the products rather than to any failure to show that lubricating oil may be used 
to remove rust. That lubricating oil may be so used is a matter of common know!- 
edge and one which may be assumed for the purposes of this decision. This does 
not mean, however, that because it is capable of removing rust it necessarily has 
the same descriptive properties as applicant’s rust remover. 

Lubricating oil is a common product sold in large quantities and used in a 
wide range of mechanical, industrial and motoring activities. Even though it may 
be proper to assume that it may on occasion be used as a rust remover, it is improper 
to assume further that it would be regarded as the equivalent of a chemical rust 
remover or that it would be sold in such a manner as to give rise to belief that the 
two products emanated from a common source. Opposer having the burden of 
proof (B. R. Baker Company v. Lebow Brothers, 32 C. C. P. A. 1206, 150 F. 2d 
580 [35 T. M. R. 267] is entitled to rely upon its registration for the purpose ot 
showing similarity only to the extent that it is obvious from the description of goods 
in the application and registration respectively, and cannot assume trade practices 
or other extraneous facts which it now argues would indicate that the goods possess 
the same descriptive properties or that there is likelihood of confusion. With 
respect to opposer’s use of its mark on fuel for pyrophoric lighters, the same con- 
sideration would apply. 

I agree with the Examiner of Interferences that on this record there is nothing 
to indicate that the goods of the parties are so closely related, either as to use or 
in other respects as to be likely to cause purchasers to believe that they emanated 
from a single source and that it has not, therefore, been established that they possess 
the same descriptive properties within the meaning of the Trade-Mark Act of 1905. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


HEYDEN CHEMICAL CORPORATION v. WALLICH, poinG BusINEss as 
WALLICH LABORATORIES 


Commissioner of Patents—December 21, 1948 


OpposiTIONS—PROOF OF OWNERSHIP AND USE—EFFECT OF REGISTRATION 

Registrations under 1905 Act held prima facie evidence of ownership and use of the 
marks referred to therein. 

Opposer’s registration held prima facie valid and not subject to attack on ground of 
alleged abandonment in absence of action to cancel. 

OpposITIONS—EVIDENCE—GENERAL 

Statements contained in applicant’s brief on appeal and literature submitted therewith, 
held not part of the record and of no evidentiary force under the rules. 

No testimony having been taken by either party, only opposer’s registrations submitted 
pursuant to notice under Rule 154(e) and applicant’s application, the drawings and specimens 
may be considered. 

Alleged differences in marketing methods are not matters of common knowledge and 
they may not be assumed in the absence of evidence. 

OpposITIONS—CONFUSING SIMILARITY—GENERAL 

Opposer has burden of establishing confusing similarity, but is not limited to precise 
goods covered by its registrations, since the prima facie effect of registration extends to 
other goods obviously similar thereto. 
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TRADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Cream for protection against the action of cutting oils on the skin, held goods of 
different descriptive properties from salts and esters of parahydroxyl-acids, under 1905 Act. 
TrApDE-MaRKS—Marks Nor ConFrusinGLy SIMILAR—PARTICULAR INSTANCES 
“Dermo-sept,” the word “Dermo” being disclaimed, held not confusingly similar to 
“Sulfoderm,” used on similar goods, under 1905 Act. 
TRADE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Dermo-sept,” the word “Dermo” being disclaimed, held confusingly similar to “Carva- 
sept,” used on similar goods, under 1905 Act. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Cream for protection against the action of cutting oils on the skin, held goods of the 
same descriptive properties as antiseptics, disinfectants, insecticides, fungicides and animal 
dips in the form of solutions, lotions, emulsions, ointments, powders, tablets, sticks and other 
solid forms, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Heyden Chemical Corporation against Fred R. 
Wallich, doing business as Wallich Laboratories. Applicant appeals from decision 
sustaining notice of opposition. Affirmed. 


D. Cameron Pond, of New York, N. Y., for opposer 
Fred R. Wallich, of Los Angeles, Cal., applicant, pro se. 


Daniets, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining an opposition to the above identified application for registra- 
tion of the notation “Dermo-Sept,” (the word “Dermo” being disclaimed) as a 
trade-mark for a “cream for protection against the action of cutting oils on the skin” 
under the Trade-Mark Act of 1905. The notice of opposition alleges likelihood 
of confusion between the mark of the applicant as applied to these goods and three 
marks alleged to be owned by opposer and registered as follows: 


“Carvasept,” No. 291,401, registered February 9, 1932, for antiseptics, disinfectants, 
insecticides, fungicides, and animal dips, in the form of solutions, lotions, emulsions, oint- 
ments, powders, tablets, sticks and other solid forms. 

“Parasept,” No 358,492, registered July 19, 1938, for salts and esters of parahydroxyl- 
acids. 

“Sulfoderm,” No. 267,350, registered February 18, 1930, for cosmetics, toilet and der- 
matological preparations—namely, toilet creams, medicated cream for the skin, skin balm, 
lotions, alcoholic lotions, face powder, skin whiteners, deodorants, hair tonic, scalp oint- 
ment, sulphur salve, dandruff salve, shampoo. 


Ownership of the registrations referred to has been established by notice under 
Rule 154(e) of the Rules of Practice in the United States Patent Office. Such 
registrations are prima facie evidence of ownership of the marks referred to and 
such ownership presumes use. Ely & Walker Dry Goods Co. v. Sears, Roebuck 
& Co., 24 C. C. P. A. 1244, 90 F. 2d 257 [27 T. M. R. 462] ; Rosengart v. Ostrex 
Co., 30 C. C. P. A. 1046, 136 F. 2d 249 [33 T. M. R. 284]. Since the registra- 
tions were issued prior to applicant’s filing date and prior to any date of use 
claimed by applicant there can be no question as to the priority of opposer’s use of 
its mark upon the goods set out in the registrations referred to. 

The Examiner of Interferences after noting that no testimony had been filed 
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by either party, sustained the notice of opposition on the ground that the marks 
and goods of the parties were sufficiently similar to establish likelihood of confu- 
sion within the meaning of Section 5 of the Trade-Mark Act of 1905, without going 
into any detail in view of the fact that no brief had been filed in behalf of applicant. 
In the brief on appeal, applicant submits certain literature and makes numerous 
statements as to marketing methods and other factors which it is contended show 
that the goods do not possess the same descriptive properties and that the marks 
are not confusingly similar within the meaning of the Act. The statements con- 
tained in the briefs are not evidence and are not part of the record upon which a 
matter of this kind can be determined. Nor do the rules contemplate that printed 
publications should be. submitted with the brief or should have evidentiary force. 
Accordingly the only questions which can be considered on this appeal are whether 
or not the goods possess the same descriptive properties and whether or not the 
marks of the respective parties are so similar that their concurrent use upon the 
goods referred to will be “likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers.” In considering this only the marks as shown 
by the drawings and specimens of record and the products as specified in the 
application and registrations of record may be considered. Standard Laboratories, 
Inc. v. The Proctor & Gamble Company, 35 C. C. P. A. 1146, 167 F. 2d 1022. 
The burden of establishing such similarity is, of course upon the opposer. 

Opposer is not, however, limited to the precise goods covered by the registra- 
tion, and the prima facie effect of the registration extends to other goods which 
are obviously similar thereto. E. J. Du Pont de Nemours & Company v. Webster- 
Walsh Company, 527 O. G. 854, 49 U. S. P. Q. 618; Lehn & Fink Products Corp. 
v. Barrett Products Co., Inc., 519 O. G. 1055, 47 U. S. P. Q. 82. With respect to 
the registrations of ““Parasept” and “Sulfoderm” referred to in the notice of opposi- 
tion, I agree with the applicant’s contention that there is little likelihood that con- 
fusion would result from the concurrent use of applicant’s mark upon its goods. 
I am unable to determine from the description of goods in the registration of 
“Parasept” No. 358,492, that they possess the same descriptive properties as ap- 
plicant’s cream for protection against the action of cutting oils on the skin. “Sulfo- 
derm,” shown in Registration No. 267,350, does not appear to me to be confus- 
ingly similar to applicant’s mark “Dermo-Sept.” “Carvasept,” No. 291,401 and 
“Dermo-Sept” appear to me, however, to bear such near resemblance as to be con- 
fusingly similar within the meaning of the Act. The descriptive nature of “Dermo” 
as used in this mark and applied to these goods is indicated by the disclaimer. 
While such descriptive or disclaimed material may not be wholly disregarded in 
considering the question of similarity, it cannot be considered to have much signifi- 
cance as indicating origin and considered as a whole these marks appear to me to 
be sufficiently similar to give rise to reasonable likelihood of confusion. The Celotex 
Co. v. Chicago Panelstone Co., 18 C. C. P. A. 1504, 49 F. 2d 1051 [21 T. M. R. 
546] ; Celanese Corporation of America v. E. I: du Pont de Nemours & Company, 
33 C. C. P. A. 857, 154 F. 2d 143 [36 T. M. R. 130, 133]. 

Applicant’s product is described in the application as a “cream for protection 
against the action of cutting oils on the skin.” It is referred to as a protective 
cream to be rubbed into the skin to protect the tissues from absorbing harmful 
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ingredients. This appears to answer to the description of goods in opposer’s regis- 
tration of “Carvasept” No. 291,401, which includes antiseptic and disinfectant 
ointments. The goods appear to have the same descriptive properties in accord- 
ance with well-established authority. West Disinfecting Company v. Owen, 35 
C. C. P. A. 843, 165 F. 2d 450; McKesson & Robbins, Incorporated v. First Texas 
Chemical Manufacturing Co., 34 C. C. P. A. 877, 159 F. 2d 770 [37 T. M. R. 160]; 
The Bon Ami Co. v. McKesson & Robbins, Inc., 25 C. C. P. A. 826, 93 F. 2d 
915 [28 T. M. R. 87]. 

Applicant’s brief points out specific differences in marketing methods. These 
are always subject to change and neither opposer’s registration nor any registra- 
tion which might issue on applicant’s application are limited to goods sold through 
any particular channels. Since applicant has presented his own appeal it may be 
desirable to point out that such marketing methods are not matters of common 
knowledge and they may not be assumed unless made matters of record. Lever 
Brothers Co. v. Butler Manufacturing Co., 24 C. C. P. A. 1000, 88 F. 2d 842 [27 
T. M. R. 227]. The marks having been found to be similar within the meaning 
of the Act, and the goods having the same descriptive properties, the opposition 
must be sustained. 

Applicant also contends that opposer has abandoned its mark in the sale of 
goods covered by the trade-mark “Carvasept.” This, again, is not a matter of 
record, but in any event the registration is presumed valid and not subject to at- 
tack on the ground of abandonment in the absence of action to cancel. Lactona, 
Incorporated v. Lever Brothers, 32 C. C. P. A. 704, 144 F. 2d 891 [43 T. M. R. 
331]. 


The decision of the Examiner of Trade-Mark Interferences is affirmed. 


SHARP & DOHME, INCORPORATED v. OXIDERM LABORATORY 


Commissioner of Patents—December 22, 1948 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Beauty cream and medicated cream for treatment of skin diseases held goods of the 
same descriptive properties as astringents, analgesics, antiseptics and ointments., etc., under 
1905 Act. 
TRADE-MarKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The syllable “derm” held descriptive as applied to skin preparations. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining the question of confusing similarity, the marks must be considered in 
their entireties and the descriptive portions may not be ignored. 
TrRADE-MAaRKS—MarkKs Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Oxiderm” held not confusingly similar to “Teesaderm,” used on similar goods, under 
1905 Act. 
TRADE-M ARKS—REGISTRABILITY—GENERAL 
Ex parte refusal of registration set aside on appeal to Commissioner, where it appears 
that refusal was based upon anticipatory mark contained in stipulated list of third party 
registrations and it thereafter developed that such stipulated anticipatory registration had 
been cancelled prior to the beginning of this proceeding. 


Appeal from Examiner of Interferences. 
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Trade-mark opposition by Sharp & Dohme, Incorporated, against Oxiderm Lab- 
oratory. Applicant appeals from refusal of registration and from decision sustain- 
ing notice of opposition. Reversed as to the latter, opposition dismissed and refusal 
of registration set aside. 


Raymond Underwood, of Glenolden, Pa., for opposer. 
J. B. Felshin, of New York, N. Y. for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
a notice of opposition and also refusing registration of applicant’s mark on ex parte 
grounds. The mark sought to be registered and to which opposition is made, com- 
prises the word “Oxiderm,” registration being sought under the Act of 1905, as a 
trade-mark for beauty cream and medicated cream containing cerium chloride, for 
the purpose of treating skin diseases.” The notice of opposition which was based 
upon confusion in trade clause of Section 5 of the Trade-Mark Act of 1905 relies 
upon opposer’s ownership and prior use of the trade-mark “Teesaderm” as applied 
to astringents, analgesics, antisiptics, ointments, and similar products. Ownership 
of a registration of that mark under the Trade-Mark Act of 1905, registered Novem- 
ber 3, 1942, No. 398,547, by opposer for “astringents, analgesics, antiseptics and oint- 
ments and preparations having any of the properties and uses of astringents, analges- 
ics, antiseptics and ointments, including astringent, analgesic and antiseptic oint- 
ments,” was proven by opposer. No question is raised as to such ownership or 
as to opposer’s prior use of its mark upon the goods mentioned. 

While applicant contends that the goods differ specifically, the record indicates 
that both are medicated creams or ointments, and that they must be considered not 
only goods of the same descriptive properties, but to be the same for all purposes 
relating to registration. West Disinfecting Company v. Cliff C. Owen, 35 C. C. 
P. A. 843, 165 F. 2d 450; McKesson & Robbins, Incorporated v. First Texas 
Chemical Manufacturing Co., 34 C. C. P. A. 877, 159 F. 2d 770 [37 T. M. R. 160}. 

The only question remaining for determination upon the merits of the opposi- 
tion is therefore whether or not the marks are confusingly similar within the mean- 
ing of Section 5 of the Trade-Mark Act of 1905. The only common feature of the 
marks of the parties is the syllable “derm.” It is applicant’s contention that this 
term is descriptive or generic as applied to creams and ointments for use on the 
skin, and is entitled to little or no consideration in determining whether or not the 
marks are confusingly similar. That “derm” is descriptive as applied to skin 
preparations and not subject to exclusive use is obvious upon the record presented. 
Sharp & Dohme, Incorporated v. William R. Warner & Co., Inc., 578 O. G. 453, 
66 U.S. P. Q. 324; Affiliated Products, Inc. v. Martini, 578 O. G. 454 66 U. S. 
P. Q. 325. In determining the question of similarity, the marks, of course, must 
be considered in their entireties and descriptive portions thereof may not be ignored. 
Where, however, the only common portion of the marks is so lacking in distinctive- 
ness as the term “derm,” when applied to these products, there appears to me to 
be little likelihood of confusion, and I cannot, therefore, agree with the Examiner 
of Interferences that 
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.... the similarities, and more especially as to sound rather than the differences there- 
between are believed to predominate... . 


This appears rather to be a situation such as that involved in Younghusband v. 
Kurlash, 25 C. C. P. A. 886, 94 F. 2d 230 [28 T. M. R. 132]. In that case, in- 
volving the marks “Kurlash” and “Starlash,” the court said: 


So in the case at bar the last syllable of each mark is identical. Appellee makes no 
claim to a monopoly of the word “lash,” applied to goods possessing the same descriptive 
properties as do the goods to which it applies its mark, but does insist that, the marks 
being considered as a whole ,the syllable “lash” is a very important part of both marks. 

We believe that purchasers would pay little attention to the last syllable of the marks 
as bearing upon the origin of the goods, but, seeing the marks as a whole, the mind 
would fasten upon the syllable “Kur” in appellee’s mark and “Star” in appellant’s mark, 
and the last syllable in each mark would be given little attention other than with respect 
to its descriptive character. 


See also Miles Laboratories, Inc. v. Foley & Company, 32 C. C. P. A. 714, 
144 F. 2d 888 [34 T. M. R. 335] ; and West Disinfecting Company v. Lan-O-Sheen 
Company, 35 C. C. P. A. 706, 163 F. 2d 566. I therefore believe that, considered 
in their entireties, the marks are not so similar that there is any reasonable likeli- 
hood that confusion in trade will result from the contemporaneous use of the 
marks of the parties upon the goods referred to. 

In addition to sustaining the notice of opposition, the Examiner of Interferences 
held ex parte and without reference to the issues of the opposition that the regis- 
tration sought by applicant must be refused in view of one of the prior registra- 
tions referred to in the stipulation of fact between the parties. This arose as a 
result of the applicant submitting a long list of registrations, which it was agreed, 
were of record in the Patent Office, as indicating that opposer had no right to claim 
that the marks were confusingly similar. Acting upon the marks so presented to 
him, and which he had no reason to question, the Examiner of Interferences found 
that one of the marks set up by applicant was so similar in sound and appearance 
to applicant’s mark as to be scarcely distinguishable therefrom, and therefore held 
that applicant was not entitled to the registration for which it had made applica- 
tion. After the decision of the Examiner of Interferences it was found by applicant 
that the registration referred to had been cancelled prior to the beginning of this 
proceeding. Following this discovery no action was taken to reopen the matter to 
point out that this mark had been canceled. While technically applicant might be 
estopped to question this on appeal, it would present an anomalous situation to 
refuse registration over a prior registration which was actually cancelled prior to 
the beginning of these proceedings, and the e.r parte refusal of registration because 
of such prior registration must be set aside. 

In view of the substantial identity between applicant’s mark and the registra- 
tion included in the stipulation over which the examiner found that applicant’s 
registration must be refused ex parte, it was unnecessary for the examiner to con- 
sider or refer to other prior registrations appearing upon that list. Examination 
of the registrations there set out indicates, however, that there are certain other 
registrations which might also require consideration. While ex parte action may 
be taken on this appeal it is ordinarily undesirable to do so by reference to regis- 
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trations considered for the first time on appeal, unless the situation is entirely 
clear. In this case the question of other prior registrations has been raised by the 
list referred to, which has already proved inaccurate and unreliable, and which for 
the reasons stated has not heretofore been fully considered. It seems desirable, 
however, that before any registration be granted to applicant the question of regis- 
trability of such mark be reviewed and that such consideration be given where all! 
facts with reference thereto may be conveniently available. Since such ex parte 
action may be taken with reference to the issues of the opposition (Columbia Broad- 
casting System, Inc. v. Technicolor Motion Picture Corporation and Technicolor, 
Inc., 35 C. C. P. A. 1019 166 F. 2d 941; Schering & Glatz, Inc. v. Sharp & Dohme, 
Incorporated, 32 C. C. P. A. 827, 146 F. 2d 1019 [35 T. M. R. 46]) it will not be 
disposed of at this time. If, and when, however, it is finally determined that the 
opposition may not be maintained, jurisdiction will be granted to the Examiner 
of Trade-Marks to reconsider the question of whether or not the mark for which 
applicant seeks registration is entitled, ex parte, to registration over the prior regis- 
trations referred to by applicant or otherwise. 

In view of the foregoing, the decision of the Examiner of Interferences sus- 
taining the notice of opposition is reversed and the notice of opposition is dismissed ; 
the decision of the Examiner of Interferences holding that applicant is not entitled 
to the registration for which it has made application for ex parte reasons is set 
aside; and in the event that the determination that the opposition may not be main- 
tained becomes final, jurisdiction will be granted to the Examiner of Trade-Marks 
for further consideration of the applicant’s right to the registration for which it 
has made application. 





CELANESE CORPORATION OF AMERICA v. AMERICAN VISCOSE 
CORPORATION 


Commissioner of Patents—December 30, 1948 


CANCELLATIONS—PLEADING AND PRACTICE—REMAND 

Court of Customs and Patent Appeals remands proceedings to Patent Office on request 
of Commissioner. 

Commissioner sets aside decision of First Assistant Commissioner and remands case tp 
Examiner of Interferences. 

TRADE-MARKS—TITLE TO REGISTRATION—PROOF OF ASSIGNMENT—CANCELLATIONS—PLEADINGS 
AND PracticE—Rvute 154(e) 

Upon giving of proper notice under Rule 154(e), official records of the Patent Office 
may be used as evidence at final hearing. 

Since recorded assignment is an official record of Patent Office and is prima facie evi- 
dence of transfer, petitioner held to have established prima facie ownership of registration by 
giving notice under Rule 154(e) of its intent to rely on recorded assignment, citing liber 
and page, though petitioner did not produce, at or before final hearing, the assignment or a 
copy of the Patent Office record of it. 


Appeal from Examiner of Interferences. 
Trade-mark cancellation proceedings by Celanese Corporation of America 
against American Viscose Corporation. On petitioner’s appeal from Assistant 
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Commissioner’s affirmance of dismissal of petition for cancellation, Commissioner 
requested Court of Customs and Patent Appeals to remand. Commissioner sets 
aside Assistant Commissioner’s decision and in turn remands to Examiner of Inter- 
ferences. 


I. Seltzer and C. W. Levinson, of New York, N. Y., for petitioner. 
Carl A. Castellan, of Wilmington, Del., and Howson & Howson, of New York, 
N. Y., for registrant. 


KINGSTON, C.: 


This is a cancellation proceeding under Section 13 of the Trade-Mark Act of 1905 
in which the Celanese Corporation of America seeks to cancel Trade-Mark Regis- 
tration No. 403,937 granted to the American Viscose Corporation for the mark 
““Avcolite” as applied to films, sheets, rods and tubes of plastic material. 

In its petition for cancellation, the Celanese Corporation of America (hereafter 
referred to as Celanese) alleged that it was the owner of Trade-Mark Registration 
No. 336,715, registered under the Act of 1905 for the mark “Acwalite” as applied 
to plastic material in the form of sheets, films, rods or tubes, and that the mark 
“Avcolite” was confusingly similar to Celanese’s mark covered by its registration. 

Registration No. 336,715 was not issued to Celanese, but to the Celluloid Corpo- 
ration of Newark, N. J. It was alleged in the petition for cancellation, however, 
that said trade-mark and the good-will of the business connected with it were as- 
signed to Celanese by an assignment dated December 5, 1941 and recorded in the 
United States Patent Office on December 16, 1941, Liber B-190, page 426. Dur- 
ing its time for taking testimony in this proceeding, Celanese gave notice under 
Rule 154(e) of its intention to rely on the assignment in question, and again cited 
the volume and page where the assignment was recorded. 

Celanese did not, at or before final hearing, produce the assignment or a copy 
of the record, and the Examiner of Interferences held that the assignment was 
not a matter of record in the proceeding, and that Celanese had failed to establish 
ownership of registration No. 336,715. He, therefore, on July 14, 1945, dismissed 
the petition for cancellation and recommended that registration No. 403,937 be not 
cancelled. On July 25, 1945, Celanese requested reconsideration of the decision 
of the Examiner of interferences, and filed a certified copy of Liber B-190, page 
426 of the Patent Office Assignment records in which the assignment of registration 
No. 336,715 from the Celluloid Corporation to Celanese is recorded. On August 
2, 1945, the Examiner of Interferences refused to consider the certified copy on 
the ground that it was filed late, and denied the request for reconsideration. 

On August 30, 1946, the First Assistant Commissioner affirmed the decision of 
the Examiner of Interferences, holding that Celanese had not proved ownership 
of registration No. 336,715. Celanese Corporation of America vy. American Vis- 
cose Corporation, 70 U. S. P. Q. 534, 590 O. G. 538. He referred to the fact that 
the Examiner of Interferences had dismissed the petition without regard to the 
merits, but nevertheless stated that “Avcolite” and “Acwalite” were, in his opinion, 
confusingly similar and that if Celanese had proved ownership of the latter mark, 
the petition for cancellation should have been sustained. A petition by Celanese 
for reconsideration of this decision was denied on November 8, 1946. Celanese 
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Corporation of America v. American Viscose Corporation, 71 U. S. P. Q. 187, 
593 O. G. 591. On November 13, 1946, Celanese gave notice of appeal to the 
United States Court of Customs and Patent Appeals. 

On June 14, 1948, the Court requested that a brief amicus curiae be filed on 
behalf of the Commissioner of Patents with respect to the practice under Rule 154(e). 
On July 22, 1948, the Commissioner requested the Court to remand the proceed- 
ing to him for further consideration and appropriate action and, on September 30, 
1948, the Court granted this request and remanded the case to the Patent Office. 
Pursuant to this action a hearing was had before me on December 2, 1948. 

The primary purpose of the request for remand was to afford an opportunity 
to re-examine the question of the practice under Rule 154(e). 

That rule makes competent an official record of the Patent Office in any matters 
before the office and provides that such record may be used as evidence at a hearing 
in any proceeding in which it may be pertinent to any issue involved, upon giving 
of notice to the opposite party. 

The assignment of a trade-mark registration, when recorded is an official 
record of the Patent Office, and is prima facie evidence of the transfer of the mark. 
Rosengart v. Ostrex Co., Inc., 30 C. C. P. A. 1046, 136 F. 2d 249, 57 U.S. P. Q. 
543. 

The instant record shows that Celanese fully complied with the rule by giving 
the required notice and since the rule itself makes the record the primary evidence, 
it is one of which officials and tribunals of the Patent Office are required to take 
judicial notice under these circumstances. Tampax v. Breese, 35 U.S. P. Q. 337; 
Peck v. Straus, 16 U. S. P. Q. 316; Worden v. A. & P. Tea Co., 5 U.S. P. Q. 
409 ; Cantilever v. Lane, 4 U. S. P. Q. 19. 

Under this interpretation of the rule, Celanese clearly established prima facie 
ownership of registration No. 336,715 and had the right to maintain this pro- 
ceeding. The Examiner of Interferences, however, as has been noted, dismissed 
the cancellation without passing on the merits, because of his view that Cel- 
anese had failed to establish its right to maintain the proceeding. Orderly pro- 
cedure dictates that the question of confusing similarity should be considered 
and determined in the first instance by the Examiner of Interferences. 

It is appropriate to state, however, that the construction placed upon Rule 154(e), 
in this opinion should be considered on an ad hoc basis, because a counterpart of 
Rule 154(e) has been amplified in the proposed new rules of practice which sets 
forth in further detail the practice to be followed in using records of the Office as 
evidence before the Office. 

It is quite clear to me that the technical construction placed upon present Rule 
154(e), indulged by the previous decisions of the Patent Office in fact circumvents 
one of the main objectives of the provisions of the Trade-Mark Act relative to con- 
fusion, namely, the protection of the public as well as the user of the mark. 

It results, therefore, that the decision of the First Assistant Commissioner of Pat- 
ents of August 30, 1946, in which the decision of the Examiner of Interferences was 
affirmed must be set aside and the case remanded to the Examiner of Interferences 
with directions to proceed to a consideration and determination of the cancellation, 
proceeding on its merits. 
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MIME v. McCANE 


Commissioner of Patents—January 12, 1949 


INTERFERENCES—PLEADING AND PRACTICE—BURDEN OF PROOF 

Where both parties claim rights to mark arising from original use by registrant, appli- 
cant has burden of proof to establish his acquisition of rights from registrant. 

Applicant’s testimony having established transfer of business, in connection with which 
registrant originally used mark, burden shifted to registrant to establish any reservation of 
rights in mark. 

TRADE-MARKS—ACQUISITION OF RIGHTS—EFFECT OF TRANSFER OF BUSINESS 

It is well settled that, in the absence of evidence to the contrary, the transfer of a busi- 

ness carries with it the right to the use of a trade-mark employed in connection therewith. 
I NTERFERENCES—EVIDENCE—GENERAL 

Pencil notes, an inventory, certain other exhibits and testimony of applicant as to con- 
tents of written agreement with registrant held incompetent. 

Letter to registrant from witness to contract with applicant held hearsay. 

Testimony of registrant’s brother, who witnessed contract fifteen years ago, held insuffi- 
cient to prove contents of portion of written instrument. 


Appeal from Examiner of Interferences. 

Trade-mark interference between William J. Mims, applicant, and T. A. 
McCane, registrant. Registrant appeals from decision awarding priority to appli- 
cant. Affirmed. 


Henry L. Jennings, of Birmingham, Ala., for applicant. 
Ernest P. Rogers, of Atlanta, Ga., for registrant. 


DANIELS, A. C.: 


This is an interference proceeding involving application Serial No. 483,025, 
under the Trade-Mark Act of February 20, 1905, for registration of the notation 
“Lucky Seven,” filed May 5, 1945, by the junior party, William J. Mims, hereinafter 
referred to as Mims; and registration No. 389,456 of the same trade-mark, regis- 
tered August 5, 1941, under the Trade-Mark Act of February 20, 1905, to T. A. 
McCane, the senior party, hereinafter referred to as McCane. Both the application 
and the registration relate to various toilet preparations including perfume and 
hair dressing, and are concededly similar and in the case of several products listed 
in each are identical. Both parties claim right to this mark arising from the original 
use thereof as applied to certain cosmetic products by the party McCane. 

For several pears prior to February, 1932, McCane operated a business under 
the trade style of The Astoria Company in Birmingham, Ala. The business con- 
sisted of the manufacture and sale of a number of cosmetic products under several 
different trade-marks which included “Astoria” and “Lucky Seven.” While sales 
were made by mail and otherwise in commerce, a substantial portion of the business 
consisted of the sale of these products through “‘peddlers” who purchased small 
quantities and resold them from house to house in and near Birmingham. For 
several weeks prior to February, 1932, Mims, apparently contemplating purchase 
of the business, spent considerable time at McCane’s place of business and became 
familiar with the operation thereof. Mims testified that in February, 1932, he 
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purchased the Astoria Company from McCane for $400 in cash and $200 in 
promissory notes, it being stated that the sale of the business included the “business 
and customers,” good-will, and further that it included “everything in the building, 
the fixtures with the gooods and the trade names, and everything.”” That such sale 
included all raw material, finished products, a few crude pieces of apparatus, con- 
tainers, jars, bottles, etc., is not questioned. Without going into detail as to the 
testimony, it is clear that sometime in February, 1932, the exact date not being 
established, The Astoria Company, together with its place of business and physical 
properties was turned over to Mims and that he immediately undertook to run the 
business. Testimony of various “peddlers” indicates that there was no break in 
the conduct of the establishment, and that they continued to purchase products 
from Mims just as they had previously done from McCane. As to the sale of 
the business generally, including the physical assets, trade name or style, raw ma- 
terial, containers, etc., no question is raised by McCane, it being conceded that 
Mims acquired The Astoria Company and continued to operate it. It is contended, 
however, that the sale did not include the trade-mark “Lucky Seven” and that 
McCane reserved this for his own use together with that portion of the good-will 
associated therewith. McCane immediately moved to Atlanta and began operating 
a similar business under the trade style of the Queen Ann Company, and immedi- 
ately resumed the use of “Lucky Seven” on perfume, hair cream, and similar prod- 
ucts, and has continued to use it. 

It is the contention of both parties that the sale of the business of The Astoria 
Company was evidenced by written agreement, but neither party has been able to 
produce a copy thereof. 

The burden of proof of establishing that he acquired the rights of McCane in the 
mark “Lucky Seven” rests upon Mims, the junior party. Brewster-Ideal Chocolate 
Co. v. Dairy Maid Confectionery Co., 20 C. C. P. A. 848, 62 F. 2d 844 [23 T. M. 
R. 86]; B. R. Baker Company v. Lebow Brothers, 32 C. C. P. A. 1206, 150 F. 2d 
580 [35 T. M. R. 267]. In support of this burden Mims has not only testified as 
to the transfer of The Astoria Company, which with the exception of the claim as 
to reservation of rights to the mark “Lucky Seven” is conceded, but has testified as 
to the contents of the sales agreement and produced certain pencil notes with respect 
thereto, an inventory, and certain other exhibits. His testimony as to the agree- 
ment is not only confused, but is considered to be incompetent and the notes and 
other material referred to are entirely lacking in probative force even if properly 
identified. Without reviewing this purported evidence, I consider all material intro- 
duced by Mims as showing the contents of the written agreement as incompetent 
and as lacking any probative force as to the contents of this agreement. 

The claim of Mims as to acquisition of rights to the mark in question must 
therefore depend upon the sale of the business of The Astoria Company to him 
and on that alone. As found by the Examiner of Interferences, it is well settled in 
the absence of evidence to the contrary, that the transfer of a business carries with 
it the right to the use of a trade-mark employed in connection therewith. MacWil- 
liam v. President Suspender Company, 46 App. D. C. 45, 1917 C. D. 179; Jackson 
Corset Company v. Cohen, 38 App. D. C. 482, 1912 C. D. 534; the Snapout Forms 
Co. v. Allen-Rand Co., Inc., 69 U. S. P. Q. 20, 585 O. G. 651; Lantz Bros. Baking 
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Co. v. Grandma Cake Co., 34 C. C. P. A. 1073, 161 F. 2d 739. Following the 
transfer of this business Mims was in possession not only of the premises and physi- 
cal assets, but of all the business and good-will of The Astoria Company, which 
was carried on just as it had been before. The customers continued to be the 
same, and the products were sold in the same manner. This included immediately 
and continuous sale of “Lucky Seven” products. While the trade name was later 
changed to Astoria Products Company, and the business moved to a new address, 
there was no immediate change and no interruption of the business at any time. 
Based upon the cases above cited, it seems clear that in the absence of evidence to 
the contrary, any good-will associated with the trade-mark “Lucky Seven” con- 
tinued as a part of the business of The Astoria Company, and as such must be con- 
sidered to have passed to Mims. 

In support of the claim of reservation of rights of “Lucky Seven” on the part 
of McCane, testimony of McCane’s brother, Mr. J. Thornton McCane, and of the 
wife of the party McCane have been submitted, the party McCane, himself, having 
been declared incompetent. Mrs. McCane makes no claim that she ever saw the 
agreement referred to, or had any personal knowledge of its contents. The brother 
stated that he saw and witnessed the contract and recalls the reservation. He also 
refers to one Wood and states that he also witnessed the contract. Wood was 
not called to testify by either party and his whereabouts was apparently unknown. 
He also produced a letter which purports to have been written to McCane by Wood 
not long after the sale of the business, but which is not properly identified, and 
cannot, in any event, be proof of the statements made therein. Without detailing 
the testimony of Mr. J. Thornton McCane, it seems sufficient to state that he 
claims no knowledge of the negotiations leading up to the sale, and that, while he 
testified that a specific reservation was contained in the written contract by his 
own admission he had little knowledge of the actual transaction. His testimony is 
based to considerable extent on hearsay, and is not sufficient to carry conviction 
that his unaided recollection of the contents of a particular portion of a written docu- 
ment after a lapse of fifteen years is accurate. Mims having sustained the burden of 
proof as to the sale of the business which, as already indicated, would carry with 
it the good-will and all rights to the trade-mark “Lucky Seven,” the burden of 
establishing any reservation of rights to that mark must necessarily have shifted 
to McCane. I agree with the Examiner of Interferences that this testimony “failed 
by far to overcome the presumption that the trade-mark rights to the notation 
‘Lucky Seven’ passed to the junior party upon his acquisition of the business with 
which it was used, and, therefore, the junior party is held to be the owner of the mark 
here involved.” 

The decision of the Examiner of Interferences is affirmed. 
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EX PARTE GRAYMOOR FASHIONS, INC. 


Commissioner of Patents—December 6, 1948 


TrADE-MarKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Men’s lounging robes, beach robes, bathrobes, neckties, pajamas, mufflers and shorts 
held goods of the same descriptive properties as piece goods of silk, cotton and velvet, 
and women’s clothing and hosiery. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
While the marks must be considered as a whole and disclaimed or descriptive matter 
may not be entirely disregarded, where the only feature of a composite mark by which pur- 
chasers might call for the goods is confusingly similar to opposer’s mark, the marks are 
confusingly similar. 
The mere addition of words, figures or designs to a known mark, leaving that mark as 
the essential feature of the newcomer’s mark, held insufficient to differentiate. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Composite mark consisting of the words “Graymoor Fashions,” in conjunction with design 
features and other wording, all of the wording being disclaimed with exception of the 
word “Graymoor,” held confusingly similar to “Greymoor” and to “Graymoor,” used on 
similar goods, under 1905 Act. 
ApPEALS—Scope OF REVIEW—Ex Parte CASES 
Applicant’s contention that its goods upon which it uses its mark differentiate from 
those of prior registrants as much as they do from each other, held not a matter open for 
consideration on this appeal. 


Appeal from Examiner of Trade-Marks. 
Application for registration of a trade-mark by Graymoor Fashions, Inc. Ap- 
plicant appeals from refusal of registration. Affirmed. 


Garvey & O’Connell, of Washington, for applicant. 


DanleLs, A. C.: 


This is an appeal from the final refusal of an application to register a trade-mark 
for ‘“‘men’s lounging robes, beach robes, bathrobes, neckties, pajamas, mufflers and 
shorts,” under the Trade-Mark Act of 1905. The mark sought to be registered is 
described as consisting of the words “Graymoor Fashions” in large script form, 
displayed upon a triangular background of solid color, the apex of said triangle 
merging downwardly through a circle containing the words “For Men” and into a 
horizontal bar of solid color containing the words “A Graymoor Fashion,” ‘Lot 
No.,” “Color,” “Size,” and “Price.” All of the wording appearing in the drawing, 
with the exception of the word “Graymoor” is disclaimed. Registration has been 
refused in view of three prior registrations under the Trade-Mark Act of 1905, 
two consisting of the word “Greymoor” one covering silk, cotton, and velvet piece 
goods, sheets, towels and bedding, and the other for hosiery, and a third registration 
of the word “Graymoor”’ covering ladies’ coats, suits and dresses. 

It is applicant’s contention that the mark presented is a composite one, and 
that considered in its entirety it differentiates from the marks of the references 
which consist only of the word “Greymoor” or “Graymoor.” It is further con- 
tended that the goods of applicant and of the registrations cited do not possess the 
same descriptive properties. That men’s clothing of the type for which applicant 
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seeks registration and piece goods of silk, cotton and velvet, which might be used 
in their manufacture, are of the same descriptive properties, is apparent under 
numerous decisions. The same is true as to women’s clothing and hosiery. W. B. 
Roddenbery Co. v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289; Ex parte Julette 
Originals, 601 O. G. 538, 74 U.S. P. Q. 211; Vanity Fair Mills, Inc. v. Pedigree 
Fabrics, Inc., 34 C. C. P. A. 1033, 161 F. 2d 226; Ex parte Raymond Wells, 573 
O. G. 558, 65 U. S. P. Q. 51, 166 Ms. D. 746; Rogers Peet Co. v. B. F. Goodrich 
Co., 31 C. C. P. A. 1191, 143 F. 2d 880. 

Applicant correctly contends that its mark must be considered as a whole, and 
that disclaimed or descriptive material may not be entirely disregarded. Examina- 
tion of the mark as presented, however, indicates that the only feature by which pur- 
chasers or prospective purchasers might call for its products is the word “Graymoor.” 
It is not only the most conspicuous and the only word feature of the mark, but as 
displayed it is probably the only feature which would be noticed. 

Assuming, however, that the design referred to may be arbitrary and not mere 
background, its use in connection with the exact mark of the references would not 
permit the registration sought. The mere addition of words, figures or designs to 
a known existing mark, leaving that mark as the essential feature of the newcom- 
er’s mark is not sufficient to differentiate and permit registration by the newcomer 
of such mark with such additional features. As said by the Court of Appeals of the 
District of Columbia in Carmel Wine Co. v. California Winery, 38 App. D. C. 1, 
1912 C. D. 428: 


We think it is apparent, without argument, that the two marks are deceptively similar 
within the meaning of the statute. It goes without saying that one has no right to 
incorporate the mark of another as an essential feature of his mark. Such a practice would 
lead to no end of confusion and deprive the owner of a mark of the just protection 
which the law accords him. 


See also Roddenbery v. Kalich, supra; Celanese Corporation of America v. E. 1. 
du Pont de Nemours & Co., 33 C. C. P. A. 857, 154 F. 2d 143. 

Applicant contends that the goods upon which it uses its mark differentiate 
from those of the previous registrations as much as they do from each other. This 
is not a matter which is open for consideration upon this appeal. In re Brockway 
Glass Company, Inc., 33 C. C. P. A. 969, 154 F. 2d 673; In re Sears, Roebuck & 
Company, 30 C. C. P. A. 710, 132 F. 2d 431. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE LYNDALE FARM 


Commissioner of Patents—December 29, 1948 


TRADE- M ARKS—REGISTRABILITY—GENERAL 

Trade names as such held not registrable under 1946 Act. 

Registration of trade-mark otherwise eligible is not forbidden merely because it is also 
a firm or trade name or an essential part thereof. 

In order to qualify for registration as a trade-mark on principal register, words con- 
stituting trade name must be so used that they identify the goods rather than refer to the 
manufacturer or his location. 

TRADE- MARKS—REGISTRABILITY—MOpE OF USE 

The words “Lyndale Farm,” as used in placard reading “Lyndale Farm, Floydada, 
Tex.,” and on letterhead, held not proper subject matter for registration under 1946 Act 
because they merely signify the name and address of a particular firm and function merely 
as a trade name. 

TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—GEOGRAPHICAL TERMS 

“Lynde Farm” held primarily geographically descriptive of live cattle, under 1946 
Act. 

Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Lyndale Farm. Applicant appeals 


from refusal of registration. Affirmed. 
Clarence A. O’Brien and Harvey B. Jacobson, of Washington, D. C., for applicant. 


DanieE.s, A. C.: 


Applicant, a co-partnership composed of Geo. B. McAllister and Robert Lynn 
McAllister, doing business as Lyndale Farm of Floydada, Texas, has applied for 
registration of the notation “Lyndale Farm” as a trade-mark for “live cattle” on 
the Principal Register under the Trade-Mark Act of July 5, 1946. (Public Law 
489, 79th Congress, Chapter 540, approved July 5, 1946; 60 Stat. 427; [Chapter 
22 of Title 15 of the U. S. Code].) 

Registration has been finally refused on the ground that the mark sought to 
be registered is primarily geographically descriptive and that, as used by the appli- 
cant, the mark does not serve as a trade-mark, but merely as a trade name and is, 
therefore, not proper subject matter for registration on the Principal Register of 
that Act. Applicant appeals from this refusal. 

The specimens submitted include photographs of a large pen or crate, appar- 
ently a shipping pen, on the side of which a large placard containing the words 
“LYNDALE FARM, Floydada, Tex.” has been nailed or tacked. They also in- 
clude what appears to be a letterhead containing the words “Lyndale Farm,” the 
address, and certain other material. It is the contention of applicant on this 
appeal that these words are used as a trade-mark and that the Trade-Mark Act 
of 1946, “intended that trade names should be registrable provided they were not 
generic and that they complied with the other sections of the statute.” While ad- 
mitting that “Lyndale Farm” is its trade name, it contends that the words function 
not only as a trade name, but also as a trade-mark and should therefore be reg- 
istered. 

The major portion of the brief and argument on this appeal were devoted to 
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this second question. The distinction between a trade-mark and a trade name 
has been discussed by a number of writers. See for example, Hopkins on Trade- 
Marks, 1916, page 10; Derenberg on Trade-Marks, 1936, page 227; Nims on 
Trade-Marks, Section 185, page 509, Fourth Edition, 1947. As pointed out in 
American Steel Foundries v. Robertson, et al., 269 U. S. 372, 1926 C. D. 289: 


To some extent the two terms (trade-mark and trade name) overlap, but there is a 
difference more or less definitely recognized, which is, that, generally speaking, the 
former is applicable to the vendible commodity to which it is affixed, the latter to a 
business and its good-will. 


After considering the distinction between trade-marks and trade names the court 
further said: 


These principles, it must be assumed were in mind when Congress came to enact the 
the registration statute. 


This is also clearly true of the Trade-Mark Act of 1946. Section 45 separately 
defines “trade-mark,” and “trade name, commercial name.” These definitions are 
as follows: 


Trade-mark. The term “trade-mark” includes any word, name, symbol, or device 
or any combination thereof adopted and used by a manufacturer or merchant to identify 
his goods and distinguish them from those manufactured or sold by others. 

Trade-name, commercial name. The terms “trade name” and “commercial name” 
include individual names and surnames, firm names and trade names used by manufac- 
turers, industrialists, merchants, agriculturists, and others to identify their businesses, 
vocations, or occupations; the names or titles lawfully adopted and used by persons, 
firms, associations, corporations, companies, unions, and any manufacturing, industrial, 
commercial agricultural, or other organizations enaged in trade or commerce and capable 
of suing and being sued in a court of law. 


The distinction set out by the Supreme Court in American Steel Foundries v. 
Robertson, et al., supra, is clearly carried forward in the statute which refers to 
trade names as “used .. . . to identify their business, vocations, or occupations 

.” and a trade-mark as “.... used... . to identify his goods... .” In carry- 
ing forward this distinction the provisions of the Act providing for registration 
refer only to trade-marks. (Section 1 and 2 of the Act of 1946.) Trade names 
are referred to in various sections of the Act, including Section 2 and Section 15, 
where prior use of a trade name is made one of the grounds for the refusal of the 
registration of trade-marks or of preventing registrations from becoming incon- 
testable. The term is also referred to in Section 44, with reference to rights of 
foreign nationals, and elsewhere in the Act, but nowhere is there any suggestion 
that the Act contemplates the registration of trade names. Applicant emphasizes 
the further use of the term “trade name” in Section 15(4), inserted in the Trade- 
Mark Act of 1946 in conference immediately prior to the passage of the Act. It 
is not considered necessary for determination of the question here involved to 
review the history of the Act or determine the exact meaning or purpose of in- 
cluding this word in Section 15(4), but it is clear, both from the language of the 
Act and from its legislative history that there is no provision for the registration 
of trade names as such on the Principal Register established by that Act. 

It is not understood, however, that applicant contends that a trade name, used 
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merely as a trade name, may be registered, it being contended here that the same 
words may function both as a trade-mark and trade name and that when used as 
a trade-mark and possessing the characteristics thereof, as defined by the Act, 
must be registered. That a word or words, which make up a trade name or the 
essential portion thereof, may also be used as a trade-mark appears to be conceded 
by the examiner and | have no reason to question the correctness of applicant’, 
contention in this regard. The Trade-Mark Act of 1946 does not contain an; 
provision which would forbid registration of a trade-mark otherwise eligible fo: 
registration merely because it is also a firm name or other trade name or an essentia! 
part thereof. If, however, words which constitute a trade name are to qualify for 
registration as a trade-mark on the Principal Register, they must be so used that 
they identify the goods rather than refer to the manufacturer or his location. I 
other words, the distinction of the statute noted above “used by a manufacturer 
.... to identify his goods ... .” with respect to a trade-mark, and “used by manu- 
facturers .... and others to identify their businesses . . . .” is controlling. 

As pointed out in American Steel Foundries v. Robertson, et al., supra, this 
distinction is not always “entirely clear.” Examination of the specimens submitted 
herein, would indicate to me that the placard referred to, bearing the name and ad- 
dress of the applicant, is intended and would function only to designate the name and 
address of the applicant rather than to serve as a trade-mark for applicant’s cattle. 
Nor do the affidavits submitted by applicant, even if properly before me, suggest a 
contrary conclusion, merely showing that the applicant has been engaged in the 
breeding of cattle under the name of “Lyndale Farm.” It is not understood that 
the letterhead appearing with the specimens in the file is intended to serve as an 
instance of trade-mark use, the exact reason for the inclusion not being evident 
from the record. Clearly, however, use of these words on the letterhead is a trade 
name rather than a trade-mark use. Therefore, while agreeing with the applicant's 
careful analysis of the facts and law involved to the extent of agreeing that words 
constituting a trade name might also be used in such a manner as to serve as 2 
trade-mark, it is my opinion that on the record presented applicant’s mark is not 
so used. It appears rather as suggested in the examnier’s statement, to be a placard 
informing the outside world of the location and name of the farm, and as stated 
by the examiner, “the words ‘Lyndale Farm’ accompanied as they are by a state- 
ment of geographical location of the farm may be a trade name used by an agricul- 
turalist to identify his business and, therefore, satisfy the definition of ‘commercial 
name’ under Section 45, but such indication is not sufficient to convert all or part 
of this language into a registrable trade-mark under Section 2.” 

Whether or not the word “Lyndale” or the words “Lyndale Farm” might be 
used otherwise than as shown by the specimens of record and in such a manner 
that they would function as a trade-mark and be recognized as such is a matter 
not now before me. As used in the letterhead and sign or placard submitted, in 
my opinion, they merely signify the name and address of a particular firm and 
function merely as a trade name, not a trade-mark, and, accordingly, not proper 
subject matter for registration on the Principal Register under the Trade-Mark 
Act of 1946. American Steel Foundries v. Robertson, et al., supra; Hopkins or 
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Trade-Marks, supra; Derenberg on Trade-Marks, supra; Nims on Trade-Marks, 
supra. 

The question of the geographical nature of the mark was referred to by appli- 
cant in the brief, and argued at the hearing on this appeal only in a manner inci- 
dental to the foregoing question, it being stated that the mark would be subject to 
registration under the provisions of Section 2(f) of the Trade-Mark Act of 1946, 
if it were held that it functinoed as a trade-mark. Whether or not this is correct 
is not before me for decision since no claim to registration under that section is 
included in the application. As presented it is primarily geographically descrip- 
tive in accordance with the provisions of Section 2(e) of the Act, and registration 
must also be refused on that ground. I/n re Lamson & Co., Incorporated, 30 
C. C. P. A. 1030, 135 F. 2d 1021. 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE BOOTH BOTTLING COMPANY, INC. 
Commissioner of Patents—January 5, 1949 


TRADE-M ARKS—REGISTRABILITY—SECTION 2(f) oF 1946 Act 
Descriptive marks, not entitled to registration on principal register because of prohibi- 
tion of Section 2(e), may be registrable under Section 2(f) when they have become dis- 
tinctive of the applicant’s goods. 
To qualify for registration under Section 2(f) of 1946 Act, mark must be a trade-mark 
and be used and capable of being recognized as such. 
Cases under 1905 Act and 1920 Act discussed and distinguished. 
TRADE-MARKS—WokrbDs INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“5S Full Glasses in Every Bottle,” held so completely descriptive, of applicant’s soft drinks, 
as to be incapable of distinguishing them; and if it were to be found capable of acquiring 
significance as indicating origin, held that additional proof would be required beyond show- 
ing of substantially exclusive use. 


Appeal from Examiner of Trade- Marks. 
Application for registration of trade-mark by Booth Bottling Company, Inc. 
Applicant appeals from refusal of registration. Affirmed. 


Leonard L. Kalish, of Philadelphia, Pa., for applicant. 
DanieE.s, A. C.: 


This is an appeal from the section of the Examiner of Trade-Marks refusing 
to register the phrase “5 Full Glasses in Every Bottle,” as a trade-mark for “non- 
alcoholic maltless beverages sold as soft drinks and carbonated water,” under 
Section 2(f) of the Trade-Mark Act of July 5, 1946. (Public Law 489, 79th 
Congress, Chapter 540, approved July 5, 1946; 60 Stat. 427; 15 U. S. C. A. 10852. 
The basis of the examiner’s refusal is that the expression does not fulfill the func- 
tion of indicating origin or ownership of the goods to which it is affixed and cannot 
function as a trade-mark. The phrase is concededly descriptive of the goods, ap- 
plicant contending that it qualifies for registration upon the Principal Register 
under Section 2(f) of the Trade-Mark Act of 1946, which reads as follows: 
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Except as expressly excluded in paragraphs (a), (b), (c), and (d) of this section, 
nothing herein shall prevent the registration of a mark used by the applicant which has 
become distinctive of the applicant’s goods in commerce... . 


The application contains the statement: 


That the claim of distinctiveness is based on substantially exclusive and continuous 
use of the mark by applicant for the period of five years next preceding the filing of this 
application. . 


The specimens submitted with the application show that these words are used 
on displays associated with the goods, the particular display being a placard de- 
signed to fit over the necks of four bottles of applicant’s beverages and containing 
the following wording: 

BOOTH’S 


BEVERAGES 
ICE COLD 


5 FULL GLASSES IN EVERY BOTTLE 


That this complies with the definition of “use in commerce” appearing in Sec- 
tion 45 of the Trade-Mark Act of 1946 is not questioned and the refusal to register 
is not based upon the manner of affixation to the goods, but solely upon the nature 
of the words. 

Nor is the question presented one of mere descriptiveness. That a mark which 
is not entitled to registration on the Principal Register in view of the prohibition 
of Section 2(e) of the Trade-Mark Act of 1946 because of being merely descrip- 
tive may become distinctive of an applicant’s goods through long use and public 
recognition or otherwise has been established in many cases, and it was to permit 
registration of such marks that Section 2(f) was included in the Trade-Mark Act 
of 1946. Nevertheless to qualify for registration under that section, a mark must 
actually be a trade-mark and be used and capable of being recognized as such. 
A trade-mark is defined by Section 45 of the Trade-Mark Act of 1946 as includ- 


ing: 


. . any word, name, symbol, or device or any combination thereof adopted and used 
by a manufacturer or merchant to identify his goods and distinguish them from those 
manufactured or sold by others. 


The examiner’s refusal of registration is based upon the fact that this phrase 
sought to be registered does not and cannot identify applicant’s goods or distinguish 
them from others. The information obviously conveyed by the specimens sub- 
mitted is that the bottles with which it is used contain 5 full glasses of one of Booth’s 
Beverages. As so used the phrase “5 Full Glasses in Every Bottle,” in no way 
identifies applicant’s goods nor, by itself, would distinguish them from those of any 
other manufacturer of similar products sold in similar containers. 

Nothing appears in the record nor in the brief as to the actual size of appli- 
cant’s bottles nor of the 5 glasses they are supposed to fill. In effect, the mark 
which applicant seeks to register is merely a generic phrase intended to advise 
the public that it is selling bottles containing a given amount of its beverage, and 
in my opinion, the situation here presented is the same as though applicant were 
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attempting to register “30 ounces” (or whatever the amount may be) as a trade- 
mark for its goods. 

Applicant contends that an analogy between Section 2(f) of the Trade-Mark 
Act of 1946, and the “ten-year proviso” of Section 5 of the Trade-Mark Act of 
1905 indicates that it is entitled to the registration sought. Any such analogy 
can apply only to a limited extent, since under the so-called “ten-year proviso” an 
applicant whose mark had been “in actual and exclusive use as a trade-mark” 
during the period specified was entitled to registration, while under Section 2(f) 
of the 1946 Act the mark must have “become distinctive of the applicant’s goods 
in commerce,” without reference to the length of use. Even under the so-called 
ten-year proviso, however, it was necessary that a mark must have been “used as 
a trade-mark” to qualify for registration and marks which had not been so used 
have been refused registration. /n re Paris Medicine Co., 24 C. C. P A. 854, 87 
F. 2d 484; Charles R. Spicer v. W. H. Bull Medicine Company, 18 C. C. P. A. 
1402, 49 F. 2d 980. 

Reference is also made by applicant to registrations under the Trade-Mark 
Act of 1920. That Act provided for the registration of all marks not registrable 
under the Act of February 20, 1905, with certain specified exceptions. There was 
no provision that a mark must have become distinctive or be capable of identifying 
the goods, or of being used as a trade-mark such as appear in Section 2(f) of the 
Trade-Mark Act of 1946, and the “ten-year proviso” of the Trade-Mark Act of 
1905. The Patent Office has, however, refused registration, even under the 1920 
Act when the marks were incapable of distinguishing the goods of the applicant. 


Ex Parte Obear-Nestor Glass Co., 156 M. D. 387; Ex Parte Firestone Battery 


Corporation, 497 O. G. 785, 39 U. S. P. Q. 322; Ex Parte Bardons & Oliver, 
Inc., 507 O. G. 1044, 42 U. S. P. Q. 632; Ex Parte Kram, 571 O. G. 521, 64 
U. S. P. QO. 308; Ex Parte Kops Brothers, 591 O. G. 664, 70 U.S. P. Q. 541. 
In cases arising under the Trade-Mark Act of 1905 (except under the ten- 
year proviso), the question ordinarily was whether or not the mark was merely 
descriptive rather than whether or not it was so generic or completely descriptive 
that it could not serve as a badge of origin. Even under that Act, however, marks 
have been refused registration on the ground that they did not function as a trade- 
mark. In Burmel Handkerchief Corporation v. Cluett, Peabody & Co., Inc., 
29 C. C. P. A. 1024, 127 F. 2d 318, registration of the phrase “Handkerchiefs of 
the Year” was refused, the court stating: 
We are further of opinion that the notation inherently cannot function as a trade- 


mark. Such a common expression which can indicate nothing but high quality surely 
would not be indicative of origin to the purchasing public. 


See also In re Bailey Meter Company, 26 C. C. P. A. 1136, 102 F. 2d 843; 
Ex Parte Van Raalte Co., Inc., 600 O. G. 675, 73 U. S. P. Q. 490. 

It therefore seems apparent that a phrase of the type here under consideration, 
which merely indicates the quantity of merchandise in a container, cannot be con- 
sidered one which serves to indicate the origin of applicant’s product. 

If there were any doubt as to the fundamental lack of distinctiveness of this 
phrase, it would be dispelled by examination of the specimens of record. These 
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show clearly that the phrase sought to be registered is entirely subordinate to ap- 
plicant’s trade-mark “Booth’s” and indicates only the quantity of “Booth’s” bever- 
ages in each container. In Charles R. Spicer v.W.H. Bull Medicine Co., supra, 
the court said: 


We have carefully examined the voluminous testimony in the case and it is clearly 
established that appellee never made a trade-mark use of the words “Herbs” and “Iron,” 
standing alone, but its trade-mark use was always the words “W. H. Bull’s Herbs and 
Iron,” either with or without the pictorial representation. 


In re Paris Medicine Company, Inc., supra, it was said: 


There is no evidence that the term “Tasteless Chill Tonic,” standing alone, was ever 
used by appellant, but on the contrary the specimen shows that the term used was 
“Grove’s Tasteless Chill Tonic,” and we agree with the Commissioner that it was the 
word “Grove’s” that indicated to purchasers the origin or source of manufacture of the 
goods upon which the label was applied, and not the term “Tasteless Chill Tonic.” 


In Charles R. Spicer v. W. H. Bull Medicine Co., supra, the court further 
said: 

The case of Kellogg Toasted Corn Flake Co. v. Quaker Oats Co., 235 F. 657, decided 
by the United States Circuit Court of Appeals, Sixth Circuit, is similar in many respects 
to the case at bar. It involved the right of the Kellogg Company to the exclusive use 
of the words “Toasted Corn Flakes.” There, as here, the descriptive words alone had 
never been used as a trade-mark, and the court held that the word “Kellogg’s” could not 
be dissociated from the words “Toasted Corn Flakes,” and a meaning given to said words 
which had never been relied upon by the Kellogg Company... . 


Therefore, even if the words were capable of becoming distinctive, which in 
my Opinion they are not, they are not used by applicant in such a manner as to 
acquire such distinctiveness but merely indicate the volume of the contents of the 
bottle containing “Booth’s” beverages. 

Applicant further places reliance upon the case of Armstrong Paint and Varnish 
Works v. Nu-Enamel Corporation, et al., 305 U. S. 315, 39 U. S. P. Q. 402, in 
which the court granted injunctive relief against infringement of the mark “Nu- 
Enamel,” registered under the Trade-Mark Act of 1920. In that case the court 
found that the fact [29 T. M. R. 3] “that the mark is descriptive . . . . does not 
bar it from registration .... under the 1920 Act.” No question as to the distine- 
tiveness of the mark was raised or considered. The court said: 


Defendant admitted “that the name ‘Nu-Enamel’ has come to mean and is understood 
to mean throughout the United States, including the State of Illinois and the City of 
Chicago, the plaintiff and plaintiff’s products only, and the word ‘Nu-Enamel’ is a mark 
by which the goods of the plaintiff are distinguished from other goods of the same 
Ce. oes 


The court also stated: 


“Nu-Enamel” is descriptive of the enamels in issue. The use of the numerous other 
articles of respondent’s manufacture, in its advertising, on store window valances, on 
electric and other displays, and as the name of many stores and the sign of several thou- 
sand dealers, justify petitioner’s concession that the name means respondent and respond- 
ent’s products only and the word distinguishes its goods from others of the same class. . . . 
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While “Nu-Enamel” was clearly descriptive of the goods involved in that case, 
no question was raised as to its ability to function as a trade-mark, the fact that 
it had such characteristics having been conceded by the defendant under the par- 
ticular circumstances there involved. To attribute a similar function to applicant's 
phrase as used in connection with and subordinate to the word “Booth’s” for the 
purpose of indicating the volume of the containers would be an unwarranted ex- 
pansion of the doctrine of the Nu-Enamel case. 

Applicant emphasizes the fact that it owns two prior registrations, one com- 
prising a shield upon which appears the words “5 full glasses” registered under the 
Trade-Mark Act of 1905 on July 24, 1934, No. 315,266, the words “5 full glasses” 
being disclaimed. The other is a registration under the Trade-Mark Act of 1920, 
showing a tray upon which is standing a bottle, as well as five glasses in horizontal 
alignment and five other glasses in a more or less pyramidal design together with 
the words “5 Full Glasses in Every Bottle,” registered October 29, 1929, No. 
263,181. It is contended from the fact that these registrations were granted that 
the mark must be capable of functioning as a trade-mark. As already pointed out, 
there was no requirement in the Trade-Mark Act of 1920 that a mark should 
identify or be capable of distinguishing the goods of an applicant. The design 
forming part of applicant’s 1920 registration might, however, have been considered 
capable of functioning as a trade-mark even though the words were generic, and 
under the Trade-Mark Act of 1920 disclaimers were not permitted. Ex Parte 
Taylor, 527 O. G. 851, 49 U. S. P. Q. 458. The disclaimer of “5 full glasses” 
in applicant’s 1905 registration indicates that it was considered unregistrable 
per Se. 

Applicant’s brief contains statements as to the exclusive use of the words by 
applicant and statements such as: 


The examiner does not contend that anyone other than applicant has ever used the 
expression “5 Full Glasses in Every Bottle” and does not question applicant’s claim to 
the five-year period of substantially exclusive and continuous use as required by Sec- 
tion 2(f). 

This poses the question of why, if the term is so obviously generic, no other manu- 
facturer or merchant has used it. 


To permit registration under Section 2(f) it is necessary that a mark should 
have actually become distinctive. As to this the burden would be on the applicant. 
The Patent Office may accept proof of substantially exclusive continuous use for 
five years next preceding the filing date as prima facie evidence that it has so be- 
come distinctive but is not required to do so. Since in this instance it was the 
opinion of the examiner that the mark presented did not and could not function 
as a trade-mark, no question was raised as to the character or extent of proof of 
exclusive use or recognition or of other facts which might tend to show distinc- 
tiveness. Should it be the fact, however, that no one other than applicant has 
used the phrase, it could not affect the refusal of registration. In Kellogg Com- 
pany v. National Biscuit Company, 305 U. S. 111, 39 U. S. P. Q. 296, 299, the 


court in considering a similar argument stated : 


Those facts are without legal significance. Kellogg Company’s right was not one de- 
pendent upon diligent exercise. Like every other member of the public, it was, and re- 
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mained, free to make shredded wheat when it chose to do so; and to call the product 
by its generic name. . . 


See also Barber-Colman Co. v. Overhead Door Corporation, 20 C. C. P. A. 
1118, 65 F. 2d 147; In re Bailey Meter Company, supra. 

No one can be entitled to the exclusive right to use of a phrase which is com- 
pletely lacking in distinctiveness, and this is particularly true in the case of a 
mark for which registration is sought on the principal register of the Trade-Mark 
Act of 1946, and which might, therefore, become subject to the provisions of Sec- 
tion 15 of the Trade-mark Act of 1946 (15 U. S. C. 1065) as to incontestability. 

As already indicated, I agree with the decision of the examiner that this phrase 
is not capable of distinguishing applicant’s goods and as such could not be registered 
under Section 2(f) in any event. If, however, it were to be found that it might 
be capable of acquiring any significance as indicating origin, a phrase so complete- 
ly descriptive is not one which would or should be accepted upon a mere showing 
of substantially exclusive use, and additional evidence, to support the claim of ex- 
clusivity and to indicate that it had become distinctive would, in that event, be 
required. In view of the holding that as used it is incapable of functioning as a 
trade-mark, the examiner was correct in not requiring any additional proof in this 
instance. Such lack of proper showing of distinctiveness is noted, however, both 
because of applicant’s argument as to lack of use by others and in the event that 
further proceedings in this matter might make it material. 

In view of the foregoing, the conclusion of the Examiner of Trade-Marks that 
applicant’s mark does not function as a trade-mark, that it cannot serve to identify 


or distinguish the goods of applicant from those of others, and that on the appli- 
cation and specimens here presented the phrase for which registration is sought 
has not been used as a trade-mark is considered to be corrrect. It is further found 
that even could this phrase be capable of functioning as a trade-mark, there is on 
this record no showing that it has become distinctive as applied to applicant’s 
goods. 

The decision of the Examiner of Trade-Marks is affirmed. 
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